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U.S. Patent & TMOfc/TM Mail Rept Dt #01

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

X

GALLEON S.A.
BACARDI-MARTINIU.S.A,, INC. and
BACARDI & COMPANY LIMITED, : Cancellation No. 24,108

Petitioners,
-against-
HAVANA CLUB HOLDING, S.A. and
EMPRESA CUBANA EXPORTADOR
DE ALIMENTOS Y PRODUCTOS
VARIOS, S.A,, d.b.a. CUBAEXPORT,

Respondents

X

DECLARATION OF CHARLES SIMS
CHARLES SIMS declares under penalty of perjury:

1. I am a member of the firm of Proskauer Rose LLP, counsel for Havana
Club Holding, S.A. (HCH) in the above-captioned cancellation proceeding. I submit this
affirmation in support of HCH’s Motion Of Respondent Havana Club Holding, S.A. For
Reconsideration Of The Board’s Decision Dated January 21, 2003. I have personal knowledge
of the matters set forth below.

2. Annexed hereto as Exhibit A are true and correct copies of documents
obtained by HCH after submission of its motion for relief under the Government in the Sunshine
Act, relevant to that motion.

a. Pages numbered FOIA 0001 through 0129 represent documents obtained

by Ryan Banfill, Communications Director for the Florida Democratic Party,




from the Office of Governor Jeb Bush of Florida, pursuant to a request under to

the Florida Public Records Act, Fla. Stat. ch. 119.01 et seq.

b. Pages numbered FOIA 0130-0146 represent documents obtained by Mr.

Thomas Edsall, a reporter for The Washington Post, pursuant to a request to the

United States Patent and Trademark Office under the Freedom of Information

Act, 5 U.S.C. §552.

HCH obtained these documents from Messrs. Banfill and Edsall upon request, after HCH learned
that those individuals had obtained the documents. HCH did not have or know of these
documents until after submission of its motion for relief under the Government in the Sunshine
Act.

3. Annexed hereto as Exhibit B is a chronology of events prepared under my
supervision and control, summarizing passages from or events mentioned in the documents
comprising Exhibit A and those previously submitted on the motion. References to ex parte
communications are underlined. All dates and quotations are cited to the documents annexed in
Exhibits A.

I declare under penalty of perjury that the foregoing is true and correct. Executed

/ZM/W/W

Charles S. Sims

on February|{ 2003.
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STATE OF FLORIDA

®ffice of the ®olbernor

THE CAPITOL
TALLAMASSEE, FLOAIDA 12399.0001

JEB BUSH www.flgav.cam

850-433-7145
GAVERNOR B50-437.0801 (ax

Jure 13, 2002

The Honarable James E. Rogan

US Patent and Trademark Oftice
Crystal Pack, Building 2, Room 906
212 Crystal Drive

Arlington, VA 22202

Dear Under Secretary Rogan:

L amt writing oa behall of Florida-based Bucardi-Martini, USA, Inc. 1o 23k that the Patent and
Trademark Office take quick, decisive action on a pending application 1o expunge the
registration of the trademark Havana Club, The out-dated registration belongs to a company
owned by Fidel Castro called CubaExpart and should be cancelled immediately.

Bacardi-Martini, USA, Inc. gensrates close to S| billion of business a y2ac nationally. The
company's domestic headquarters are located in Miami and has a workforce of more than 300
Floridians and more than 600 ciuployees throughout the United States.

As Tunderstand, since 1997 Bacardi-Martini, USA, Inc. has sought, through every legal
channel, to cancel the Fidel Castro regime's registration of the Havana Club trademack. In
1960, Fidel Castro confiscated the Havana Club brand from the family who owned the
company. Castro transferred the beand name to CubaExport, a Cuban govemment-controlled
company in 1976, In 1993, the company Havana Club Holdings, jointly owned by Castro's
Cuban govemment and the French company Pemod-Ricard, applied for and was granted,
legal registration of the brand for use in the United States. However, it was not theirs to
register. Furthermore, Bacacdi-Marlini, USA, Inc. purchased the Havana Club brand and
assets in 1997 from the original owners. .

Though Bacardi-Martini, USA, Inc. has Speat a greal deal of time and money to cancel the
delinquent registration owned by the Castro regime, there has been no relief for the company.
[nstead, they have bzen faced with a process mirced in lengthy bureaucratic procedures, with
no end in sight,

(‘O Gaverner's Mentering Initiative
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A g1 UNITED STATES o™

t' PATENT AND o
2, TRADEMARK OFFICE c;:-C/CbQ\\

The Hanorable Jeb Bush
Govemor of Florida-
Tallzhassee, Floada 323990001

——rt
Dear GovernasBisly ‘”6

Thank you very mueh-40r your letter of June

Under Secratary of Commarce Feor Intaltactual Property and
Directar of the United States Patent and Trademark Office
Washington, DC 20233
www.usplo.gov

JUL -3 2@

£383136 Raganh, James
Recd: 07/11/2002 DEO: A8
Ro: COS~W/&~

PLEASE HANDLE

Dug: 07/25/2002

13, 2002, regarding the trademark “HAVANA

CLUB". 1am grateful for the opportunity to provide you with specific information regarding

the statas of the “HAVANA CLUB"

U.S. Trademark Registration No. 1,031,651 (

trademack registration. °

«HAVANA CLUB" and design) is the subject of

Cancellation Proceeding No. 92-024108 before the United States Patent and Trademark
Office's (USPTO) Trademark Trial and Appea} Board (TTAB).

The cancellation proceeding was initia
Inc., and Bacardi & Company Ltd, ("B
Havana Rum & Liquors, S.A., dv/e/ HRL,
proceeding was suspended on July 1, 1999, pe

ted in 1995 by

Galleon S.A., Bacerdi-Martini US.A.,
acardi") against Havana Club Holding, S.A. and

S.A. (“HCH"). At the request of the parties, the
nding the outcome of other civil litigation. The

proceeding was revived, again at the request of the parties, earlier this yeac.

On January 15, 2002, pursuant 10 20 October 20, 1997 Court order from the United States

District Court for the Southern District of New
Trademarks ordered USPTO assignment and reg

York, the USPTO's Commissioner for
stration records rectified to reflect ownertship

of U.S. Trademark Registation No. 1,031,651 in Cubaexport, The assignment changes were

racorded in the USPTO's recocds at:

On March 15,2003, Bacardi filed 2 petition to su
cancellation praceeding and to obtain summary ju
2003, Bacardi filed with the U.S. Court of Appeal

Reel: 002398 Frames: 0855-0863.

bstitute Cubaexport as the defendant in the
dgment (for cancellation), OnMaceh 19,
s for the Federal Cifcuit a petition for

review of the Commissioner for Trademarks' Jznuary 15, 2002 ordac. Galleon, S.A.v.

Chasser, No. 02-1289 (Fed. Cir.). OnMay 13,

cancellation proceeding pending the outcome 0
Chasser, No. 02-1289) in the U.S. Court of Appeals

2002, the TTAB suspended action oa the
f the relevant litigation (Galleon, S.A. v
for the Federal Circuit.

FOIA 0002
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1 hope this informatior cladifies the status of the cancellation proceading involving the
“HAVANA CLUB" case. To an important degree, the parties themselves are determining the
pace of final resolution with tespect to Caneellation Proceeding No. 92-024108. The Office
will act expeditiously when the proceeding reaches the stage where the TTAB has statutory
and regulatory authority to render a final decision.

Thank you again for this opportunity to provide an update regarding the status of Cancellation
Proceeding No. 92-024108, 1E you should have any questians about this matter, please call
me or Jon Dudas, Deputy Under Secretary for Intellectual Property, at (703) 305-8700.

Sincerely,

FOIA 0003
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{E8 BUSH
GCOYERNOA §50-457.020L fax

§TATZ OF FLORDA

®ffice of the Gobetnot

THE CAPITOL
TALLAIASSEE, FTLOWIDA 31399¢00t
e e

wavw figae.com
850.4353-7444

Junz 13,2002

The Honorable James E.Rogan

US Patent and Tradenuack Office
Crystal Pask, Building 2, Room 905
7121 Crystal Drive

Arlington, VA 22202

Dear Under Seovetady Rogan:

[ 2o writing ot bahalfof Floridz-b ssed Bacardi-Mastind, Usa, Inc. 0 2k thiat the Patent 2nd
Trademark Office teke quick, decisive actionon 2 panding zpplication ta exgunse the
registeation of the trademark Havans Club. The out-daied reaistcation belongs to 2 compiny
owated by Fidel Cestio called CubaBxpart 2ad should be cancetled immediately.

'Bacudi-Manini, US A, Inc. generaies clase to S1 bitlien of business & Y2l nationally. The
company's dontestic headquarters ate losated in Mizmi end has 2 workforce of more than 300
Floridizns and mote tian 600 enplayses taroughout ths United Stales.

. As L undesstand, since 1997 Bacardi-Mertind, USA, Inc. has sought, trough every l2g2l

channel, 10 cancel the Fidel Castro regime’s registration of the Havanz Club tredematk. In

1960, Fid=l Castro confiscated the Havena Club beand from the family who owaed the
company. Castra transferred the brand naime o CubaExpor, a Cub2a govcmment-controllcd
company in 1976. In 1993, the campany Havana Club Holdiugs, jointly owned by Castra’s
Cubzn govemmuett 2nd the Froncl company Peined-Ricard, applied for and was granted,
l=gal registeation of the braad for use in the United States. However, it was not theirs to
repister. Furthermaoce, Bacardi-Marting, USA, Ine. pu:chascd the Havana Club prand and
assets in 1997 from the onginal owners.

Though Bacardi-Martint, USA, Inc. has speut 2 great deel of time and money o cancel the
delinquent registration ovmed by the Casho regime, there las besn no relicf for the campany-.

Instead, they have been faced with 2 process miced in lengthy burezuceatic procedures, with
no end in sight.

FOIA 0004
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%ﬁ UNITED STATES
=4 PATENT AND
* kK

% TRADEMRKOEHCE

Undar Sgcralary ol Commaice For {ntelizclual Prop2aty and
Oirector of tha Uaitad Staiss patent and Tradzmak Ofiica
\Washingloa, DC 2021

QL -3 2 s g

The Honoreble jeb Bush
Govemar of Flocdda~
Tallzhasses, Flodda 32399:0001

Dear Govamo%h- 4"’[) —

Thaak you very m or your letier of June 13,2002, regarding the tredemark "HAVANA
CLUB". lam grateful for the opportuaity to peovids you with specific information rzgardiag
the status af the “HAVANA CLUB" rrademack: registeation.

U.S. Tredzmatk Registration No. 1,031,651 (“HAVANA CLUB" 2nd dzsign) is the subject of
Ceacellztion Proceeding No. 92-024108 before the Ungited States Patel 2nd Trademark
Ofice’s (USPTO) Trademack Trial end Appael Board (TTAB).

The caacellation proceeding Was iaitiated in 1995 by Galleon S.A., Bacardi-Mactinl US.A.
Ine., aad Bacardi & Compaay Ltd. ("Bacacdi”) agalnst Havana Club Holding, S.A. zad
Havana Rum & Liquors, S.A., dmfa/ KRL, S.A. (“HCH"). At the request of the pacties, the
peoceeding was suspended on July 1, 1999, pending the outcome of other civitlitigation. The

proceading Was revived, again at the request of the pacties, earlier tais yeatl

On Januzry 15. 2002, pursuant to an Octobec 20, 1997 Coutt acdat from the United States
Distdct Court for the Southern Distact of New York, the USPTO’s Commissianer for
Teademarks ocdered USPTO assigruneat and registeation records rectified to reflect ovmasship
of U.S. Trademark Registration No. 1,031,651 in Cubaexpott. The assigament changes weee
recorded ia the USPTO's records at: Reel: 002398 Frames: 0§55-0383.

On Macch 15,2003, Bacacdi filed a petition to substitute Cubaexpoct 2s the dzfendant in the
cancellation proceeding and to obtain summary judgment (foc caacetlation). On Macch 19,
2002, Bacardi filed with the U.8. Court of Appeals for the Federal Circuit & petition for
review of the Commissianer for Trademacks' January 15,2002 order. Gelleon, S.A. V.
Chasser, No. 02-1289 (Fed. Cir.). Qo May 13,2002, the TTAB suspended action on the

cancellation proceeding pending the outcome of the relevant litigation (Galleon, S.A4. V.
Chasser, No. 02-1289) in the U.S. Couct of Appeals for the Fedecal Ciccuit.

FOIA 0005
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I hope this information clarifies tha status of the cancellation proceeding involving the
“HAVANA CLUB" case, Toan impartant degees, the pacties themselves ace determining the
pace of fin2! resolution with respect to Cancellation Proceeding No. 92-024108. The Oftice
will act expaditiously \when the procezding reachas the stage whaee thie TTAB hes statutory

and regulatory suthority to rendsr 2 final decisioa.

ide 20 update regarding tha status of Cancellation
any questions about this matter, pleasz call

again foc Lhis oppoctunity to prov
allectual Propacty, 2t (709) 303-8700.

0. 92-024108. Tfyou should have
ty Undar Seceetary for Int

Thank you
Praceediag N
me or Jon Dudas, Depu

Sincerely,

FOIA 0006
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1523 Broadway 1G5 ANCILES

tT:e;.': Yok, WY 15033-5159 g‘iﬁffg;‘

elaphene 212455300 Ehatiolid

PROSKAUER ROSE LLP Fx 2125532500 i
Gregg Reed

Altacnsy allaw

Diract Dial 212.539.3333
graadDprostiesicenm

July 15,2002
BY FEDERAL EXPRESS & FAN

The Govemor's Office
The Capitol Building
Tallehasse, FL 32399-0001

Re; Public Records Act Reqguest

To Whom It May Concem:

10 accordance with the Public Records A, Chapter 119 of tae Florida Statutes, I heeeby requsst
the following documents:

All correspoudence concerning any request to cancel US. teademark registration
No. 1,031,651 (for the mark HAVANA CLUB & Dasign) whicliywas sent or received
by or on behiail of Governor Jeb Bush.
If you refuse to provide lhis information, Chaptec 119 requires youto advise mz in writing 2nd
indicate the applicable exeimptian to the Public Recards Act. Also, please siale with perticularity
the reasons for your decision, 23 required by Section 1 19.07(2)(z). Ifthe exemplion you ace
claiming only applies lo a portion of thie records requasted, pleass delete that portion and provide
photocopies of the remaindac of the records, according to Ssetion 119.07(2)(2)-

Ifycu have any questions or need more information in order to expadite this request, please call
me.

Thank you.

Sincerely,

Gorgpllec

Gragg Reed

FOIA 0007




JES BUSH
GQOVZANGA

Dats ’%’»/ 28/02

THE CAPITOL

STATE QF FLOXIDA

@ffice of the Gobernor

TALLAHASS2E, FLOAIDA 311990001

veww figov,cem

850-433.7443
§30.437-0901 fax

FAX COVER SHEET

Torxl Pages

Ta: é’) el E'CVC(S
)

A)

Phoas: Fax:

20~ 9492700

Office of the Geazral Counsal _Raom 203, The Capito!

Fromu
(850) 485-3494 Fhons2 (550) 488-9810 Fax
(350) 922-0309 Fax
| Caarles T, Caazdy, Gaasrel Caungal | Carlos Muniz, Depuly Gzasral Caunsel

Lesliz Jacobs, Exaculive Assistanl

Simone Marstillzr, £ss Gaazral Counsal

hY

?

Susan Renwinke!, Exaculiie Assistaal

A Jezn Hartmzn, Asst Generd Counsal

4

Kevin Tang, Asst General Caunsal

Wendy Bergar, Assl. Gznacal Caunsal

Tamis Maloney, Admialralvs Assistant

Greg Munson, Asst Gznersl Counse!

Nancy Doviating, Adminislralys Assislant
) a

Keisha Muirhead, Admirisiralivz Assistant:
Razzalianist

| Tena Pate, Victims® Rights Caordinzloc

Suzan Smith, Exvadiion Coarding'ar

i

Comments:

Please call our office Immediately ifthereis

G\LEGALVryectQRD\Conveniance

FOIA 0008

a problem with the transniission.

ko -
oAl A ‘A"/“,\ rer's Wanlerrg Wiate
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§TATE OF FLOAIOA

| ®ffice of the Golernor

THE CAPITOL
“ALLAMASSEE, FLORIOA 31199-0091

wramw f1gav.cam
: 830-483-1148
- §30-137.c2al [

June 13,2002

The Honorablz James E.Rogen

U3 Patent and Trademark Office

Crystal Pat¥, Building 2, Room 906

2121 Crystzl Ddve .
Asrlington, VA 22202

Da2r Undzr Seaeeiaty Rogan:

1 zmwnlingon behalf of Flodida-based Baczedi-Maddini, USA, Inc. to 23k {hs the Petent 2nd
Trademerk Office take quick, decisive ectiononeg peading zpplication Lo expunge the
registration of the trademark Havanz Club. The out-dated registration pelongs to a campany
ownzd by Fidel Cestro called CubaExport and should b2 cancelled immediately.
Bacardi-Metind, USA, Inc. generales close to S1 billien ofbusiaass e y2ar nationally. The
comgany’s domastic headquarters 2re located in Mizmi 20d has ¢ viockforee 0f Mote thzn 300
Flosidians ead rmoce than 600 employses taroughatt tne United Stztas.

AsTurdecstand, since 1997 pacardi-Medtini, USA, Inc. has soughs, through every legal
chaanel, to czncel the Fidel Castra regime's registeation of tac Kevana Cltb teademack. In
1940, Fidel Castro confiscated the Havan2 Club brzad from the family Who pwvned the
company. Castro teansferred the beand nzme to CubzExpadt, & Croan go\'cmmcnl-conlrolled
company in 1976. In 1993, the company Hayana Clab Holdings, joiatly owned by Casteo's
Cuban govemmant aad the French company Pemod-Ricard, applizd for end was grantzd,
legal registeation of the brand for uss in tae United States. However, iLWwes nat theirs to
ragister, Furthermord, Bacacdi-Madini, USA, Inc. purchased the H 2aa Club braad 2ad
assets in 1997 from ths original owners.

Though Bacardi-Martini, USA, Inc. hasspent 2 great deal oftime end moasy’ to cancel the
delinquant reglstration owned by the Caslro regime, theee has baen no re\.'t:f for the campany’
nstead, tacy have been Taced with 2 pracess mired in leagthy buseaucratic pracedutes, with

no end in sight. .

FOIA 0009

Exhibit F
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The Honorzble ma:s-é. Rogazn

Tune 13,2002
Pege Two

gusstions, plezss do

scativa. Should you have futher
Wasainglon, DC.

also feel frez to coptacimy
seztion of this matter

inis mattesis ima
t my office. You mey
Thank you for yous

Aswift resalutionto
not hesiizis to contas
Office 2t 202/624-5885.

consid

FOIA 0010
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STATEQF FLONDA

®ffice of the Gobernor

TKE CAPITOL
TALLAKASSEE, FLORIDA 32395-CCa1

yvw [lgov.com

23 BUSH 8504337148
t : p
GOVZANOR : 830+437-0401 fax

July 13, 2902

ha Haaorablz Jamas E. Rogan
Undarsacratary and Diractor

U.S. Pelant and Tradamark Ofiica
Crystal Park, Building 2, Raom €303 “
2921 Crystal Driva

Arliagtan, VA 22202

Daar Mr, Rogan:

Thanv you for the information you passad alang ragarding h= Bacerdicase.
Your candar on th issue is appraciated. Along yith the conlinuad

assistanca of Mi. Jon Dudas, your ahiention to this melier has bazn very halpful.
Pizasz do not hasitaiz 1o call upon me, @il canbz of senvice to you inthe

future.

Sincecel

Jeb Bush

FOIA 0011
Exhibit F
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52 922 4232 p.e2
EXECUTIVE OFC OF GOUERNOR £52 922

=EB-G%€222 23:35 f’%%))[iih S;(
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Kathleen Shanahan
Fram: Job Bush [jeb@]eb.org) . [ N -
Sant: Wadnesday, January 09, 2002 7:53 PM %’QJ -{/L_?_E;L/

Ta: Kathleen Shanahan (E-mail); Ad%—mail)
Subject: FW: BACARDI NEEDS HELP <

for our dlscussion.

Jeb PBush

'tatitiﬁ*iﬁibﬁibii‘cb-'iObtmwiwi')—b*"*b&o’biith-rf-tib-i&&i

Flease note: Florida has a very broad public racords law,
Most written communications to or from state officials
regaxding state business ara public racords avallable to the
public and medis upoea requast. Your e-mail communications
may therefare be subject to public discloscra.

~-~--Qriginal Messagae~----

From: J Rodriguez-Marquez (mailto:jrcd:igue:-marque:@ba:ardi.ccm]
Sant: Tuesday, January 08, 2002 9:1§ pM

To: Jebd Bush

Subject: BACARDI NEEDS HELE

Importance: High

Deaar Jeb,

As you know Castro in partnership with Parnad, a Frepca gompany, has
been

fighting EBacardi since 1986 over the Havani Club brand righis inside the
Bacardi prevailed in Faderal Court regarding tne digoute.

We 2ls0 prevailed in Federal Appellata Court, and than the US Scpreme
Court

refused to review the case.

The 2ggressors, unsatisfied with the end resulcs, created an
international

dispute between the Europezn Union and the US over & US law (Sacticn
211)

which they blamed for their repeated defeats f{n US courcs.The EU flled a
complaint at WTOQ against the US ltaw,

Lest wWeok tha WTO ruled in favor of tha US and Bacard!. This law
prohibice

racognizing righta in the US to any illegally confiscscved trademarks in
Cuba,

This, should be the end of the line for Castro and Pernod on this issue.
However, since 1997 there are two very ralevaat and significant issués
vhtei~age still unresolved and are damaging ‘o Bacardi,

Ing 'Teasury Depertment's OLflce of Foreign Assab Control (OFAC) has -
been holding a pending license application from Havana Club Holdings
{Castra-Pernod)! which could grant them some rights to the HC brand, If
that .
license is granted it will be contradicting current US law, plus it will
be
nying the Fedaral Ceuxt pulings. . FOIA 0012
«9 have worked with OFAC and with Urdor Sacretary of State Alan Larson
for
over thrae years to have this pendlng licsnse application denled but to




gsg 922 43232 P.83

EXECUTIVE OFC OF GOUERNCR .

Fep-oi-2ge2 @938

no
avail.

1SsUE ¢
0§ Dapartment of Cowmexzce’s pPateat and Trademark Office (PTO) has in

‘ . hand slnce 1997 a Federal Court Mandate {ns=ructing tham to eriss fram
! their records the Havana Club Holdings (Castro and Fernod) registration

to

the Havana Club brand. Because ¢f the rultiple appeals PTC withheld
action.

Put since the US Supreme Court decisien in Qctover ef 2000 (15 months
39’0) '

they have found every excuss not to att on that court mandate.
We have basn working with ETO and elso vith Alan Lazscn on this issue

too,
v put so far, nothing.

He need your help.

Perhaps we should meekt with Secretary 0'Neil and Secretary Evang, ox

z whomsvaz you think might be heloful.

j I have meantloned thls case to Kelley tcCullough from Kayl Rova'z offics
last Docamber 8th when they visited Miami and have seat her briefings.
Al Cardanas also knows af our needs and ras talk to some pIople,

I hope you can help uva. We ara asking that current lauws ba xespscred

{issue
§1) and thac a Federal Court ordar is compliad with {issuek2).

Thanks for your time, I am sure you doa't hava much available.
Bast regards,

Jerge

|7 Dudlgen--
o sk WK pEWE 1S Jgustiniant ST
N TCUAR - ,
£ GUILY ALY /S(M/\ _ Q/L\L&/XPQ]-
- Ligatun

WLV A e
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~OFAC
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211 [axzd la Nina. Mlhleen Would lixe ta know if you ¢an caa {j
3 tha 2 answars for Bacaedi, If nol, she will willa 2 mamo. § 1

FOIA 0014




Melissa Freedman

From: J Rodriguez-Marquaz [jrodriguez-marquez@bacardi.com}
Senk: Thursday, February 07, 2002 7:15 AM
To: oviadon@sso.0rg
pH freedmm@550.019
Jubject: URGENT- CORRECTION OF NAME
Importance: High
Dear Nina,

Thank you far your time and your interest in our ¢ase.

Thank you also lo Melissa. .
| hope | was able to make aur case clear enough, but if not let me know.

UNFORTUNATELY, yesterday t gave you the wrang name about the lady {rom
Patent and Trademar Office with whom we have peen trying to work with, but
withaut good resulls.

Her corract nama is:

LYNNE BERESFORD

and she was, at least bwo menths ago. Depuly Commissianer for Trademark
Examination Policy.

Sorry, far my big mistake.

Jorga

FOIA 0015




May 22, 2002

The Honorable James E. Rogan
US Patent and Trademark Office
Crystal Park, Building 2, Room 8086
2121 Crystal Drive

Arlington, VA 22202

Dear Under Secretary Rogan:

| am writing on behalf of Flarida-based Bacardi-Martini, Inc. to ask that the Patent and
Trademark Offics take quick decisive action on a pending application to expunge the

registration of the trademark Havana Club. The out-dated registration belongs to a company

owned by Fidel Castro called CubaExport and should be cancelled immediately.

Bacardi-Martini, Inc. generates close ta one biilion dollars worth of business a year
nationally. The company’s domestic headquarters are located in Coral Gables and has a
workforce of mora than 300 Flaridians and over 600 employees throughout the US.

As | understand, since 1937 Bacardi-Martini, In¢. has sought, through every legal channel, to
cancel the Fidel Castro regime's registration to the Havana Club trademark. In 1960, Fidel
Castro confiscated the Havana Club brand from the family that owned the company. Castro
transferred the brand name to CubaExport, a Cuban government-control!ed company in
1976. In 1993, the company Havana Club Holdings, jointly owned by CubaExport and the
French company pernod-Ricard, applied for and was granted, legal registration of the brand
for use in the United States. However, it was not theirs to register. Furthermore, Bacardi-
Martini, Inc. purchased the Havana Club brand and assets in 1997 from the original owners.

Though Bacardi-Martini, Inc. has spent a great deal of time and money to ca_ncel the
delinquent registration owned by the Caslro regime, there has been no relief for the
company. Instead, they have been $aced with a process mired in lengthy bureaucratic

procedures, with no end in sight.

A swift resolution to this matter is imperative. Should you have further questions, piease do
not hesitate to contact my office. You may also feel free to contact my Washington sl

Office at 202/624-5885. Thank you faor your consideration of this matter.

Sincerely,

Jeb Bush
Governor
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Dear :

| am writing on behalf of Flarida-based Bacardi-Martini, Inc. to ask that the Patent and
Trademark Office take quick, decisive action on a pending application ta expunge the
registration of the trademark Havana Ciub. The out-dated registration belongs to a company

ownad by Fidel Castro called CubaExport and chould be cancelled immediately.

Bacardi-Martini, Inc. generates close to one billion dollars worth of business a year
nationally. The company's domestic headquarters are located in Coral Gables and has a
workforce of more than 300 Floridians and over 600 employees throughout the US.

Martini, Inc. has sought, through every legal channel, to
cancel the Fidel Castra regima’s registration to the Havana Club trademark. in 1980, Fidel
Castro confiscatad the Havana Club brand from the family that owned tha company. Castro
transfarred the brand name ta CubaExport, a Cuban government-controlled campany in
1976. In 1993, the company Havana Club Holdings, jointly owned by CubaExpert and the
French campany Pernod-Ricard, applied for and was granted, legal registration of the brand
for use in the United States. Hawever, it was not thelrs to register. Furthermore, Bacardi-
Martini, Inc. purchased the Havana Club brand and assets in 1997

As | understand, since 1997 Bacardi

Though Bacardi-Martini, lnc. has spent a great deal of time and maoney to cancel the

delinquent registration ownad by the Castro regime, thera has been no relief for the
company. instead, they have been faced with a process mired in fengthy bureaucratic

pracedures, with no end in sight.

A switt rasolution to this matter is imperative. Should you have further questions, please do
not hesitate to contact my office. You may also feel free to contact my Washington DC
Ofiice at 202/624-5885. Thank you for your consideration of this matter.

FOIA 0017
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May 13, 2002

The Honorable James Rogan

Directar, US Patent and Trademark Office
Address

City, ST Zip Code

Dear Director Regan:

| am writing on behalf of Bacardi-Martini, Inc. to ask that the Patent and Trademark

Office take quick, decisive action on a pending request for repeal of a registered name.

Bacardi-Martini, Inc. is a liqueur company based in Florida, which employs ?77?
employees and reaches annual sales of $72777. Lack of action on this issue is hirting
Bacardi's business opportunities, both domestic and abroad.
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Melissa Freedman

From: J Redriguez-Marquez grodriguez-marquez@bacardi.coml
Sent: Tuesday, May 14, 2002 5:59 PM
To: freedmm@sso.org
. Subject: RE: ANY NEWS
importance: High
Follow Up Flag: Follow up
Due By: Wednesday, May 15, 2002 9:30 AM
Flag Status: Flagged
Dear Malissa,

Havana Club Holdings is jointly owned by the Cuban governmeant and
Pernad-Ricard af France right now and always.

We do not believe that CubaExpert exists any more and we do not think that
CubaExport was ever direclly a part of Havana Club Holdings other than
through the fact that CubaBxpont is or was also owned by the Cuban
government itself. _

Pernad-Ricard can not be the sole owner of Havana Club Holdings because HCH
reflects ONLY a partnership to commercialize warldwide the Havana Club

brand and the Cuban gavernment IS the ONLY and sole owner of the

distilleries. their production, and THE BRAND HAVANA CLUB itself.
Pernod-Ricard. only through HCH, owns ONLY the rights to commercialize
Havana Club, and has no other asset, Therefare, Pernod-Ricard without the
Cuban government CAN NOT DO ANYTHING.

Pernad-Ricard approached the Havana Club original owners {those who were
vicims of Castro's confiscation) in 1993, aftar we terminated Pernod as

our Bacardi rum distributor in France. They wanted ta buy the Arechabalas
(family nama of original owners) rights, but failed. Then approached Castra

and made a deal forming Havana Club Holdings. Bacardi and Arechabalas both
wrote letters to Pernod warning them NOT to make a deal with Caslro over
stolen properties. Pernod reply ignoring the warnings.

After Pernad signed the deat with Castro, the Arechabalas came to Bacardi
knawing that for many years we have tried to buy their rights without . \
success. M)
They were loaking for a way lo be able to fight back now that this new and
additional thief (Pernod) came to aggravate their own situation.

We offer to buy and we closed our agreement verbally with them in 1995 and
togather agreed to start the fight by selling Havana Club made by us in the
USA. The final documents were signed in 1897 after a lot of due diligence
which the Arechabalas had to camplete before they were able to give us
clear ownership.

Melissa, the whole process at TTAB (part of PTO) is in "stay" right now

pending the resclution of a fedaral litigation which we had to file

against PTO this past March 15th complaining abaut PTQ's incre j

of January 15th of this year when they placed the registration

CubaExport's name. That means that PTO may answery

HOWEVER. ance Larson denies the OFAC license, we.€8n then withdraw our < {561

legal suit against PTO and the whole process at TTAE (PTO) can mave faster. A

W2 can not take a chance withdrawing the law suit when OFAC is still alive

as a serous threat to our case. \ N . — "]6’16
-

: N
All of that means, that the Gaovernor's actions aimed at Larsan or ahove, Lﬂfvso L\ﬂ
regarding the OFAC issue, could be much more effective today than those at
PTO, for now
Thanks for all your help. Call me or e-mail back with ANY questions.

Jorge

FOIA 0019




Muniz, Carlos

From: J Rodriguez-Marquez (jrodriguez-marquez@bacardl.com]
Sant: Tusesday, February 05, 2002 6:30 AM

To: Oviedo, Nina

Ce! Freedman, Mslissa; Gloria Sentenat

Subject: RE: quastians to Gov Bush

Thank you.

See you then.

Joxge

*Nina Oviedo* :
<oviedon@sso. To: vJ Rodriguez-Margquez" <jreodriguez-

marquezGbacardi.coms
orgs cc: nMelissa Freedman" <freedmm@sso.org>,

"Gloria Sentenat"
<gsentenat@bacardi.com>

02/0s/2002 Subject: RE: questions to Gov Eush
05:01 BM

Gloria, we'rs located at 444 North Capitol, Suite 349; at North Capitel and
E Street NW. We're 1.5 blocks fram Union Station (towards the Capitel) and
' the same building where La Coline is lecated (big Hill restaurant).

Plg let Jorge know that we'll see him at 1 pm, Wed. Thanks, Nina.

----- Original Message-----

From: J Rodriguez-Marquez [mallto:jrodriguez-marquez@bacardi.com]
Sent: Monday, February 04, 2002 5:54 PM

To: Nina Oviedo

Cc: Gloria Sentenat

Subject: RE: questions to Gov Bush

Importance: High

Nina,
I could be there at 1:00PM and I will wait for you until you come in.
I can do the 3:00PM, but if it ie OX by you I prefer the 1:00PM.

I need your address, so please give it to Gloria so she can arrange my
arrival on time.

See you Wadnesday at 1:00FM (or 1:15PM).

Jorga

FOIA 0020




aNina Qviedo”

coviedon@sso. TO: vJ Rodriguez-Marquez"
<jrodriguez-marquez@bacardi.com>, voviedo,

org> Nina" <oviedon@ssONet.sso.org>

ce: "Lauren Burke"

<burkel®@ssoNet.s50.0rg>, nGloria Sentenat'

02/04/2002 <gsentenat@bacardi.com>, «Melissa
Freadman" <freedmm@sso.org>

01:11 PM Subject: RE: questiens to Gov

Buah

\

Jorge----I have an 11:00 a.m. that will take me until 1pm; we could meet at
1 (might be 1:15) or after 3 pm. I'd like Melissa Freedman to sit in on
our

maeting. She handles ouX business/Treagury/Commerce impaues in th
Melissa has a 2pm that will keep her busy until 3.

ic office.

Gloria----we are swamped right now with our Budget Analysis. Would you
mind

calling Jorge to achedule meeting? Thanks, Nina. {202/624-5885)
Lauren----pls put on calendar as soon as Gloria gets back to us, Nina

----- original Message-----
From: J Rodriguez-Marquez [mailco:jrodriguez~marquez@bacardi.com]

Sent: Monday, February 04, 2002 9:07 AM
To: Oviedo, Nina

Cc: Gloria Sentenat

Subject: RE: questions to Gov Bush

Importance: High

Nina,

r §:30AM on Wednesday at the US Chamber of
11:302M or a little earlier, I will be free

11 me at 305-613-5099 which is my cell. You can
5050, my assistant is Gloria

I have a meetcing starcing &
Commerce which will end ac
after that at any time. Ca
also contact my office in Miami 305-446-

Sentenat.
Jorge

woviedo, Nina"

<oviedon@SsONe To: »J Rodriguez-Marquez'
<jrodriguez—marquez@bacardi.com>

t.B880.0Yg> ca:

Subject: RE: questions to Gov

Bush

02/04/2002

06:46 AM

Jorge, glad you got my note.

FOIA 0021




We have the Fresident's budget out on Monday -
will be a zoo in the office.
complece for the Governor.

calendar as socon as I get i

from

will

can

--- our Monday and Tuesday

We have a tremendous amount of analysis co
Wed will be a better day. 1'11 look at the
n this morning. thanks. Nina.

-<-=--Original Message----°
from: J Rodriguez-Mar
Sent: Sat 2/2/2002 9:55 AM
To: Oviedo, Nina

Cc:
Subject: RE: questions to Gov Buash

Good morning Nina, it is Saturday, Feb.2nd and I just got this message

you. I traveled almost all day yesterday.
I just called your number and left you 2 veoice message.

I will be arriving in waghington DC, Tueaday Feb 5th at 6:30PM and

have a meating all morning Hednesday 6th.
I can see you any time that is convenient for you after I arrive in DC

Tuesday or, Wednesday any rime for lunch or laterx.
In any event I will call you Monday Feb. 4th in the merning and you

also reach me in my cell (305} €13-5099.

Jorge

vNina Oviedo"
<oviedon@sso. To: vJorge

Radriguez-Marquez \ (Barcardi\) "

org>
<jrcdriguez-marquez@bacardi.com>
cC:
02/01/2002 Subject: RE: questions to
Bush

Gov

11:11 AM

Let's try again?X had your address incorrect. Nina

----- original Message-----
From: Nina Oviedo (mailto:oviedon@sso.org]
gent: Friday, February 01, 2002 9:53 AM
To: Jorge Rodriguez-Marques {Barcardi}
subject: questions to Gov Bush

Halleo Jorge,
FOIA 0022




The Governor forwarded your note to me. T'm the Governor's Director'

of the
Washington, D.C. office. Could yeu call me?

202/624-5885. Thanka, Nina.

T can be reached at

Nina Oviedo

" Directoar

office of Governor Jeb Bush

washington, D.C.

FOIA 0023




Muniz, Carlos

To: Nina Ovisdo
Subject: RE: HELP for a friend

----- Original Measage-----
From: Jeb Bush [mailto:jeb@jeb.org]
gent: Menday, February 04, 2002 10:01 BM

To: Nina Oviedo
Ce: Frank R. Jimenez; Kathleen Shanahan; Betty Jordan

subject: RE: HELP for a friend
call me on the Citrus isaue.

Jab Bush
B T 2 T a2 A L AL R A LA AL

broad public records law.
or from state officials

t***iﬁi’b#'wf'*i*"tiik‘f"lt**i*'

please note: Florida has a very

Most written communications to
regarding state buginess are public recorda available to the

public and media upon request. Your e-mail communications
may therefore be gubject to public disclosure.

----- ¢riginal Message-----
From: Nina oOviedo [mailto:oviedon@sso.org]

Sent: Monday, February 04, 2002 1:32 PM

To: Jeb Bush
Cc: Frank R. Jimenez; Kathleen Shanahan; Betty Jordan

subject: RE: HELP for a friend

CGovernor,
Just fyl---we‘ve been in touch with Arnold and nis friend Andres. We're
working with the State pept.
On two other gases you referred to us:
Bacardi----we're meeting with them on Wed.
r TPA

Plorida citrus---We met with Andrew LaVigne last Tuesday on thei

issue.

We'll follow-up as necessary. Nina.

FOIA 0024




Slater Bayliss

From: Kathleen Shanahan

Seant: Monday, January 28, 2002 9:27 PM
To: Jeb Bush

Subject; RE: BACARDI NEEDS HELP

sentc note te treasury and ustr today
will follow up mid week

~~~~-0riginal Message-----

From: Jeb Bush (mailto:jeb@jeb.arg]
Sent: Sunday, Januwary 27, 2002 6:58 PM
To: Kathleen Shanahan; Arlene Dibenigne
Subject: FW: BACARDI NEEDRS HELP
Importance: High

any news on this?

Jeh Bush

(2422 AR XA RR SRR AR R RN R LSS RS RtlR R sn sl s s R

Pleasge note: Florida has a very broad public records law.
Most written communications to or from state officialse
regarding state business are public records available to the
public and media upen requesc. Your e-mail communications
may therefore be subject to public disclosure.

----- Original Meseage-----

From: J Rodriguez-Marquez [mailto:jrodriguez-marguez@bacardi.com]
Senc: Tuesday, January 08, 2002 S5:16 PM

To: Jeb Bush

Subject: BACARDI NEEDS HELP

Importance: Kigh

Dear Jeb,
A3 you know Castro in partnership with Pernod, a French company, has

bsen :
fighring Bacardi since 1996 over the Havana Club brand rights inside the

Bacardi prevailed in Federal Court regarding the dispute.

We also prevailed in Federal Appellate Court, and then the US Supreme
Court

refused to review the case.

The aggressgors, unsatisfied with the end results, created an

internaticnal
dispute between the European Union and the US gver a US law (Section

211)
which they blamad for their repeated defears In US courts.The EU filed a

complaint at WTO against the US law.
Last week the WTO ruled in faver of the US and Bacardi. This law

prohibits .
recognizing rightse in the US to any illegally confiscated trademarks in

Cuba.

This should be the end of the line for Castro and Pernod on this 1ssue.
Howaver, since 1997 there are two very relevant and significant issues
which are still unresolved and are damaging to Bacardi. -

ISSUE #1

FOIA 0025




The US Treasury Department's Office of Foreign Assst Control (OFAC) has
been holding a pending license application from Havana Club Holdings
{Castro-Perncd) which could grant them some rights to the HC brand. If
that

license is granted it will be contradicting current US law, plus it will
be

denying the Federal Court rulings.

He have warked with OFAC and with Under Secretary of State Alan Larson
for

over three years ta have this pending license application denied but to
ne

avail..

ISSUE #2
The US Department of Commerce's Patent and Trademark Office (PTO)} has in

hand since 1997 a Federal Court Mandate instructing them to erase from
thelr records the Havana Club Holdings {castro and Pernod) registration

to
the Havana Club brand. Because of the multiple appeals PTO withheld

action.
But since the US Supreme Court decision in Qctoher of 2000 (15 months

aga),

they have found every excuse not to act on that courc mandate.

We have been wWorking with PTO and also with Alan Larscn on this issue
too,

buc so far, nothing.

We need your help.
perhaps we should meet with Seerecary O'Neil and Secretary Evans, or

whomever you think might be helpful.

T have mentiocned this case to Kelley McCullough from Xarl Rove’s office
laat December Bth when they visited Miami and have sent her briefings.
Al Cardenas also knows of our needs and has ralk to some people.

I hope you can help ua. We are asking that current lawa be respected

(issue
£1) and that a Federal Court order is complied with (issue#2).

Thanks for your time, I am sure you don't have much available.
Best regards,

Jorge

FOIA 0026




Muniz, Carlos

From: Kathleen Shanahan [kathleen@jeb.org]
Sent: Sunday, February 17, 2002 10:51 PM
To: Qviedo, Nina

Subject: FW: BACARDI NEEDS HELP
Importancs: High

i sent this to you all to ck out w/treasury a week or so back
any update?

----- Ooriginal Message-----

From: Jeb Bush [mailto:jebajeb.org]
Sent: Sunday, February 17, 2002 8:05 PM
To: Kathleen Shanahan

Subject: FW: BACARDI NEEDS HELP

Importance: High

any news?

Jeb Bush

*t****t*i*'wtrr*:tftibiiiiiiii&ﬁi***i&iit***'ﬁ*ttitttttt****
Please note: Florida has a very broad public records law.
Most writtea communications to or from state officials
regarding state buaineas are public records available to the
public and media upon request. Your e-mail communications
may therefore be guhject to publie disclosure.

————— original Massage----- )
From: J Rodriguez-Marquez [mailto:jrodriguez~marquez@bacardi.com]

Sent: Tuesday, January 08, 2002 9:16 PM

To: Jeb Bush
Subject: BACARDI NEEDS HELP

Importance: Eigh

Dear Jeb,
As you know Caetro in partnership with Pernod, a French company, has

been
fignting Bacardi since 1996 over the Havana Club brand rights inside the

us.
Bacardi prevailed in Federal Court regarding the diaspute.

We also prevalled in Federal Appellate Court, and then cthe uUs Supreme

Court
refuged to review the case.

The aggressors, unsatisfied with the end results, created an

international ;
dispute hetween the European Union and the US over a US law (Section

211)
which they blamed for thelr repeated defeats in US courts.The EU filed a

complaint at WTO against the US law.
Lagt week the WTO ruled in faver of the US and Bacardi. This law

prohibits .
recognizing rights in the US to any illegally confiscated trademarks in

Cuba.

This should be the end of the line for Castra and Pernod on this issue.
Howaver, since 1997 there are two very relevant and significant issues FOIA 0027
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which are still unresolved and are damaging to Bacardi.

ISSUE #1
The US Treasury Department‘s Office of Foreign Asset control (QFAC) has

been holding a pending license application from Havana Club Holdings
{Castrao-Pernod) which could grant them some rights to the HC brand. If
that

license ia granted it will be contradicting curreat US law, plus it will
be

denying the Federal Court rulings.

We have workad with OFAC and with Under Secretary of State Alan Larson
for

over three years to have this pending license application denied but to
no

avail.

ISSUE #2
The US Department of Commerce's patent and Trademark Office (PTO) has in

hand since 1937 a Federxal Court Mandate instructing them to erase from
cheir records the Havana Club Holdings (Castro and Pernod) registration

to
the Havana Club brand. Because of the multiple appeals PTO withheld

action.
But since the US Supreme Court decision in October of 2000 (15 months

ago),

they have found every excuse not to act on that court mandate.

We have been working with PTO and also with Alan Larson on this issue
tao, .

but so far, nothing.

We need your help.
pPerhaps we should meet with Secretary O'Neil aand Secretary Evans, or

whomever you think might be helpful.
I have mentioned this case to Kelley McCullough from Karl Rove's office

last December Bth when they visited Miami and have sent her briefings.
Al cardenas also knows of our needs and has talk tao some people.

I hope you can help us. We are asking that current laws be reapected

(issue
#1) and that a Federal Court order is complied with (issue#2).

Thanks for your time, I am sure you don't have much available.
Best regards,

Jorge

FOIA 0023




Slater Bayliss

From: Jeb Bush

Sant: Wednesday, January 09, 2002 10:37 AM

Ta: 'J Rodriguez-Marquez'

Subjact: RE: BACARDI NEEDS HELP -

Jorge, I will see what I can do.

Jeb Bugh

+t*~tw"'t**iiitfii**iit'tt'l*ttttvfﬁtnﬁaﬁ**iib***ii*iit'vtt

please note: Florida has a very broad public records law.
Most written communications to or from state officials
regarding state business are public records available to the
public and media upon request. Your e-mail communicationg
may therefore be subject to public disclosure.

----- Original Message~-~--~-

From: J Rodriguez-Marquez fmailto:jrodriguez-marquez@bacardi.com]
Sent: Tusgday, January 08, 2002 9:16 PM

To: Jeb Bush

Subject: BACARDI NEEDS HELP

Importance: High

Dear Jeb,

As you know Castrs in partnership with Pernod, a French company, has been
fighting Bacardi since 1996 over the Havana Club brand rights inside the
us.

Bacardi prevailed in Federal Couxt regarding the dispute.

We algo prevailed in Federal Appellate Court, and then the US Supreme Court
refused to review the case.

The aggressors, unsatisfied with the end results, created an international
dispute between the European Union and the US over a US law (Section 211)
which they blamed for their repeated defeats in US courts.The EU filed a
complaint. at WTO against che US law.

Last weak the WTO ruled in favor of the US and Bacardi. This law prohibics
recognizing righte in the US to any illegally confiecated trademarks in
Cuba.

Thig should be the end of the line for Castro and Pernod on this isasue.
However, since 1897 there are two vary relevant and significant issues
which are still unresolved and are damaging to Bacardi.

ISSUE 1
The US Treasury Department's Office of Foreign Asset Control (OFAC) has

bean holding a pending license application from Havana club Holdings
(castro-Pernod) which could grant them some rights to the KHC brand. If that
license is granted it will be contradicting current US law, plus it will be
denying the Federal Court rulings.

We have worked with OFAC and with Under Secretary of State Rlan Larson for
over three years to have this pending license application denied but te no

avall.

ISSUE #2

The US Deparcment of Commerce's Patent and Trademark Office (PTO) has in
hand aince 1957 a Federal Court Mandace instructing them to erase from
their records the Havana Club Holdings (Castre and Pernod) registration to
the Havana Club brand. Because of the multiple appeals PTO withheld action.
But since the US Supreme Court dacigion in October of 2000 (15 months agol,
they have found every excuse not to act on that court mandate.,

FOIA 0029




We have been worklng with PTO and also with Alan Larson on this issue too,

but so far, nothing.

We need your help.
Perhaps we should meet with Secretary O'Neil and Secretary Evans, or

whomever you think might be helpful.
T have mentioned chis case to Kelley McCullough from Karl Rove's office

last December 8th when they visited Miami and have sent her briefings.
Al Cardenas also knows of our needs and has talk to some people,

we are asking that current laws be respected (issue
omplied with (issue#2).
't have much available.

I hope you can help us.
#1) and that a Federal Court order ia ¢
Thanks for your time, I am sure you don

Best vegards,

Jorge

FOIA 0030




Slater Bayliss

From: J Rodriguez-Marqusz [jrodriguez-marquez@bacardi.com]
Sent: Thursday, January 10, 2002 9:40 AM

To; Jeb Bush

Subject: Thank you---BACARD| NEEDS HELP

Thank you for your help.
Jorge

FOIA 0031




Muniz, Carlos

From:
Sent:
To:

Ce:
Subject:

Impartance:

Dear Nina,

J Rodriguez-Marquez [rodriguez-marquez@bacardi.com])
Thursday, February 07, 2002 7:15 AM

Oviedo, Nina

Freedman, Melissa

URGENT- CORRECTION OF NAME

High

Thank you for your time and your interest in our case.

Thank you also to Melissa.
I hope I was able to make our case clear enough, but if not let me know.

UNFORTUNATELY, yesterday I gave you the wreong name about the lady from
patent and Trademark Office with whom we have been trying to work with, but

without good results.

Her correct name is:

LYNNE BERESFORD

and ghe was, at least two menths ago, Deputy Commissioner for Trademark

Examination Policy.

Sorry, for my big mistake.

Jorge

FOIA 0032




Muniz, Carlos

From: Shanahan, Kathleen [Kathlean.Shanahan@MyFlarida.com]
Sent: Menday, February 18, 2002 3:22 PM

To: Qviedo, Nina

Subject: how are you feeling? bacardi stalus?

FOIA 0033




Muniz, Carlos

From: J Rodriguez-Marquez firodriguez-marquaz@bacardi.cam]
Sent: Wednesday, February 20, 2002 6:34 PM

To: Qviedo, Nina

Cc: Freedman, Melissa; 'J Rodriguez-Marquez'

Subjact: RE: Updating on PTO lssue

Importance: High

Nina,

Thank you for this very important mesaage.

please, fax the notice to our New York lawyers to my private fax
305-446-6859 here in my office.

Thank you and the Gavernor for your help.
The meeting at PFTO and also at Treasury will be helpful.

I will see you and the Governor on Monday at The Florida House.

Jorge

“Nina Qviedo"

coviedonggso. To: “1J Rodriguez~Marquez'" <jrodriguez-~
marquez@bacardi.com>
org> cc: “Melissa Freedman \(E-mail\)"
<freedmm@s60.0rg>
Subject: RE: Updating on PTO Issue
p2/20/2002
05:37 PM

Jorge,

Today, Melissa and I spcke with a lawyer in the PTO who has followed your
cage (Eleanor Metzner). She confirmed that con 01/15, PTO notified your
lawyers (New Yoxk) about the transfer of the registration. She further
explained that the Appeals Court followed the district court's ruling and
that the Judgment reinstated the "status quo of Qctober 29, 1993". The
Judge's order did not "cancel" the regiastration.

The attorney faxed copies of the Judgment and although I'm not a patent &
trademark lawyer... Bacardi did receive a partial Judgment xolling back the
registration to 10/93, to Cubaexport. It would appear that you {Bacardi)
are now free to bring action against Cubaexport if you so desire. (I also
have copies of the notice to the NY lawyers, if you send me a fax number,
$111 fax it to you.) :

I have asked the PTQ office whether they might meet with us/you and pravide
some gquidance. RAs you know the PTO office has very serious rules and she
will be checking with hey supervisors to see if it le permissible.

we also have calls in to Treasury.

1 : FOIA 0034




I have updated the Govarnor and he asked me to contact you. I also
mentioned to the Governor that you will attend lunch on Monday. We can

talk
mere then and hopefully I will have heard f£rom Treasury.

Mina.

----- Original Message-----

From: J Rodriguez-Marquez [mailto:jrodriguez-marquez@bacardi.com]
Sent: Wednesday, February 20, 2002 11:49 AM

To:; oviedon@sso.oryg

Subjact: Updating on PTO Isasue

Importance: High

I met with Alan Larson at State Department last Thursday afternoon and he
told me that hig office had been informed by PTO that they had acted en
canceling the Havana Club Holdings regilstration, BUT that they had it now

under the name of Cuba Expert.
Cuba Export is the Castro's government entity that made the illegal

tranafer to Havana Club Eoldings in 1995, which caused them to loge the
Federal Court caase in 1997. VERY STRANGE MOVE.

We have not been notified AT ALL by PTO of any change of any kind;
furthermore, our lawyers have been calling Lynne Beserford at PTO since
Friday morning and she has not returned any of our calls.

I do not underscand WHAT is happening at PBTO, but nothing has been logical
in their behavior with us for several years.

Any news from your end.

Jorge

FOIA 0035




Muniz, Carios

From: Yablonskl, Brian [Brian.Yablonski@MyFlorida.com]

Sent: Wednasday, February 20, 2002 1:49 PM

Ta: Shanahan, Kathlean; Ovisdo, Nina

Subject: RE: IMPORTANT/URGENT: REQUEST FROM SEC EVANS

would they be announcing anything news worthy? anything specific to fleorida?

————— Original Message-----

Fram: Shanahan, Kathleen

Sant: Wednesday, Fehruary 20, 2002 12:25 PM

Ta: Yablonski, Brian; Scruhs, David

Subject: FW: IMPORTANT/URGENT: REQUEST FROM SEC EVANS
Importance: High

£yl

could be good

----- Original Mesgage--~-~--

From: Adam Moniz [mailto:moniza@saso.orgl

Sent: Wednesday, February 20, 2602 10:44 AM

To: betty.jordan@myflorida.com; betty.hampton@myflorida.com; Governor
Bush; kathleen.shanahaneémyflorida.com; katie.baugmyflorida.com
Subject: IMPORTANT/URQENT: REQUEST FROM SEC EVANS

Importance: High

BETTY AND BETTY----PLS PRINT FOR GOV AND KS.

Secretary Evan's intergovernmental office called this morning and asked if
you might be interested in doing a "Florida Press kriefing' with Sec Evans
on the aconomy.
VERY NICE OFFER!

You are already scheduled to meet with the FL-DC Press at noon, on Monday,
at the Florida House. If you're interasted, we could see if the Sec's
achedule is available. Our FL press would certainly love it----right Katie?

also, tha Bacardi issue is partly a Commerce Dept igsue---Patents and
Trademarks---and Jorge Rodriguez will be sitting upatairs for the Florida
House Luncheon immediately after the press roundtable. He would he WOWed.

The only down-side I gee---if it is a down-side---you'll likely get
questions on Destin Dome, maybe some Enron questions too.

pPlg advise. I need to get back to Commerce quickly. thanks, nina

FOIA 0036
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Muniz, Carlos

From: Jeb Bush ﬂab@]eb.org}

Sent: Wednesday, February 20, 2002 11:06 PM
To: Oviedo, Nina: ghanahan, Kathleen

Ce: Freedman, Malissa; Jimenez, Frank

subject: RE: Barcardi Update
good work, Nina. thank you.

Jeb Bush

nﬂnncnmtum-n"n"-mn"unun

Pleass nots: Florlda has 8 very troad public recards 1aw.
Most writtan cammunigalions to or fram staté officlals
regarding atats businass are pubtie racords avaiiabla tothe
gublie and madlia upen request Your a-mail cammunications
may tharofora tie subjact to public dlsclosuro.

----- Original Message~=""

From: Nina Oviedo [maiito:oviedon@sso.org]

gent: Wednesday, February 20, 2002 11:09 PM

“To: Jeb Bush; 'KaS (E-mail)

Ces 'Melissg, Freedman (E-mall); ‘Frank R, Jimenez (E-mally
Subject: RE: Barcardi Update

dad a couple of e-mails tonight. He had not received notice of the actions by the
| faxed the ardar to him. Also told him we would try to arrange meetings with him at
ceciative of yous afforts and laoks forward to sasing you of

Jorge and f 2
patenvTrade office.
Commerce and Treasury. Hewas very app
Monday. Nina

-----Original Message----

From: Jeb Bush [mailto:jeb@jeb.org]

Sent: Wednasday, February 20, 2002 10:52 PM

To: Nina Oviedo; KaS (E-mail)

Ce: Melissa Freedman (E-mail); Frank R. Jimenez (E-mail)
subject: RE: Barcardi Update

please contact Jorge and let me Know- thank you.

Jab Bush

nvvnnnmm"m-“ v nno«uaﬁmmmmmw

Plaase note: Florida has 3 very proad publle tacards 1aw.
Mostwrittan cammunications ta ar from 3tatd officials
ragarding state husiness are public records avallatia to the
public and madia upan request. Your p-mall communicationa
may tharafora ha subjectta publle diaclosure.

—---Qriginal Message—"

from: Nina Oviedo [mailto:oviedon@sso.org]

gant: Wednesday, February 20, 2002 4:54 PM

Ta: Jeb Bush; Kas (E-mail)

Cc: Melissa Freedman (g-matl); Frank R. JimeneZ (E-malt)
subject: garcardi Update

FOIA 0037
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Governor,

Melissa and | spoke with, Eleanor, the trademark attornay who has been following the
Bacardi issue at the US Patent & Trademark Office (US Dept of Commerces).

Eleanor confirmed that on January 15, 2002, the Office of Patents & Trademarks notified
Bacardi that they complied wilh the Judge's order and “changed the registration” as the
Judge's ordered decreed. She has faxed us a copy of the nolice sent to Bacardi's lawyars.

She further explained that the Appeals Court followed the district court’s ruling and that the
Judgment reinstatad “status quo” of October 29, 1993. The Order did not “cancel” tha
ragistration, as Jorge belisves (and as he explained to Mealissa and me 10 days aga).

The attorney faxed capies of the Judgment and althaugh I'm not a trademarks lawysar...
Bacardi recelved a Partial Judgment rolling back the reglstration to 10/83, to Cubasxport
(the Cuban/Castro company). Bacard!Is now free ta bring action against Cubasxport if it
so dasires.

Obviously this is a very long and complicated mess—---1 asked Eleanor whether she cauld
meet with Bacardi and provide some guidance, Sha has to check with higher-ups ta ses if
it's permissible—~Patents & Trademarks office emplayees have very serious rules, Ws
also have calls in to Treasury for their rols.

Mare later I'm sure. I'll be in touch with Jorge (on your behalf).

Reminder----he'll be at the Florida Hause Luncheon. Last year Bacardi contributed over
$15K to the Florida House...greal supporters af our Florida embassy.

Nina.

FOIA 0038




Muniz, Carlos

From: Shanahan, Kathleen [Kathleen.Shanahan@MyFlorida.com]
Sent: Thursday, February 21, 2002 9:55 AM

To: Oviedo, Nina

Subject: RE: Barcardi Update

nice work nina

thank youl

----- Original Message-~---

From: Nina Oviedo [mailto:oviedon@sso.org]

Sent: Wednesday, February 20, 2003 11:095 PM

To: 'Jeb Bugh'; 'KaS (E-mail)’

Cc: 'Melissa Freedman (E-mail)'; 'Frank R. Jimenez (E-mail}*
Subject: RE: Barcardi Update

Jorge and I traded a couple of e-mails tonight. He had not received notice
of the actions by the Patent/Trade office. I faxed the order to him. Also
told him we would try to arrange meetings with him at Commerce and Treasury.
He was very appreciative of your efforts and leooks forward to seselng you on

Monday. Nina

----- Original Megsage-----

From: Jeb Bush [mailto:jeb@jeb.org)

Sent: Wednegday, February 20, 2002 10:;52 BM

To: Nina Oviedo; Kas (E-mail)

Cc: Melissa Freedman (E-mail); Frank R. Jimenez (E-mail)
Subject: RE: Barcardi Update

please contact Jorge and let me knaw. thank you.

Jebh Bush

R R AL 22 R R A E X R T R R R R SRS E RS 2R S RS ARA RS SR SRR DR A
Please note: Florida has a very broad public records law.

Most written communications to or f£rom state offlcials
regarding state business are public records available to the

public and media upon request. Your e-mail communications
may therefore be subject to public disgclosure.
----- Original Message-----

From: Nina Oviedo ({malilco:oviedon@ssoc.orgl

Sent: Wednesday, February 20, 2002 4:54 PM

To: Jeb Bush; Ka§ (E-mail)

Cc: Melissa Freedman {(E-mail); Frank R. Jimenez (E-mail)
Subject: Barcardi Update

Gavernor,

Melissa and I spoke with, Eleanor, the trademark attorney who has been
following the Bacardi issue at the US Patent & Trademark Office (US Dept of
Commerce) .

Eleanor confirmed cthat on January 15, 2002, the Office of Patents &
Trademarks notified Bacardi that they complied with the Judge's oxder anrd
"changed the reglstration®" as the judge's ordered decreed. She has faxed us
a caopy of the notice sent to Bacardi's lawyerxs.

She further explained that the Appeals Court followed the district court's
ruling and that the Judgment reinstated "status que" of October 2%, 1993.

The Order did not “"cancel® the registration, as Jorge believes ({and as he

explained to Melissa and me 10 days ago).

The attorney faxed copies of the Judgment and although I'm not a trademarks

lawyer... Bacardl received a Partial Judgment rolling back the registration
" g 3 FOIA 0039
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to 10/93, to Cubaexport (the Cuban/Castro company). Bacardi is now free to

bring action against Cubaexport if it so desices.

is a very long and complicated mesa----1 asked Eleanor

14 meet with Bacardi and provide some guidance. She has to
sihle---Patents & Trademarks

We alao have calls in to Treasury

obviously this
whether she cou
check with higher-ups to see if it's permis
office employeses have very serious rules.

for their role.

More later I'm sure. I'11 be in touch with Jorge (on your behalf).

Reminder----he'll be at the Florida Houase Luncheon. Last year Bacardli
centributed over $15K to the Florida House...great supporters of our Florida

embassy.

Nina.

FOIA 0040




Muniz, Carlos

From: Canady, Charles T. [Charles.Canady@MyFlorida.com}

Sent: Tuesday, February 26, 2002 12:37 PM
To: Ovisdo, Nina
Subject: . RE: Havana Club

He called me aimply because he knowa me, and knows that I am the Gov's
Jon was the scaff Director and Deputy General Counsel for

General Counsel.
the House Judiciary Committee. No further action is necessary in response

to his call to me.

----- Original Megsags-----

From: Nina Oviedo [mailto:oviedon@sso.orgl
Sent: Tuesday, February 26, 2002 11:38 AM
To: 'Canady, Charles T.'; tFreedman, Melissa®
Subject: RE: Havapa Club

Why would he call you? Do we need to touch base with him? The Gov asked us
to help with Bacardi and their Patent & Trademark issue. Xina

————— Original Message--=--
From: Canady, Charleg T. (mailto:charles.Canady@MyFlorida.com)

Sent: Monday, February 25, 2002 38:27 AM
To: Oviedo, Nina; Freedman, Malissa
Subject: FW:Havana Club

I was contacted by Jon Dudas, who is a special assistant to Jim Rogan, about
this. I told him I was not familiar with the issues. FYI--I just wanted

you te know that Dudas had spoken to me.

----- Original Message-----
From: Jon.budas@USPTO.GOV [mailto:Jon.Dudas@USPTo¢GOV]

Sent: Monday, February 25, 2002 95:16 AM
Ta: charles.canady@myflorida.com
Subject:

Charles,

It was great to hear you are doing well. oOur office of Legislative
and International Affairs was contacted by Melissa Friedman and Nina Oviedo.
It was an informatiomal inquiry regarding the gtatus of U.S. Trademark
Regiatration No. 1,031,651 ("HAVANA CLUE AND DESIGN"). This mark is the
subject of litigation in the Southern District af New York. Jon

FOIA 0041




Muniz, Carlos

From: Jeb Bush jeb@jeb.org]

Sent: Tuesday, February 26, 2002 8:10 PM
To: Oviedo, Nina; Kathlean Shanshan
Subject: FW: THANK YOU

Importance: * High

Jeb Bush

t'iit—rrxiwrwt'ttt*'iit'*ttttf*t:tﬁttv*t*&&rtgi**attt:n'ov'i
Please note: Florida has a very broad public records law.
Most written communications to or from state officials
regarding state business are public records available to the
public and media upon reguest. Your e-mail communications
may therefore he subject to public disclasure.

----- Origlnal Message--~--=

From: J Radriguez-Marquez [mailto:jrodriguez—marquez@bacardi.com]
Sent: Tuesday, February 26, 2002 5:56 PM

To: Jeb Bush

Subject: THANX YOU

Importance: Kigh

Dear Jeb,

Thank you for your valuable support regarding cur problems at Commerce

and
Treasury.

Both Nina Oviedo and Melissa Freedman are GRZAT people and they are both
helping very effectively.

The meeting yesterday at 4:00 FM at Patent &Trademark Qffice (PTO)
reconfirmed to us that, at least ome, and most likely two female career
lawyers at PTO have personal problems with our Havana Club case. One of
these two lawyers was present at the meeting yesterday and in some of

her
answera to my complainte she incriminated herself by revealing personal
negative feelings about our case.

With your continued support I am sure we can have it solved soon. I will
continue working with Nina and Melissa.

Thank you for the wonderful cufflinks I received through Slater.
GRACIAS MIL,

Jorge

FOIA 0042




Slater Bayliss

From: Jeb Bush

Sent: Tuesday, February 26, 2002 8:10 PM
To: 'J Rodriguez-Marquez'

Subject: RE: THANK YOU

thank you Jorge. I hope it all works out.

Jeb Bush

R RN RAREF R kvt AT P P A I AN NV R YA AR PP R ACCR R IAINORNNRLPEP P I Db bbb g
Pleagse note: Florida has a very broad public records law.
Most written communications to ar from state officlals
regarding sctace business are public records available to the
public and media upon request. Your e-mzil communications
may therefore be subject to public disclosure.

----- Original Message--~--~

From: J Rodriguez-Marquez [mailto:jrodriguez-marquezdbacardi.com]
Sent: Tuesday, February 26, 2002 5:56 PM

To: Jeb Bush

Subject: THANK YOU

Importance: High

Dear Jeb,

Thank you for your valuable asupport regarding our problems at Commerce and
Treagsury.

Both Nina Oviado and Melissa Freedman are GREAT people and they are both
helping very effectively.

The meeting yesterday at 4:00 PM at Patent &Trademark O0ffice (PTO)
reconfirmed to us that, at least one, and most likely two female career
lawyers at PTO have personal problems with our Havana Club case. One of
these two lawyers was present at the meeting yesterday and in some of her
anawers to my complaints she incriminated herself by revealing personal
negative feelinge about our case.

With your continued support I am sure we can have it solved soon. I will
continue working with Nina and Melissa.

Thank you for the wonderful cufflinks I received through Slater.
GRACIAS MIL,

Jorge

FOIA 0043




Muniz, Carlos

From: Melissa Freedman [freedmm@sso.org)
Sent: Manday, March 18, 2002 5:41 PM

To: Oviedo, Nina

Subject: RE: Bacardi and Patsnt &Trademark Office

T don't have Jon's email, but may be able to get it from his office.
I will do it by email...and CC you?

----- Original Message-----
From: Nina Oviedo [mailto:oviedon@asso.org]
Sent: Monday, March 18, 2002 5:45 PM

To: 'Melissa Freedman'
Subject: REZ: Bacardi and Patent &Trademark Office

I wouldn't "formalize* it....do you have Jon's e-mail address.

----- Original Message-----

From: Melissa Fresdman [mailco:freadmm@sac.corg]
Sent: Monday, March 18, 2002 5:28 BM

To: Nina Oviedo

Subject: RE: Bacardi and Patent &Trademark Office

Jon Dudas, from PTO, called me about two weeks ago to make sure that the
meeting we had with Eleanor Meltzer and himself, has been helpful. We
talked a little about the case. Now that I know Bacardl has sent in the
request for cancellation of CubaZxport's registration, I thought I would
send Jon a note on our stationary, thanking him for his time on the case,
and letting him know that Bacardi has made theix move. Please let me know

if I should go ahead with that.

(Jorge dld not like some of the issuea that Eleanor Meltzer brought up in
our meeting, so keeping up contact with Jon would be the most preferred
method to Bacardl, I am sure.)

Otherwise, we should da nothing for the moment. We need to wait a few weeks
until PTO takes action, which from all indications will be favorable. Then

irs on to Commerce...

----- original Message-----

From: Nina Ovledo [mallto:oviedon®?3so.orgl

Sent: Monday, March 18, 2002 5:25 PM

To:; Melissa Freedman (E-mail)

subject: FW: Bacardi and Patent &Trademark Office
Importance: High

what do I need to do here?

----- Original Message-=~-~-

From: J Rodriguez-Marquez [mailto:jrodriguez-marquez@bacaxdi.com]
Sent: Monday, March 18, 2002 4:57 PM

To: oviedon@sso.org; freedmm@sso.org

Subject: Bacardi and Patent &Trademark Office

Importance: High

Dear Nina and Melissa,

This paat Friday, March 15th our lawyers Kelley Drye & Warren of New York, FOIA 0044
filed with Patent And Trademark Office a motion for cancellation of the

CubaExport registration on Summary Judgment.
1




Below you can find two atcachmenta:
one is the complete set of documents as filed Friday with PTO;

the other shows most (but not all) of the key points extracted from the
documents filed with PTO, which I gelected only for your easy reading.

{Gee attached file: PTO-Summary Judgment-~3-15-02.D0C) (See
attached file: BTO- XKey Captions from Summary Judgment-3-15-02.doc)

Since our meeting at PTO, Monday February 25th our lawyers have also filed
an official complaint with PTO showing them that they DID NOT notify
Bacardi of their decision dated January 15th, even though they have insited
they did. Last week PTO finally issued a fomal reply to us admitting that
in fact the notification to Bacardl was never sent out. It 1s the second
time in 18 months that PTO finds a problem notifying Bacardi on isaues of

Havana Club.

Assumming that now PTC would “want ta" act equitably and follew the
straight line, ( I will not hold my breath on that), this new requast from
us now asking to cancel Cuba Export from their records should put the final

end to this evsr lasting problem.

cuba Export, as you might remember is Castro's government entity which
registered Havana Club in the US in 1976 and later sold all its righte to
Havana Club Holdinga (HCH) which ie the partnership between Castro and
Pernod-Ricard, the French beverage company. HCH lost its rights in Federal
Court and Cuba Export willingly lest theira when they sold them to HCH.

Would you please, help us by making sure that Patent and Trademark Office's
Mr. Dudas knows that all they need to do now ia be very much aware of this
motion for summary judgment, so that it can go through its normal process
without any undue nsgative "influence” from certain parties knonw to us.
Let me know if you have any questions.

Jorge

FOIA 0045




Muniz, Carlos

From: J Rodriguez-Marquez fjrodriguez-marquez@bacardi.com)
Sent: Monday, March 18, 2002 4:57 PM

To: Ovieda, Nina; Fresdman, Malissa

Subject: Bacardi and Patent &Trademark Office

Impartance: High

A

PTO-Summary PTO- Key Captions

sdgment-3-15-02.0. from Summary... ]
Dear Nina and Melissa,

This past Friday, March 15th our lawyers Kelley Drye & Warren of New York,
filed with Patent And Trademark Office a motion for cancellation of the

Cubatxport ragistration on Summary Judgment.
Balow you can find two attachments:
one is the complete set of documents as filed Friday with PTO:

the other shows most (but not all) of the key points extracted from the
documents filed with PTO, which I selected only for your easy reading.

(See attached file: PTO-Summary Judgment-3-15-02.DOC) {5ee
attached file: PTO- Key Captions from Summary Judamant-3-15-02.doc)

Since our meating at PTO, Monday February 25th our lawyers have also filed
an official complaint with PTO showing them that they DID NOT notify
Bacardi of their decision dated January 15th, even though they have insited
they did. Last week PTO finally issued a fomal reply to us admitting that
in fact the notification te Bacardi was never sent out. It is the second
time in 18 moaths thac PTO £inds a prohlem notifying Bacardi on issues of

Havana Club.

Assumming that now PTO would ‘“want to" act equitably and follow the
straight line, ( I will not hold my breath on that), this new request from
us now asking to cancel Cuba Export from their records should put the final

end to this ever lasting -problem.-

Cuba Export, as you might remeaber ig Castro's government entity which
registered Kavana Club in the US in 1976 and later sold all irs rights to
Kavana Club Holdings (HCH) which is the parcnership between Castro and
Pernod-Ricard, the French beverage company. HCH lost its rights in Pederal
court and Cuba Export willingly lost theirs when they s0ld them to KCH.

Would you please, help us by making sure that Patent and Trademark Office’s
Mr. Dudas knows that all they need to do now is be very much aware of this
motien for summary judgment, so that it can go through its pormal process
without any undue negative "influence" from certain parties knonw to us.
Let me know if you have any queations.

Jorge

FOIA 0046




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

e
Cancellation No. 24,108

GALLEONS.A,,
BACARDI-MARTINI U.S.A., INC., and
BACARDI & COMPANY LIMITED,

Petitioners,
-against-

HAVANA CLUB HOLDINGS, §.A. and :
HAVANA RUM & LIQUORS, S.A. d/b/aHR.L., :

S.A,

Respondents. :
X

MEMORANDUM OF LAW IN SUPPORT OF
PETITIONERS’ MOTION TO RESUME PROCEEDINGS,
TO SUBSTITUTE PARTIES AND FOR SUMMARY JUDGMENT

NYOUGRAHM/704293.5

FOIA 0047
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PRELIMINARY STATEMENT

‘ Petitioners, Bacardi & Company Ltd., formerly Galleon, S.A., and Bacardi
U.S.A., Inc., formerly Bacardi-Martini U.S.A., Inc., (collectively hereinafter: “Bacardi"),
respectfully submit this memorandum of law in support of their Motion to Resume Proceedings
in Cancellation No. 24,108, 1o Substitute Parties and for Summary Judgment that is being filed
with this memarandum.

On October 26, 2001, Nicholas P. Godici, Acting Under Secretary of Commerce
for Intellectual Property and Acting Director of the United States Patent and Trademark Office
(the “USPTO") issued an Order To Show Cause why the Director of the USPTO should not now
rectify the USPTO’s records to reflect the Order of Judge Shira Scheindlin dated October 20,
1997' (the “Cancellation Order™: a copy of which is attached as Exhibit A) invalidating the
recorded assignments of U.S. Registration No. 1,031,651 of the trademark HAVANA CLUB for
“rum” (the “U.S. HAVANA CLUB Registration”) and canceling the extant registration.

On January 15, 2002, after having considered the pasties’ submissions in response
to the Order To Show Cause, Anne H. Chasser, Commissioner for Trademarks, issued a Notice
(the *Notice™) stating that “the records of the USPTO will be rectified to reflect the [Cancellation
Order] invalidating the recorded assignments {of the U.S. HAVANA CLUB Registration from
Empresa Cubana Exportadora De Alimentos y Productos Varios, S.A. (“Cubaexport”) to Havana

Rum & Liquors, S.A. (“HRL") and from HRL to Havana Club Holdings, S.A. (“HCH™).?

' Havana Club Holding, S.4. v. Galleon, 8.4., Na. 96 Civ. 96535, slip op. (S.D.N.Y. filed
Oct. 20, 1997) (Partial Judgment).

The recorded assignments were as follows:
(1)  Reel: 1104 Frame: 0046

Assignor: Empresa Cubana Exportadora De Alimentos y FOIA 0043

NYOUGRAHM/704295.5 -1




Accordingly, the USPTQ's registration records will also be rectified to conform with the
assignment records.” That Notice, however, inexplicably failed to refer to the most critical
aspect of the Cancellation Order — cancellation of the extant U.S. Registration No. 1,031,651 of
the mark HAVANA CLUB in the name of HCH.

The District Court unambiguously ordered that:

8. Any rights that Havana Club Holding, S.A. may have had,

may have or claims to have had in the Registration of the

HAVANA CLUB trademark (U.S. Reg. No. 1,031,651) from
forever until today are hereby canceled.

In the United States, a certificate of registration merely confers a presumption of ownership of
the registered mark, and the District Court has declared, without room for equivocation, that
HCH's presumption of ownership is eviscerated. The U.S. HAVANA CLUB Registration,
therefore, must be expunged from the records of the USPTO as no registration can persist on the
USPTO records once a final judgment has decreed that the record holder, in fact, owns no
interest in the registered mark. The renewal application and declaration of non-use filed by HCH
with respect to that registration must be stricken as well. The same logic that requires deletion of
the HCH assignments as nullities since HCH never became the owner of the U.S. HAVANA
CLUB Registration also calls for deletion of all subsequent filings by HCH with respect to that
registration as nullities.

HCH was, in fact, deleted from the records of the USPTO as record holder of

Registration No. 1,031,651, although the Notice is silent on that point. Without citing any

Productos Varios, S.A. DBA Cubaexport

Assignee: Havana Rum and Liquors, S.A.

(2)  Reel: 1129 Frame: 0428

Assignor: Havana Rum and Liquors, S.A.

Assignee: Havana Club Holdings, S.A. DBA HCH, S.A.

FOIA 0049
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authority for this action, however, the name of Cubaexport was substituted by the USPTO for
HCH as the record holder of the U.S. HAVANA CLUB Registration. Cubaexport was, at best,
left by the Cancellation Order with a claim to whatever rights it had in that registration on or
around January 1994 but the Cancellation Order explicitly acknowledged that any rights claimed
by Cubaexport may have been “lost as a result of acts or omissions of Cubaexport.” (See
Cancellation Order at § 10). Cubaexport has elected not ta pursue any ownership claim, but, in
any event, Registration No. 1,031,651 expired as a result of Cubaexport’s omissions in failing to
file a renewal application. The USPTO has no power under the Lanham Act to ignore that
omission and list U.S. Registration No. 1,031,651 as being presently owned by Cubaexport.

Bacardi also moves the Board to resume proceedings in Cancellation No. 24,108,
and to substitute Cubaexport as respondent. As the Cancellation Order establishes, Cubaexport,
not HCH, was the sole claimant to the U.S. HAVANA CLUB Registration and thus was the real
party in interest when the caneellation proceeding was initiated. Finally, Bacardi further moves
for summary judgment because there is no genuine issue of material fact and Registration No.
1,031,651 must be cancelled as 2 matter of law.

1L

BACKGROUND FACTS

A, Facts Established In Hevana Club Litigation

Jose Arechabala, S.A. (*JASA™), a Cuban corporation headquartered in Cardenas,
Cuba, succeeded to the Arechabala family rum business founded in the late 1800's.2 In the early

1930’s, JASA adopted and used the trademark HAVANA CLUB for rum produced mainly for

’ These facts are taken from the findings of the District Court published at 974 F. Supp.
302 (S.D.N.Y. 1997) and 62 F. Supp.2d 1085 (S.D.N.Y. 1999) and must be taken as
established by the USPTO. Similarly, the conclusions of law are res judicata and cannot

FOIA 0050
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export to the United States. Sales of JASA's HAVANA CLUB rum began in the United States
at least as early as 1934, In that year, Cuban Registration No. 53,614 of the mark HAVANA
CLUB was issued to JASA for “alcahal, rum, etc.” On May 14, 1935, the trademark HAVANA
CLUB for “Ethyl alcohol, rum, etc.” was registered by JASA under No. 324,385 in the USPTO.
On June 16, 1936, JASA registered the trademark HAVANA CLUB and Design for “rum, etc.”
in the USPTO under No. 335,919.

During the years from.1934 ta 1960, JASA continued to export, distrbute, and
sell HAVANA CLUB rum in the United States. JASA’s HAVANA CLUB rum was produced in
both Cuba and Puerto Rico. “Havana Club” was also used by JASA as a trade name to identify
that part of its business dealing with the production and sale of HAVANA CLUB rum.

In the Fall of 1960, the Castro regime promulgated Law No. 890 which by its
terms expropriated the physical assets, property, accounts and business records of JASA. That
same year, JASA assets were seized at gun point by Cuban special forces. No compensation was
ever paid directly or indirectly to JASA or its owners by the Cuban govemnment for the physical
and intangible assets confiscated, including the HAVANA CLUB mark. These assets were
worth at least 25 million dollars (4,000 pesetas) in 1960.

Cuba soon began selling HAVANA CLUB rum made in the conﬁ.scated JASA
distillery. In the 1960°s, all the registrations of the HAVANA CLUB trademark formerly owned
by JASA were put in the name of Cubaexport, 2 state-owned foreign trade emterprise. In 1974,
Cubaexport applied to the USPTO to register the trademark HAVANA CLUB under Section 44
of the Lanham Act, based on a Cuban registration of that mark. The U.S, HAVANA CLUB

Registration issued to Cubaexport for an initial term of 20 years in 1976.

be reconsidered at this point: See Federated Dep't Stores, Inc. v. Motie, 452 U.S. 394,
398 (1981).
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The rights to the HAVANA CLUB trademark for rum in the United States and the
U.S. HAVANA CLUB Registration were purportedly (ransferred by Cubaexport first to HRL,
another Cuban company, and then to HCH in late 1933. The worldwide rights to the trademark
HAVANA CLUB, including ostensibly the rights to distribute HAVANA CLUB rum in the
United States, were transferred from Cubaexport to HRL by assignment deed dated October 29,
1993. Also transferred to HRL were 2ll of the assets associated with the HAVANA C LUB rum
business. The personnel from Cubaexport handling the rum business were transferred from
Cubaexport to HRL. The files of the rum business went as well. Thereafter, HRL transferred all
the worldwide rights it had to the trademark HAVANA CLUB to HCH; also ostensibly including
the U.S. trademark rights, the U.S. HAVANA CLUB Registration, and any associated goodwill,
It is undisputed that Cubaexport ceased all sales of HAVANA CLUB rum outside of Cuba prior
to 1594.

The putative transfers of the U.S. rights to the HAVANA CLUB mark and U.S.
HAVANA CLUB Registration were then docurnented through a series of assignments that were
dated as of 1994 and were subsequently recorded in the USPTO. Cubaexport executed an
agreement, dated January 10, 1994, under which the U.S. rights to the HAVANA CLUB mark
and U.S. HAVANA CLUB Regis‘trution were assigned to HRL. HRL by deed dated June 22,
1994 assigned its interest in the HAVANA CLUB mark and the related U.S. HAVANA CLUB
Registration to HCH. The recorded assignments recited that the goodwill associated with the
mark and U.S. HAVANA CLUB Registration was conveyed as well. HCH then filed a renewal
application for the U.S. HAVANA CLUB Registration in its own name in January 1996,

containing an excusable nonuse declaration asserting that but for the embargo HCH would sell
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HAVANA CLUB rum in the United States. (A copy of that renewal application is attached as
Exhibit B).

The District Court held that the assignments of the HAVANA CLUB mark and
the U.S. HAVANA CLUB Registration by Cubaexport ta HRL and then to HCH were void ab
initio as violations of the Trading With the Enemy Act and the Cuban Asset Control Regulations.
As 2 result, as appears in the Cancellation Order, HCH never acquired any interast whatsoever in
the HAVANA CLUB mark from Cubaexport.’

B. Tacts Ascertainable From USPTO Records

It is undisputed that Cubaexport never filed the required application to renew the
U.S. HAVANA CLUB Registration. Cubaexport also did not file an excusable non-use

declaration in January 19965

Cubaexport's original registration was obtained under Section 44 of the Lanham
Act, 15 U.S.C.A. § 1126 (West 1997), which requires 2 foreign registrant like Cubaexport to
comply with the Lanham Act’s provisions in order to acquire and maintain rights in marks
registered here. See, e.g., Restatement (Third) Unfair Competition § 18 (1993). Cubaexport’s
failure to adhere to the provisions of the Lanham Act governing renewal is, thereﬁy'»re, also

Inexcusable.

4 The District Court’s Cancellation Order stated: “nothing herein shall prevent the
defendants or others from contesting those rights or contending that said rights were lost
as a result of acts or omissions by Cubaexport.” (See Cancellation Order at ¢ 10). The
“omissions" included the fatal failure to file 2 renewal application and the “acts”
constituted abandonment.

3 Cubaexport contracted away the right to sell HAVANA CLUB rum in the United States
should the embargo be lifted. HCH had that contractual right.
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INTRODUCTION TO ARGUMENT

The Cancellation Order is now a final unappealable judgment on the merits and
unequivocally provides: (a) that neither HCH nor HCI ever obtained any rights whatsoever in the
United States in the HAVANA CLUB mark (See Cancellation Order at § 6), and (b) that any
right HCH ever claimed in the U.S. HAVANA CLUB Registration is cancelled (/d. at  8).

For the reasons discussad below, there is no legal basis for Cubaexport to be
recognized as the cwrent owner of Registration No. 1,031,651 for the HAVANA CLUB
trademark for um. The invalid assignments were properly deleted from the USFTO records in
accordance with the Cancellation Order. Cubaexport, therefore, was the sole claimant to
ownership of U.S. Registration No. 1,031,651, during the time period when renewal was due. In
this limited sense, whatever rights Cubaexport had before the null transfers were “restored” as of
the 1994 date of abortive transfers. But Cubaexport never filed the mandatory renewal
application for the U.S. HAVANA CLUB Registration as is required by the Lanham Act. Since
HCH never was the registrant and never had a proprietary interest in the U.S. HAVANA CLUB
Registration, HCH's renewal was a nullity like the assignments. It should be noted that, HCH
and HCI have a clear conflict with Cubaexport dué to threatened litigation by HCH and HCI
against HRL, a Cuban state enterprise, like Cubaexport. (See Testimony of Noel Adrian,
Managing Director of HCI, District Court Trial Tr., Jan. 20, 1999, at pp. 240-41, attached as
Exhibit C). That deficiency cannot be cured, for the Director has no authority now to éccept a
renewal application by Cubaexport long after the statutory time period for filing the renewal
application has expired. Consequently, U.S. Registration No. 1,031,651 of the HAVANA CLUB

mark listing Cubaexport as record holder must be expunged from the records of the USPTO.
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IV.
ARGUMENT

A. Cancellation No. 24,108 Should Be Resumed With Cubaexport
Substituted As The Respondent

Cancellation No. 24,108 was suspended pending the outcome of the federal
litigation between the parties that resulted in the Partial Judgment in Havana Club Holding, SA.
v. Galleon S.A., 96 Civ. 8655 (S8), which is at issue here. That litigation has long since
concluded, appeals have been taken, and a final decision on the merits has been entered. This
judgment is final and cannot be challenged in this tribunal. See Federated Dep't Stores, Inc. v.
Motie, 452 U.S. 394, 398 (1981) (“A final judgment . . . precludes the parties or their privies
from relitigating issues that were or could have been raised in that action.”). Accordingly,
pursuant to TBMP §510.02(b), Cancellation No. 24,108 should now be resumed in order to give
final effact to the Cancellation Order.

Cubaexport should be substituted as the respondent in the resumed cancellation
proczading pursuant to TBMP § 512 because the assignments of the U.S. HAVANA CLUB
Registration have been stricken from the USPTO’s records and HICH, the respondent of record in
that proceeding, never owned the registration at issue. The only party, under the mandate of the
Cancellation Order, with an arguable interest in Registration No. 1,031,651 when the
cancellation proceeding was originally brought was Cubaexport. Moreover, the USPTO now
erroneously lists Cubaexport as the owner of said registration and on January 17, 2002, served
Cubaexport with its Notice of that date. Therefore, Cubaexport should be substitutéd as the

respondent since Cubaexport, not HCH, is the real party-in-interest.

FOIA 0055

NYQUGCRAHM/T04295.5 8




B. Summary Judgment Is Warranted And The USPTO Must
Cancel The Extant U.S. HAVANA CLUB Registration As 1t
Was Not Renewed By Cubaexport Prior To The Expiration Of
The Statutorv Renewal Period

Summary judgment is appropriate where “there is no genuine issue as to any
material fact and the moving party is entitled to judgment as 2 matter of law.” Rule 56(c), Fed.
R. Civ. P. The summary judgment procedure is regarded as “a salutary method of disposition,”
and the Board does not hesitate to dispose of cases on summary judgment when appropriaté. See
Sweats Fashions Inc. v. Pannill Knitting Co., 833 F.2d 1560, 1562 (Fed. Cir. 1987); TBMP §
528.01.

Bacardi, as movant, must show that “there is aa absence of evidence to support
the nonmoving party’s case.” Celotex Corp. v. Catrett, 477U.5.3 17,325 (1986). Whenthe '
moving party has carriad its burden, the nonmoving party “must do more than simply show that
there is some metaphysical doubt as to the material facts.” Matsushita Elec. Indus. Co. Ltd. v.
Zenith Radio Corp., 475 U.S. 574, 586 (1986). Rule 56(¢) “requires the nonmoving party to go
beyond the pleadings and by {its] own affidavits, or by the ‘depositions, answers to
interrogatories, and admissions on file,” designate ‘specific facts showing that there is a genuine
issue for trial.™ Celotex, 477 U.S. at 324. The dispositive facts here are beyond challenge.

The Cancellation Order pursuant to 15 U.S.C.A. § 1119 (West 1997) states: (a)
that HCH's claimed rights as the registrant of the U.S. HAVANA CLUB Registration are
canceled (see Cancellation Order at § 8); (b) that HCH never acquired any ownership rights
whatsoever in that registration (id. at § 6); and (c) that the assignments were null and vaid (id. at

4 4).5 Under the statutory scheme for maintaining marks set forth in the Lanham Act, these

§ The term “registrant” both in its ordinary sense and as used in the Lanham Act connotes
ownership of the registered mark and the related federal registration. ¢f 15US.CA.
§ 1051(a) (West 1997) (emphasis added) (“The owner ofa trademark used in commerce
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rulings require that Registration No. 1,031,651 of the HAVANA CLUB mark be stricken in its
entirety from the USPTO’s records. See Brittingham v. Jenkins, 914 F.2d 447,458 (4th Cir.
1990) (successful challenge to registrant’s ownership of mark fed to cancellation of registration).

The USPTO deleted the assignments to HCH from the USPTO records and also,
without referring to this action in its Notice, deleted HCH’s name as the holder of the U.S.
HAVANA CLUB Registration. But the USPTO, sub silentio, apparently regarded HCH’s
renewal application as valid. However, the renewal affidavit filed by HCH must also be treated
as a nullity because ff HCH was not the registrant and never acquired any ownership interest of
any kind in the subject registration — as the Distnict Court decided — then HCH could not as
matter of law renew that application. HCH's renewal application was a dead letter just ke the
assignments, so the U.S. HAVANA CLUB Registration expired in 1996. Consequently, there
can be no valid U.S. Registration No. 1,031,651 in the name of Cubaexport on the USPTO
records now, mare than five years after the statutory period for renewal lapsed.

Since Cubaexport was the sole claimant to rights in the U.S. HAVANA CLUB
Registration, that registration would have had to have been renewed by Cubaexport no later than
April 27, 1996. The statutory time period set forth in the Lanham Act, 15 U.S.C.A. § 1052
(West 1997), requires that a complete renewal application must be filed as folilows:

()  Each registration may be renewed for periods of ten years

from the end of the expiring period upon payment of the prescribed

fee and the filing of a verified application therefor, setting forth

those goods or services recited in the registration on or in

connection with which the mark is still in use in commerce and

having attached thereto, a specimen ot facsimile showing current

use of the mark, or showing that any nonuse is dug {0 special
circumstances which excuse such nonuse and it is not due to any

may apply to register his or her trademark .."); 13 U.S.C.A. § 1057(b) (West 1997) (“A
certificate of registration of the mark ... shall be prima facie evidence ... of the
registrant’s ownership of the mark.").
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intention to abandon the mark. Such application may be made at

any time within six months before the expiration of the period for

which the registration was issued or renewed, or it may be made

within three months after such expiration on payment of the

additional fee herein prescribed.”
The U.S. HAVANA CLUB Registration for “rum™ issued for a period of 20 years on January 27,
1976. Cubaexport was, therefore, obligated to file its renewal application during the period
beginning on July 27, 1955 and ending, with the benefit of the three month additional extension
period, on April 27, 1996.°

No renewal affidavit has ever been filed by Cubaexport as is ascertainable by
judicial notice of the USPTO’s own records. Although Cubaexport was notified by the District
Court of the Summary Judgment against HCH, Cubasxport has not, since the Cancellation Order
was issued, even tried to file a renewal application of its own (The undisputed facts established
in the Havana Club litigation shows Cubaexport could not make a justifiable non-use declaration
without perjuring itself). The USPTO cannot under the Lanham Act accept a renewal affidavit
from Cubaexport for the U.S. HAVANA CLUB Registration that was filed after the Apnl 27,
1996 statutory deadline.

Cubaexport’s indisputable failure to file a renewal application is fatal to any ¢laim
that the U.S. HAVANA CLUB Régistration should somehow be metaphysically maintained in
Cubaexport’s name. The ineluctable fact is that Cubaexport did not apply to renew the mark on

or before April 27, 1996. In In re Hollund Am. Wafer Co., 737 F.2d 1015, 1018 (Fed. Cir. 1984),

the Federal Circuit held that for a registration to be renewed, a complete renewal application

7 15 U.S.C.A. § 1059 was modified effective October 30, 1999 in accordance with the
Trademark Law Treaty Implementation Act. As of the time that the renewal application
had to be filed for the U.S. HAVANA CLUB Registration, however, the statutory
language noted above was in effect.
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must be submitted within the statutorily-prescribed time period. The contents of the renewal
application, the court stated, must include, infer alia, an affidavit by the owner of the mark.
“Timeliness set by statute is not a minor technical defect which can be waived by the
Commissioner.” Jd. at 1018.

While the Director, under Trademark Rules 2.146(a)(5) and 2.148, has some
limited discretion in an “extraordinary situation™ to waive “any requirement of the rules . . . not
being a requirement of the Statute,” 37 C.ER. §2.148; see also 37 C.F.R. § 2.146(2)(5); Inre
Caldon Co. Ltd. Parinership, 37 U.8.2.Q.2d 1539, 1541 (Comm'r Pats. 1996), the Director has
no power to waive an explicit statutory requirement such as the deadline for filing renewal
applications, Seeid.; see alsoInre Trademark Application of Ronald George Dandar, No. 97+
503, 2000 TTAB LEXIS 317, at*1 (T.T.AB. May 11, 2000). Specifically, “{t}he Commissioner
cannot extend, suspend, or waive the time for filing a complete application for renewal for any
reason.” In re Trademark Application of Ronald George Dandar, 2000 TTAB LEXIS 317, at*4;
see also In re Culligan Int'l Co., 915 F.2d 680, 681 (Fed. Cir. 1990); In re Holland Am. Wafer
Co., 737 F.2d at 1018; In re Michael Stern & Co., Inc., 199 U.S.P.Q. 382, 383 (Comm'r Pats.
1978); Ex parte Firmenich & Co., 137 U.S.P.Q. 476, 477 (Comm'r Pats. 1963).

In any event, Cubaexport’s failure to file a renewal application was no simple
mistake. The assignment from Cubaexport to HCH was held by the District Court to violate U.S.
law and regulations enforcing the total trade embargo on Cuba, so there are no equitable factors
favoring Cubaexport. HCH's own filing of a renewal affidavit was not inadvertent; it was

deliberate and was intertwined with a knowing violation of U.S. law. The renewal application by

8 The statutory period for filing a renewal application for a registration that issued or was
last renewed prior to November 16, 1989 is twenty years from the date of issuance or the
last renewal. See 37 C.F.R. § 2.181(a)(1).
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HCH, a stranger to the registration, was ineffective and null and void as a matter of law just as
the assignments to HCH were treated as null and void and of no force and effect. There is no
basis whatsoever in law or equity for the USPTO to regard HCH's filing as Cubaexport’s.

Only Cubaexport, the putative owner of the U.S. HAVANA CLUB Registration
in 1996, lawfully had the power to file the renewal affidavit. The case of In re Caldon Co. Ltd.
Partnership,37 U.S.P.Q.2d 1539 (Comm’'r Pats. 1396), dealt with the issue of whether the filing
of a declaration pursuant to Section 8 of the Lanham Act, 15 U.S.C.A. § 1058, executed by an
officer of an affiliated corporation of the actual owner could be “corracted” after the expiration
of the statutory time period for making such a filing. The registration in question, which issued
on April 4, 1989, had been assigned by the original registrant to Caldon Company Limited
Partnership (“Caldon Partoership™). The assignument to Caldon Partnership was duly recorded in
the USPTO. Caldon Partnership was statutorily required to file an affidavit or declaration of
continued use or excusable nonuse between the fifth and sixth year after the date of registration

i.e., between April 4, 1994 and April 4, 1995). On September 19, 1994, a declaration of
continued use was inadvertently filed by Caldon, Inc., a separate legal entity from Caldon
Partnership. By letter dated March 16, 1995, the Affidavit Renewal Examiner at the USPTO
notified Caldan, Inc. that acceptance of the renewal affidavit was withheld because the records of
the USPTO showed title to the registration in the name of Caldon Partnership but added that
evidence of ownership in the name of Caldon, Inc. could be submitted. In a petition filed May
30, 1995 (afier the close of the sixth year), Caldon Partnership asked that the USPTO accept the
originally-filed declaration as “corrected” by the actual owner--Caldon Partnership. The petition
was denied and the registration ordered canceled because:

That statute specifically requires that the affidavit be filed by ‘the
registrant,” prior to the expiration of the sixth year afier the date of
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registration. The term ‘registrant’ includes both the original registrant,

and a person who has acquired ownership through proper transfer of title. .

. [T]f the party who filed the affidavit was not the owner of the

registration at the time the affidavit was filed, a substitute affidavit in the

name of the true owner cannot be filed unless there is time remaining in

the statutory filing period.

Id. at 1541 (emphasis added) (citing In re Precious Diamonds, Inc., 635 F.2d 845 (C.C.P.A.
1980); In re Weider, 212 U.S.P.Q. 947 (Comm'r Pats. 1981)).

The Cancellation Order mandates that HCH cannot be treated as the “owner” of
the U.S. HAVANA CLUB Registration when the renewal was filed, because HCH never
obtained any ownership interest in it ever. Moreover, the Director, as the cited cases show, has
no authority to accept a new or corrected renewal application by Cubaexport now, as the
statutory deadline for such a filing passed over five years 2go. Cubasxport has never bothered to
attemnpt to renew the U.S. HAVANA CLUB Re gistration, and there is no reason to conclude that
Cubaexport claimed or claims any U.S. rights in the HAVANA CLUB mark after the abortive
transfers.

Indeed, the record in the related Havana Club federal litigation establishes that
Cubaexport, could not truthfully have filed in 1996 a verified declaration showing excusable
nonuse, which declaration was the sine qua non of a proper reriewal. Cubaexport had
contractually bargained away the right to sell HAVANA CLUB rum everywhere in the world in
the Convenio (the Joint Venture Agreement between the Castro government and Pernod), and the
sworn testimony of Mr. Thierry Jacquillat, Pemod’s CEO, confirmed that “[u]nder the Convenio,
Pernod Ricard [was] the exclusive distributor worldwide of the HAVANA CLUB brand” (See
District Court Trial Tr., Feb. 5, 1999, at p. 1460, attached as Exhibit D) throughout the renewal

period. Therefore, Cubaexport could not have sworn that but for the Cuban embargo it was

ready and able to sell HAVANA CLUB rum here. Accordingly, the essential requirement for a
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valid renewal, that is, a truthful declaration of excusable nonuse, was not met and could not now
be met by Cubaexport.
V.
CONCLUSION
For the reasons set forth above, Bacardi respectfully requests that the USPTO
rectify its records by expunging all reference to U.S. Registration No. 1,031,651 of the mark
HAVANA CLUB for rum.

Dated: March 15, 2002
New York, New York

Respectfully Submitted,
KELLEY DRYE & WARREN LLP

By:
William R. Golden, Jr.
Michelle M. Graham

101 Park Avenue

New York, New York 10178
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CERTIFICATE OF MAILING

EXPRESS MAIL LABEL NO.: EJ624345515U8

DATE OF DEPOSIT: March 15, 2002
The undersigned hereby certifies that on March 15, 2002 a copy of the foregoing

NOTICE OF MOTION and MEMORANDUM OF LAW IN SUPPORT OF PETITIONERS’
MOTION TO RESUME PROCEEDINGS, TO SUBSTITUTE PARTIES AND FOR
SUMMARY JUDGMENT is being deposited with the United States Postal Service “Express
Mail Post Office to Addressee” service under 37 C.F.R. 1.10 on the date indicated above and is

addressed to Box TTAB-No Fee, Assistant Commissioner for Trademarks, 2900 Crystal Drive,

Arlington, Virginia 22202-3513.

Michelle M. Graham
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The undersigned hereby certifics that on March 15, 2002 a copy of the foregoing
NOTICE OF MOTION and MEMORANDUM OF LAW IN SUPPORT OF PETITIONERS’

MOTION TO RESUME PROCEEDINGS, TO SUBSTITUTE PARTIES AND FOR

SUMMARY JUDGMENT has been served upon:
(A) Charles S. Sims, Esq. of Proskauer Rose LLP by depositing a tnie copy

thereof with Federal Express addressed to the aforesaid attorney at 1585 Broadway, New York,

New York 10036, the address designated by said attorney for that purpose; and
(B) Michael Krinsky, Esq. of Rabinowitz, Boudin, Standard, Krinsky &
Lieberman, PC by depositing a true copy thereof with Federal Express addressed to the aforesaid

attorney at 740 Broadway, New York, New York 10003, the address designated by said attommey

for that purpose.

Dated: March 15,2002

Michelle M. Graham
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THESE ARE ONLY SOME KEY CAPTIONS FROM THE MOTION FOR SUMMARY
TUDGMENT FILED FRIDAY MARCH 15", 2002 WITH PTQ.

Caucellation No. 24,108 Should Be Resumed With Cubaexport Substituted As The
Respondent

Cancellation No. 24,108 was suspended pending the outcome of the federal litigation
between the parties that resulted in the Partial Judgment in Havana Club Holding, S.4. v.
Galleon S.A., 96 Civ. 9655 (SS), which is at issue here. That litigation has long since
concluded, appeals have been taken, and a final decision on the merits has been entered.
This judgment is final and cannot be challenged in this tribunal, Accordingly, pursuant to
TBMP §510.02(b), Cancellation No. 24,108 should now be resumed in order to give final
effect to the Cancellation Order.

Cubaexport shonld be substituted as the respondent in the resumed cancellation

proceeding pursuant to TBMP § 512 because the assignunents of the U.S. HAVANA
CLUB Registration have been stricken from the USPTO’s records and HCH, the
respondent of record in that proceeding, never owned the registration at issue. The oaly
party, under the mandate of the Cancellation Order, with an arguable interest in
Registration No. 1,031,651 when the cancellation proceeding was originally brought was -
Cubaexport. Moreaver, the USPTO now erroneously lists Cubaexport as the owner

of said registration and on January 17, 2002, served Cubaexport with its Notice of
that date. Therefore, Cubaexport should be substituted as the respondent since
Cubasxport, not HCH, is the real party-in-interest.

But the USPTO, sub silentio, apparently regarded HCH's renewal application as valid.
However, the renewal affidavit filed by HCH must also be treated as 2 nullity because if
HCH was not the registrant and never acquired any ownership interest of any kind in the
subject registration — as the District Court decided — then HCH could not as matter of law
renew that application. HCH's renewal application was a dead letter just like the
assignments, so the U.S. HAVANA CLUB Registration expired in 1996. Cansequentlv,
there can be no valid U.S. Registration No, 1,031,651 in the name of Cubaexport on
the USPTO records now, more than five vears after the statutory period for repewal

lapsed
The U.S. HAVANA CLUB Registration for “rum” issued for a period of 20 years on

January 27, 1976.
Cubaexport was, therefore, obligated to file its renewal application during the period

beginning on July 27, 1995 and ending, with the benefit of the three month additional

extension period, on April 27, 1996.
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No renewal affidavit has ever been filed by Cubaexport as is ascertainable by judicial
notice of the USPTO's own records. Although Cubaexpart was notified by the District
Court of the Summary Judgment against HCH, Cubaexport has not, since the
Cancellation Order was issued, even tried to file a renewal application of its own (The
undisputed facts established in the Havana Club litigation shows Cubaexport could nat
make a justifiable non-use declaration without pegjuring itself). The USPTO cannot
under the Lanham Act accept a renewal affidavit from Cubaexport for the U.S.

HAVANA CLUB Registration that was filed after the April 27, 1996 statutory deadline.

Cubaexport’s indisputable failure to file a renewal application is fatal to any claim that
the U.S. HAVANA CLUB Registration should somehow be metaphysically maintained
in Cubaexport’s name. The ineluctable fact is that Cubaexport did not apply to renew the
mark on or before April 27, 1996.

The renewal application by HCH, a stranger to the registration, was ineffective and null
and void as a matter of law just as the assignments to HCH were treated as null and void
and of no force and effect. There is no basis whatsoever in law or equity for the USPTO

to regard HCH’s filing as Cubaexport’s.
Only Cubaexport, the putative owner of the U.S. HAVANA CLUB Registration in 1996,
lawfully had the power to file the renewal affidavit.

Moreover, the Director, has no authority to accept a new or carrected renzwal application

by Cubaexport now, as the statutory deadline for such a filing passed over five years ago.

Indeed, the record in the related Havana Club federal litigation establishes that
Cubaexport, could not truthfully have filed in 1996 a verified declaration showing
excusable nonuse, Cubaexport had contractually bargained away the right to sell
HAVANA CLUB rum everywhere in the world in the Convenio. Accordingly, the
essential requirement for a valid renewal, that is, a truthful declaration of excusable
nonuse, was not met and could not now be met by Cubaexport.
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Update--Bacardi Page 1 of 1

Muniz, Carlos

- From: Freedman, Melissa [freedmm@SSONel.sso.org]
Sent;  Tuesday, March 19, 2002 12:00 PM

To: Jon Dudas
Subject: Update—Bacardi
Hi Jon,

As an FYl-1 wanted fo [et you know that our office heard from Mr. Jorge Rodriguez Marquez, President of
Bacardi, yesterday. He informed us that Bacardi filed a motion for cancellation of the CubaExport reglstration on
summary judgment with the Patent and Trademark Office last Friday, March 15th.

If we can help this matter in any way, pleass let me know. Thanks so much far your time and follow-up calls. Itis
appreciated.

Thanks,
Melissa Freedman

Office of Governor Jeb Bush
(202) 624-5885

FOIA 0069




Bacardi Issue-Continued Page 1 of 1

Muniz, Carlos

From: Nina Oviedo [oviedon@sso.otg]

Sent:  Tussday, Aprll 09, 2002 6:32 PM

To: Govemor Bush (E-mail); Kathleen Shanahan (E-mail); Frank R. Jimenez (E-mail)
Ce: Melissa Freedman (E-mail)

Subjact: FW: Bacardi issue-Conlinued
Pls see Melissa's update below. We would bs happy to make appropriats contacls...pls advise. Nina

----- Original Message-—-

Fram: Freedman, Melissa [mailto:freedmm@SSONet.ss0.0rg]
Sent: Tuesday, April 09, 2002 &6:12 PM

To: Ovizdo, Nina

Subject: Bacardi Issue-Continued

Nina,

Jarge Rodriguez'. President of Bacardi, just emailed us today, to give us an updats on his problams with the
Patent and Trademark Office and the Office of Foreign Asset Control...and to ask for help.

Patent and Trademark Office Issua-- At a meeting that Bacardi and our office atlended, with reprasantallves
from the Patent Office, Bacardi was told that in order to abtain their license and registration for Havanna Club
Holdings, Bacardi would have to request that the Patent Offica expungs CubaExport/Perned's registration of the
company. After requesting the cancellation of the registration (3/15/02), Bacardi has naw been told that the
Patent Office has granted Cuba Export/Pernod's request lo extend the commaent period far the cancellatian, by 30
days. Bacardils understandably upset, as they feel this issue has been dragged out for years.

Office of Eoreign Asset Control Issue--Bacardi has baen told for the 1ast slx months that a pending license
application for Havanna Club Holdings that Pernad applied far in 1997, will finally be denled. However, no action
has been taken by the Forsign Asset Office. Bacardi is frustrated because they fasl that if the license application
is not denied, the Patent Office may hald up cancellalion of CubaExport/Perncd's registration.

Mr. Rodriguez is requesting our help to put pressure on these two bureaucracies, where passible. Hels In
Washington taday and tomorrow, and would like us to call.

Thanks. Mallssa
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Muniz, Carlos

From: Nina Ovieda [aviedon@sso.org)

Sent: Thursday, April 18, 2002 7:36 PM

To: Brian Yablonski (E-mail); Frank R. Jimenez (E-mail); KaS (E-mail).
Subject: FW: Bacardi's Problems @ PTO and OFAC

Importance! High

ple16827 pox plc05961.pex
How far do you want us to take this? Nina

----- original Message---<--<

From: Melisaa Freedman [mail:o:freadmm@sso.org]
Sent: Thursday, April 18, 2002 5:13 PM

To: Nina oOviedo

Subject: FW: Bacardi's Problems @ PTO and OFAC

Importance: High

We mever heard back from your April sth email asking Tallahassee for some
direction on the lsgsue.

should we resend? Or hold off on taking action?

----- original Message-----
From: J Rodriguez-Marquez [mailto:jrodriguaz-marquez@bacardi.com]

Sent: Thursday, April 18, 2002 5:08 PM
To: oviedon®sso.org; freedmm@sso.ord
Subject: Bacardi's prcblems @ PTO and OFAC

Importance: High
Dear Nina and Mellissa,
INY NEWS FROM YOUR END??22?22277

This conflict i taking a 1life of lrs own and is dragging us to defend
ourselvea and our rights publicly.

This administration should be actively cppcesed to having American
busineasea UNFAIRLY hurt and abused by career bureaucrats who are only
defending the interest of those who broke the law.

Bacardi is a standing symbol of doing things the right way and from our
beginnings in Cuba 140 years ago to our rebirth in Miaml in the 1960's we
have shown our immediate Cuban American community in Miami and the world in
general that when you do things the right way, chings fall in place at the

end.
I hope this case ends according to that principal, although so far Castro

and Parnod are winning.

----- Forwarded by J Rodriguez-Marquez/BMUSA/Bacardi on 04/18/2002 04:23 PM

J
Rodriguez-Marqg To: nMelisga Freedman"
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<freedmm@sso.0rg>

uez cc: oviedon@sso.ory
Subject: RE: Bacardi‘'s Problems
® PTO and OFAC(Document link: J
04/09/2002 Rodriguaz-Marguez)
12:39 PM .

{Embeddead

image moved (Embedded image moved to file: pic09981.pex)
to file:

picl6827.pex]

Dear Melisea,

nguainess as Usual" is all I can say abour Patent and Trademark Office's

behavior in our case.
Once again and unfortunately, we do not see ANY favorable reaction from PTO
to ouy case.

The TTAB's response to our actions of March 15th, (as copy of my e-mail to
you below) has been to granc pernod-Ricard their requested extension of 30
days. Therafore, ANYTHING Pernod asks from PTO's administration they get,
and Bacardi 1s left to wairt, and wait.

T do not know IF THERE IS ANYTHING ELSE, that Bacardi can do to recelve a
FAIR treatment from Patent and Trademark office. Perhaps, we need to learn
from Perncd, they seem to be getting PIO‘s attention.

Regarding, the second issue, the one at OFAC (Office of Foreign Asset
Control at Treasury), we have heard from Ambassador Larson {state
Department) many times during the last six months that the pending license
application which pernod applied for in 1397 will be finally denied, but
that is still pending [after almoat Five years) and as I am sure you
remember, Eleanor Meltzer from PTO mentioned it as a possible winning card
in pPerncd's game. That application NEEDS to be denied, but here again
Parnod is still receiving help from this other side of our government.
?722?

T WISH SOMEONE COULD TELL ME WHAT IS BACARDI DOING WRONQ@??7272797?7%2

Our business is STILL being disturbed, by the lack of FAIR actions from our
government, while the Federal courts and WTO tells us we are on the gide of

right.
Frustrating.

7 am in Washington BC today and tomorrow, call my cell if you have any
comments or ideas. (305)613-5099

Regards,
Jorge

"Melissa

Freedman® Ta: *J Rodriguez-Marquez"
<jrodriguez~marquez@bacardi.com>

<freedmm@ado, cc:
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org> Subject: RE: Bacardi and Patent

tTrademark Office

03/22/2002
05:26 PM

Hi Jorge,

ring back to you--we have been so busy, though it
always seems that way! I received your volcemail--the night we received
your email about £filing the motion to cancel Cuba Export's registration, we
emailed Jon Dudas at PTO to let him know that you had taken that step. So,
we have made the contact already, and will now await their response to your

filing.

please let us know how things progress,
email.

I apologize for just get

and do not hegitate to call or

Have a pleasant weekend,
Melissa Freszdman

office of Governor Jeb Bush
(202) 624-5885

----- Original Measage-----
From: J Rodriguez-Marguez (mailto:jrodriguez-marquez@bacardi,com]
sent: Monday, March 18, 2002 4:57 BM

To: oviedon@agso.ord; freedmm@s89.0Tg

Subject: pacardi and Patenk gTrademark Office

Imporcance: High

Dear Nina and Melissa,

Drye & Warren of New York,

This past Friday, March 15th our lawyers Kelley
for cancellation of the

filed with Patent And Trademark Office a motion
CubaExport registratlien on summary Judgment.

Balow you can f£ind two attachments:

one ia the complete set of documants as filed FTriday with PTO;
not all) of the key points excracted from the

the other shows most (but
which I selected only for your easy reading.

documenta filed with P10,

PTO-Summary Judgment-3-15-02.00C) (See

{See attached file:
Judgment-3-ls-02.doc)

artached file: PTO- Key Captions from Summary

ry 25th our lawyerd have also £iled

since our meeting at PTO, Monday Februa
hem that they DID NOT notify

an official complaint with PTO showing ¢t
Bacardi of their decision dated January 15th, even though they have ingited

they did. Last weak PTO finally -issued 2 fomal reply to usg admitting that
in fact the notification to Racardi was never sent out. It ig the gecond
time in 18 months that PTO finda a problem notifying Bacardi on issues of
Havana Club.

"want to" act equitably and follow the
straight line, { I will not hold my breath on that), this new request from
us now asking ta cancel Cuba Export from their records should put the final

end to this ever lasting problem,

aggumming that now PTO would
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. Cuba Export, as you might remember is Castro's government entity which

registered Havana Club in the US in 1376 and later sold all its rights to
Kavana Club Holdings (HCH) which is the partnership between Castro and
pernod-Ricard, the Freach beverage company. HCH lost its rights in Federal
Court and Cuba Export willingly lost theirs when they sold them to HCH.

Would you please, help us by making sure that Patent and Trademark Office's
Mr. Dudas knows that all they need to do now is be very much aware of this

motien for summary judgment, so that it can go through its pormal proceéss
without any undue negative "influence" from certain parties knonw to us.

Let me know if you have any gueatlions.

Jorge
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Muniz, Carlos

From: Jeh Bush [jeb@ijeb.org)

Sent: Saturday, April 20, 2002 8:43 AM
To: Oviedo, Nina

Subjact: FW: BACARDI NEEDS YOUR HELP
importance: High

any thoughts on this?

Jeb Bush

***'I??*i‘**i**ﬁﬁ*Gi*""’i*ﬁittt******’rf’*fi‘*t't***i*'&tt**i
Please note: Florida has a very bread public records law.
Mast written communications to oY from state officials
ragarding state business are public records available to the
public and media upon request. Your e-mail communicacions
may therefore be gubject to public disclosure.

----- Original Message-----

From: J Rodriguez-Marquez [mailto:jrodriguez—marquez@bacardi.com]
Sent: Thursday, April 18, 2002 5:36 BM

To: Jeb Bush

Subject: BACARDI NEEDS YOUR HELP

Importance: High

DEAR JEB,

UNFORTUNATELY NOTHING HAS CHANGED SINCE THE MEETING WITHE PTO FEBRUARY

25TH.

EUREAUCRATS AT PTO CONTINUE TO WIN THE BATTLE FOR FIDEL AND PERNOD.

THIS CONFLICT IS TAKING A LIFE OF ITS QWi AND BACARDI IS BEING FORCED

TO
DEFEND ITS CASE PUBLICLY

1T IS EMBARRASSING TO US THAT PEOPLE, EVEN IN MIAMI, BELIEVE THAT

IT IS

BACARDI, NOT SOME US GOVERNMENT BUREAUCRATS, WHO ARE THE REASON FOR

CASTRO
AND PERNOD TO STILL CLAIM THE HAVANA CLUB BRAND.

ONCE PTO ACTS FAIRLY AND PROFESSIONALLY FOLLOWING US LAWS BACARD
PROBLEMS WILL BE OVER.

PLEASE, SOMEONE NEEDS TO TELL PTO TO STOP INTERFERING.

JORGE

I's

FOIA 0075
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Bacardi [ssue Continued... Pagelof2

Muniz, Carlos

From: Nina Oviedo [oviedon@sso.org]

Sent:  Wednesday, April 24, 2002 10:01 AM

To: *Jeb Bush" 'Brian Yablonski (E-mail)’; 'Frank R. Jimenez (E-mai); 'Ka$S (E-mail)’
Cc: ‘Melissa Freedman (E-mail)

Subject: RE: Bacardi Updala

Melissa is selting up anoter set of meetings with the Patent Offics and State Dept. Aftar those mselings we may
need you to persanally chime in. Melissa spoke with Jorge yesterday....Jorge will make his schedule available to
us at any time. Alfter those meetings we'll adjust the stralegy &s necessary.

We'll follow-up after meetings. Nina.

-----Original Message~—---

From: Jeb Bush [mailto:jeb@]eb.org)

Sent: Tuesday, April 23, 2002 10:09 PM

To: Nina Oviedo; Brian Yablonski (E-mail); Frank R. Jimenez (E-mail); Ka$S (E-mail)
Cc: Melissa Freadman (E-mail)

Subject: RE: Bacardi Update

what do we need ta da?

Jeb Bush

Pleasa nate! Flarlda has a very broad public recards law.
Motl written communlcations ta of fram s1ats officlals
regarding stata business are pubilc ratords avallabie to the
public and megdia upen requsst ‘Your g-mall commualcations
may tharslore ba sublect1o public disclosura.

----- Original Message-----

From: Nina Oviedo [mailto;oviedon@s50.0rg)

Sent: Tuesday, April 23, 2002 4:55 PM

To: Jeb Bush; Brlan Yablonski (E-malt); Frank R. Jimenez (E-mail); Kas (E-mail)
Cc: Melissa Freedman (E-mail)

Subject: Bacardi Update

Governor-—you asked about Bacardi. Below is an update from Melissa.

Jorge is in town this week and I've asked Melissa lo touch base with him. We will follow-up with
one more meeting at the Patent Office.

Fyi-- Former Congressman Jim Regan (R-CA) was recently confirmed by the Senate as the
Undersecretary for Intellectual Property and Dirsctor of the Patent Office. Melissa and Jorge
previously met with the Deputy Undersecretary and Deputy Director. ARar another meeting, we
might nsed to come back to you for an additional push. We'll write again after our next meeting.

Nina.

----- Original Message-----

From: Freedman, Melissa [mailto:freedmm@SSONet.sso.org]
Sent: Tuesday, April 23, 2002 4:16 PM

To: Ovieda, Nina

Subject: Bacardi Issue Continued...
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Bacardi Issue Continued... Page20f2

Nina,

Below is a summary of Bacardi's problems with the Patent and Trademark Office and the
Office of Foreign Asset Control...In response to the email Jorge Radriguez sent to the
Govemor, seeking his help.

Patent and Trademark Office issue~ Al a meeting that Bacardi and our office attended,
with reprasentatives from the Patent Office, Bacardi was told that in order to obtain their
license and registration for Havanna Club HoldIngs, Bacardi would have lo request that
the Patent Office expunge CubaExport/Pernod's registration of the company. After
requesting the canceliation of the registration, Bacardi has now been told that the Patent
Office has granted CubaExport/Pernod’s request to extend the cemment period for the
cancellation, by 30 days. Bacardlls understandably upset, as they feel this issue has
been dragged out for years.

Offica of Foreign Assat Contro! [ssue--Bacardl has been tald for the last six months that a
pending license application for Havanna Club Holdings that CubaExpart/Pemed applied
for in 1997, will finally be denied. However, no action has been taken by the Foreign
Assat Office. Bacardiis frustrated because they feel that if the license application is not
danled, the Patant Office may hold up canceliation of CubaExport/Pernod's registration.

Mr. Rodriguez Is raquesting our help to put pressure on these two bureaucracies, where
possible.

Thanks. Melissa
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Muniz, Carlos

From: Kathleen Shanahan [kathleen@jeb.org)
Sent: Friday, April 26, 2002 8:55 AM

To: Jeb Bush; Oviedo, Nina

Subject: RE: BACARD! NEEDS YOUR HELP

nina and i will discuss
we may need to move up the food chain

----- Original Message----~

From: Jeb Bush [mailto:jeb3jeb.org]

Sent: Thursday, April 25, 2002 9:03 PM

Te: Oviedo, Nina (work) (E-mail); Kathleen Shanahan (E-mail)
Subject: FW: BACARDI NEEDS YOUR HELP

Importance: Eigh

Jeb Bush

*ii&*i*wtwtvt*wttttt**itty**&tii***b*ttwv'itttatit*r*ﬂ**t**

Please note: Florida has a very broad public records law.
Most written communications to or from state officials
regarding state business are public records available to the
public and media upen reguest. Your e-mail communications
may therefore be subject to public disclosure.

————— Original Message-----

From: J Rodrigusz-Marquez [mailto:jrodriguez-marquez@bacardi.com]
Sent: Thursday, april 23, 2002 7:17 AM

To: Jeb Eueh

Subjeck: RE: BACARDI NEEDS YOUR HELP

Importance: High

THANK YOU VERY MUCH FOR YOUR SUPPORT.

I HAVE ALREADY RECEIVED A CALL FROM YOUR WASHINGTON OFFICE YESTERDAY
ATTERNOON WHILE I WAS FLYING BACK FROM WASHINGTON DC.

IF ALAN LARSON (DEPUTY SECRETARY OF STATE} WOULD HAVE ALREADY DENIED, AS
HE

SHOULD HAVE AND AS HE HAS PROMISED TO DO, THE PENDING *OFAC" LICENSE
ADPLICATION FROM PERNOD/CUEBA, (GRANTING IT WOULD GO AGAINST USA LAW),
THIS

WHOLE PROBLEM AT PTO WOULD HAVE BEEN RESOLVED BY NOW.

I MET WITH LARSON TUESDAY MORNING AND HE ASKED M2 FOR "A LITTLE MORE
TIME

TO ACT". . :

I TOLD HIM HE EAS HAD ON HIS SIDE US LAWS AS WELL AS FIVE YEARS OF TIME
TO

ACT. I REMINDED XIM THEAT AT OUR PREVIOQUS MEETING FEB. 14 HE PROMISED ME
TO

ACT "IN A MATTER OF WEEXS", BUT THAT WAS OVER TVWO MONTHS AGO.

LARSON’S ONLY PROBLEM IS THAT HE HAS A VERY SERIOUS HANDICAP
UNDERSTANDING
THE VERB TO ACT.
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JOPRGE

nJeb Bush"
<jeb@jeb.org> Ta: "J Rodriguez-Marquez”
<jrcdriguaz-marquez@bacardi.com>
cC:
04a/24/2002 Subject: RE: BACARDI NEEDS

YOQUR HELP
06:33 AM

My Washington office just briefed me on the status of this and we will
push to get this resolved.

Jeb Bush

!t'***i*t'tt**ﬁﬁ"t*i***i!f**'i'f*'*'t*t***%'it*ti*ili***fi*

please note: Florida has a very broad public records law.
Most written communications to or from state officials
regarding state business are public records avallable to the
public and media upon request. Your e-mail communications
may therefore be subject to public disclosure.

————— Original Message-----
Prom: J Redriguez-Marquez [mailto:jrodriguez—marquez@bacardi.com]

gent: Thursday, April 18, 2002 5:36 PM
To: Jebh Bush

Subject: BACARDI NEEDS YOUR HEILP
Importance: High

DEAR JEB,

UNFORTUNATELY NOTHING HAS CHANGED SINCE THE MEETING WITH PTO FEBRUARY
25TH.

BUREAUCRATS AT FTQ CONTINUE TO WIN THE BATTLE FOR FIDEL AND PERNOD.

THIS CONFLICT IS TAKING A LIFE OF ITS OWN AND BACARDI IS BEING FORCED

TO
‘DEFEND ITS CASE PUBLICLY

IT IS EMBARRASSING TO US THAT PEOPLE, EVEN IN MIAMI, BELIEVE THAT IT IS
2 FOIA 0079




BACARDI, NOT SOME US GOVERNMENT BUREAUCRATS, WHO ARE THE REASON FOR

CASTRO
AND DERNOD TO STILL CLAIM THE HAVANA CLUB BRAND.

ONCE PTO ACTS FAIRLY AND PROFESSIONALLY FOLLOWING US LAWS BACARDI'S

PROBLEMS WILL BE OVER.
PLEASE, SOMEONE NEEDS TO TELL PTO TO STOP INTERFERING.

JORGE

FOIA 0080




Muniz, Carlos

Fram: J Rodriguez-Marquez ﬁrodriguez-marquez@bacardi.com]
Sepnt: Friday, May 10, 2002 5:06 PM

To: Oviado, Nina; Fraedman, Melissa

Subject: ANY NEWS

Dear Nina and Melissa,
Any news eince our last contact ?

since my last meeting with Larson (State Dpt.) April 23xd when he told me
he needed a little bit more time to act on the denial of the pending
application at OFAC (Treasury) which cuba/Pernod applied for in 97,1 have
heard nothing acr all from his office.

However, yesterday I visited with a friend at State who told me that Larsen
geems to be pushing his staff to move this issue forward, however, at a
multi-agency meeting (PTO,OFAC,USTR and ER) called last week for this
purpose lawyers from PTO and OFAC were Wore inclined to stall than to meve.

1f someone could have che determination and power to stop legal career
bureaucrats from fabricating delays, this adverse and unfortunate
government intervention into the life of a private business would end for
us and for the government. tc is costing plenty to both.

Regards,

Jorge

FOIA 0081




Slater Bayliss

From: Nina Oviedo [aviedon@sso.org]

Sent: Monday, May 13, 2002 10:38 AM

To: yablonski, Brian'; '‘Dana, Pam", \imenez, Frank'

Cc; 'Shanahan, Kathleen'; Jab Bush; Melissa Fresdman (E-mall)

Subject: RE:.Trade legisfation

Team----===~- We Feel that Nelson's efforts are clearly political. We talked

to his staff almoat daily last week and no one mentioned the e-mail letter;
of course they sent it through vgrandard processes" as opposed to delivering
directly to Governpor oY us----the Gov gives his e-mail address to the world!l
Nelson should have it.

We have 2 call in for Bryant Hall, Grazham's LD to see what Daschle may be
talling Graham about amendments. va alse have left a message for our Wi
contacts. :

We spoke w/ USTR contacts this merning. A deal has been cut and Daschle and
Lott will be opposing all amendmenze. USTR anticipates heavy debate Wed and
Thurs w/ hopes of a vote on Thursday.

We aleo spoke with Andy LaVigne who understands the current situvaticn and
told ug that he has talked to Graham and Nelson's staff and said, "If the
deal is cut, offer the amendment, calk about it, and withdraw it." Andy
takes the view that if we push too hard, we/citrus will hurt ourselves in
future negotiations.

A5 soon as we have a few more pieces...we will call...to talk about whether
we respond in writing. At this time, we feel that by rssponding we escalate
the political rhetoric.

Melissa is currently working on the Bacardi letter and we'll have that to
you lacer today for review. Nina.

----- original Message-----

From: Yablonski, Brian [mailto:Brian.Yablonski@MyFlorida.com]
Sent: Friday, May 10, 2002 5:57 &M

To: Dana, Bam; Oviedo, Nina; Jimenez, Frank

Ce: Shanahan, Kathleen; 'jeb@jeb.crg’

pubject: RE: Trade legislation

Nina, can you call Andy/Jennifer and find out what gives -~ this is clearly
the broader amendment -- did Citrus just ignore our counsel? any
expectations subsequent to our conversations from last week?

Daschle and the White House have a deal -- SO amendment just appears to be
going through the motions.

Option 1: Do a letter back to the senators indicating support for tpa and
support for a narrower amendment that applies to cicrus, reiterate that we
have contacted multiple parties on che issue, including grassley, and that
we will be involved in trade negotiations and looking out for florida's
interesta.

Finally, expcse Nelson in letter for his true intentions.

Ooption 2: Ignore the letter -- sr is political and nothing else. If asked
by reporters, we can state the abecve.

----- Original Meassage----- FOIA 0082
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Gent: Friday, May 10, 2002 4:21 PM

To: Oviedo, Nina; Jimenez, Frank; Yablonski, Brian
Ccc: Shanahan, Kathleen

subject: FW: Trade legiglation

citizen Services forwarded to us.

----- original Message-----

From: Bill_Nelson@billnelson.senate.gov
[mailto:Bill_Nelson@billnelson.senate.gov]
gSent: Wednesday, May 08, 2002 7:48 PM

To: jeb.bush@myflozida.com

Subject: Trade legislation

Dear Governor Bush:

We are wrliting to seek your partnership in a matter of vital importance to
the Florida citrus industry. We are contacting Yyou by e-mail because our
efforts to reach you by relephone late last week were unsuccessful.

In preparation for the Senate's final consideration of the Trade Promotion
Authority bill, we drafted an amendment that would help ensure the Florida
citrus industry 1is afforded falr treatment in future trade agreements. In
esgence, our amendment would prevent any negotiated reduction in the tariff
on

trazllian frozen concentrated orange juice from taking effect until the

Brazilian citrus industry ceases its unfair trada practices, specifically
dumping. \

In crafting this amendment, wa have consulted closely with Florida Citrus
Mutual, the Florida Department of Citrus and the Florida Department of
Agriculture and Consumer services, and we are aesured this language has
their

consansus support. They and we agree our chances of success are maximized
by an

amendsent that is broad enough to attract support from similarly situated
industries - and Senators from affected states. That is why our amendment
would

benefit several other industries subject to unfair foreign competition, and

not
just the citrus industry. The amendment is attached below for your review. )

In regponse TO our calls to you, we received a mema from your staff
informing us of your office's activities in support of the citrus induscry.
The

mema indicates that, while your gtaff has had recent discuassions with theix
counterparts in the Administration and in Congréss. your last conversations
with

administration officials were in February.

Now, with the bill on the Senate floor, we have spoken Co dozens of our
colleagues, as well to numerous senior Administration officials, on pehalf
of

this crucial amendment. We have na doubt that you are an influential voice
with

this Administration and invite you to join our efforts to help Florida's
citrus

growers by peeking the support of the White House for the amendment. A
signal

from the White House that this amendment has its support could deliver
enough

Republican Senators' votes to ensure its passage.

Furthermore, we urge that you personally contact Senator Charles Grassley,
the
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Ranking Republican on the Senate Fipance Committee, to request specifically

that
he support our amendment to the Trade Promotion Authority bill. Senator

Grassley can be reached at (202) 224-3744.

Please call us at your first available opportunity to discuss our

cooperative

efforcs and strategy to help our citrus growerse. For Senator Graham, call
(202)

224-3041, or for Senator Nelson, call (202) 224-5274.

Sincerely,

Bob Graham Bill Nelson

To extend trade authorities procedures with Yespect to
reciprocal trade agreements.

Referred to the Committee on and ordared to be printed
Ordered to lie on the table and to he printed

2MENDMENTS intended to be proposed by Mr. NELSON of
Florida, for himself and Mr. GRAHAM of Florida

Viz: .
ac the end of sectiocn 3(a), insert the following new paragraph:

(8) PRODUCTS SUSJECT TO ANTIDUMPING AND COUNTERVAILING DUTY
ORDERS . ~Paragraph

(1) {A) shall not apply to a product that is the gsubject of an antidumping or
countervailing duty order at the time of the agreement referred to in
paragraph

(1), unless the agreement provides that as a term, condition, or
qualification

of the tariff concession, the tariff reduction will not be implemenced
before

the date that is 1 Yyear afrer the date of the rermination or revocatioen of
guch

antidumping or countervailing duty order with respect to all exporters of
such

product.

At the end or section 3(b), ingart the following new paragraph:

{4) PRODUCTS SUBJECT TO ANTIDUMPING AND COUNTERVAILING DUTY
ORDERS . -Paragraph

{1) shall not apply to a product that ic the subject of an antidumping oT
countervailing duty order at the time of the agreement referred to in
paragraph

{1), unless the agreement provides that as a term, condition, or
qualification

of the tariff concession, the tariff reduction will not be implemenked
before ’

the date that is 1 year after the date of termination or revocation of such
antidumping or countervailing duty order with respect to all exporters of
such

product.

FOIA 0084




Muniz, Carlos

From: Melissa Freedman [freedmm@sso.0rg)
Sent:  Monday, May 13, 2002 5:28 PM
To: QOviedo, Nina

Subject: RE: BACARDI
The letter is coming along...} am waiting for dollar figures and employee numbers from Bacardi, to insert into the
letter. Jorge was very excited about the Governor's lelter to PTO. Heis grateful, and thinks It will go @ long way

in clearing up the issue.

-—-0riginal Message--——-

From: Nina Ovledo [mai(to:oviedon@sso.org}
sent: Monday, May 13, 2002 4:41 PM

To: Melissa Freedman (E-mail)

Subject: BACARDI

Melissa——pls update on bacardi....how's the lstter coming? Nina

FOIA 0085




Melissa Freedman

From: J Rodriguez-Marquez lirodriguez-marquez@bacardi.cam]
Sent: Tuesday, May 14, 2002 5:59 PM

To: freedmm@ss0.0rg

Subjact: RE: ANY NEWS

Importance: High

Follow Up Flag: Follow up

Due By: Wednesday, May 15, 2002 9:30 AM

Flag Status: Completed

Dear Melissa,

Havana Club Holdings is jeintly owned by the Cuban government and
Pernod-Ricard of France right now and always.

Wa do not believe that CubaExport exists any mare and we do not think that
CubaExport was ever directly a part of Havana Club Holdings other than
through the fact that CubaExportis or was also owned by the Cuban
govemment itself.

Parnod-Ricard can not be the sole owner of Havana Club Holdings becauss HCH
refiects ONLY a partnership to commercialize worldwide the Havana Club

brend and the Cuban government IS the ONLY and sole awner of the
distillerles, their production, and THE BRAND HAVANA CLUB ftself.
Pernod-Ricard, onlg through HCH, owns ONLY the rights to commercialize
Havana Club, and has no other asset. Thersfore, Pernod-Ricard without the
Cuban government CAN NOT DO ANYTHING.

Permod-Ricard approached ths Havana Club original owners (those who were
victims of Castro's canfiscation) in 1883, after we terminated Pernod as

our Bacardi rum distributor In France. They wanted to buy the Arechabalas
(family name of original owners) rights, but failed. Than approached Castro

and made a deal farming Havana Club Holdings. Bacardi and Arechabalas both
wrote lettars to Pernod warning them NOT to make a deal with Castro over
stolen properties. Perned reply ignering the warnings.

After Pernod signed the deal with Castro, the Arechabalas came to Bacardi
knowing that for many years we have tried to buy their rights without
success.

Thay were Jooking for a way to be able to fight back now that this new and
additional thief (Pernod) came to aggravate their own siluation.

We offer to buy and we clased aur agreement verballr with them In 1995 and
togather agreed to start the fight by selling Havana Club made by us in the
USA. The final documents were signed in 1997 after a lot of due diligence
which the Arechabalas had to complete befora they were able to give us
clear ownership.

Melissa, the whole process at TTAB (part of PTO) is in "stay" right naw
pending the resolution of a federal litigation which we had to file

a?amst PTO this past March 15th complaining about PTO's incredible actions
of January 15th of this year when they placed the registration on
CubaExport's name. That means that PTO may answer you in the same way.
HOWEVER, once Larsen denies the OFAC license, we can then withdraw aur
legal suit against PTO and the whole process at TTAB (PTQ) can move faster.
Wa can not take a chance withdrawing the law suit when OFAC is still alive

as a serious threat to our case.

Al of that means, that the Governor's actions almed at Larson or above,
regarding the OFAC issue, could be much mare effectiva today than those at
PTO, for now.

Thanks for alf your help. Call me or e-mall back with ANY questions.

Jorge
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"Melisza

Freedman” To: "J Rodriguez-Marquez" <jrodriguez-marquez@bacardi.com>
<freedmm@sso. cc:

org> Subject: RE: ANY NEWS

0511412002
02:38 PM
Please
respond to
freedmm

Hel's,
Thznks for all of tre information...) have a coupla more questlons for you.

—15 Havana Club Haldings jainlly owned by CubaExport and Pemod right now?
Or is Pernad the only owner?

~Ven and Haw did Pernod come into the picture?

-v.’.1an?did you guys purchase the brand name fram the original family

ownars

s are working cn the letter to PTO, and would like to get it out ASAP.
Asar that is done, | will work on the ather issue, to see how we can help
with OFAC.

Tranks, Melissa

~—0riginal Message—

From: J Raodriguez-Marquez [mailto:jrodriguez-marquez@bacardi.com]
Seat Monday, May 13, 2002 6:45 PM

To: freadmm@s$3.079

Suaject: RE: ANY NEWS

Imzartance: High

Dzar Melissa,

What you have here | believe is enough, although there is more "meat" butl
d5 not think you v:ould want to complicate it.* .

{ 2m nat sure that what | parsonally would want to say in this letter can
ba said at all, butif it could be, it would read something like:

»3acardi has already done everything by the book and has done it correctly
and legally, now it is time for those career bureaucrats at PTO who are not
hapfy that Bacardi is right, to move out of the way and let justice be

finally delivared.”

1 vl send you in a few minutes a draf for you to consider suggesting it
t1 the Governor on the case of the OFAC license which is hanging on
Lzrson's final dacision.

Thank you for yaur help,

Jarge

FOIA 0087




"Melissa

Freedman" To: "J Rodriguez-Marquez”
<jredriguez-marquez@bzcardi.com>

<freedmm@sso. cc:

org> Subject:  RE: ANY NEWS

05/13/2002
D4:44 PM
Plaase
respond to
freedmm

Jorge...here is the re-worked paragraph. IF thara are any facts wrong. or
somathing that should be added, please do so.

Thanksl

Sti‘nce 1I995 Bacardi-Martini, USA, Inc. has sought, through every legal
channel,

to cancel the Fide! Castro regime's claimed rights to the Havana Club
trademark.

In 1960, Fidel Castro illegally confiscated the Havana Club brand from the
family that

crealed the company in 1934. (stikethrough: Then, in} In 1976, Castro
transferred the brand name to

SubaExpon,a Cuban gavernment-controlled company and registered itinthe

SA.
Vears later in 1993 (strikethrough: the) a new company Havana Club
Heldings,was created 2s a joint{strikethrough: ly) venture owned by the
Cuban government and a French company called Pemnod-Ricard wha then claimed
CubaExport's rights and applied for and was granted,legal registration of
tha brand for uss in the United States.
However the Havana Club brand and assets,were purchased b{ Bacardi from the
criginal and legltimate owners and is legally owned by Bacardi-Martini,USA,
Inc. since 1995 as confirmed by US federal courts proceedings of 1887,

After the 1997 federal court ruling in favor of Bacardi which was

reaffirmed in appeals reaching the US Supreme Court who declded in Oclober
of 2000, Bacardi is still waiting for PTO to finally end this process and

pive Bacard! its rights to the Havana Club rademark In the US.

Thanks for your help, Melissa

——0riginal Message—-—

From: J Rodriguez-Marquez [mailto:jrodr}guez—marquez@bacardi.com}
Sent: Friday, May 10, 2002 6:06 PM

To: oviedon@sso.org; freedmm@sso.org

Subject: ANY NEWS

Dear Nina and Melissa,
Any news since our last contact ?

Since my last meeting with Larson (State Opt.) April 23rd when he told me

he needed a little bit mora time to acton the denlal of tha pending
application at OFAC(Treasury) which Cuba/Pernad applied for in 97,1 have
heard nothing at all from his office,

Hawever, yasterday | visited with a friend at State wha tald me that Larson
seems to be pushing his staff to move this issue forward, however, at
multi-agency meeting (PTO,OFAC,USTR and EB) called last week for this
purpose lawyers from PTO and OFAC were more inclined to stall thaa {o move.

If someona could have the determination and pawer to stop legal career
bureaucrats from fabricating delays, this adverse and unfortunate
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government Intervention into the life of a Frivate business would end for
us and for the government. ltis costing pienty to both. ] ) ,

Regards,
Jorge
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Slater Bayliss

From: Nina Oviedo {oviedon@ss0.07g)

Sent: Wednesday, May 15, 2002 4:21 PM
To: Jeb Bush; Kathleen Shanahan (E-mail)
Cet Melissa Freedman (E-mail)

Subject: Bacardi update

We have been in contact w/ Jorge everyday this week (it's lke pulling teethl Trying to gel the facts straight).
We're very close to a draft letter for your review but we want ta have a phone conferance—with the
Undersecretary at State, Allan Larsen, wha's helping Jorge. Altan wilt be returning from Russia tonight...we wifl
speak with him tomorrow. Apparently the issua is under review by the Natianal Security Council-—we want to
make sura that we'ra not stepping on anyone's loes.

Nina
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Muniz, Carlos

Melissa Freedman [freedmm@sso.org]

From:

Sant: Tuasday, May 21, 2002 1:54 FM
To: Oviedo, Nina

Subject: Reminder—-Bacardi

Nina, have you talked to Kathleen about the Bacardi issue yet?

Also, just a reminder to put out the weekly to LCIR.
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Muniz, Carlos

From: Melissa Freedman [freedmm@sso.org]
Sent: Tuesday, June 04, 2002 3:09 PM

To: Oviedo, Nina

Subject: Bacardi

Nina,

Any word on whether Tallahassee gent the Bacardi letter to the Patent and
Trademark Office?

Thanks, Melissa
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Muniz, Carlos

From: Melissa Freedman [freedmm@sso.org]
Sent: Thursday, Juna 20, 2002 11:17 AM
To: Oviedo, Nina

Subject: FW: Letter to Commerce

Follow Up Flag: Follow up

Due By: Wednesday, June 19, 2002 9:00 PM
Flag Status: Flagged

FYI-~

----- Original Message-----

From: J Rodriguez-Marquez [mailto:jrodriguez-marquez@bacardi.com)
Sent: Wednesday, June 19, 2002 7:11 PM

Ta: freedmm@ssd.org

Subject: Letter to Commerce

Dear Melissa,
THANK YOU VERY MUCH for sending me your fax Monday with the letter to

Rogan.

I have heard that the Larson issue is now almost like a done deal and I
hope that is true.

please, keep me in your mind if you hear aaything from either PTO or OFAC.
Thanks again,

Jorge
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Muniz, Carlos

From: Canady, Charles T. [Charlas.Canady@MyFlorida.com]
Sent: Friday, July 12,2002 2:35 PM

Ta: Oviedo, Nina

Subject: RE: letter from Rogan

Nina--I'm glad to take the credit for Jon's good work, but he actually
worked for then Judiciary Chairman Hyde. Have fun in Boise.

----- Original Message=----

Trom: Nina Oviedo [mailto:oviedon@aso.org]

Sent: Friday, July 12, 2002 2:30 PM

To: Kathleen Shanahan {E-mail)

Ce: Governor Bush (E-mail); Jan Russo (E-mail); Melissa Freedman
(E-mail); Charles Canady (E-mail)

Subject: FW: lecter from Rogan

s

Kathleen, see Melissa's draft note from Gov to Rogan. Jon Dudas is a former

Charles Canady staffer....has been very helpful to us on this issue, Nina.
Jan----ple format. Thanks.
Charleg----fyi----your former etaff's good efforts! Nina

----- Original Message-----

From: Melissa Freedman {mailto:freedmm@sso.oxrg]
Sent: Friday, July 12, 2002 2:20 PM

To: Nina Oviedo

Subject: FW: letter from Rogan

Jim,

Thank you for the information you paassed along regarding the Bacardi case.
Your cander on the issue is appreciated. Along with the continued
asgistance of Mr. Jon Dudas, your attention to this matter

has been very helpful.

Please do not hesitate to call upon me, if I can be of service ta you in the
future.

Sincerely,
Jeb Bush

{Suggestion: Handwrite a hello from Kathleen and Charles.)

----- Original Message-----

From: Shanahan, Kathleen [mailto:Kathleen.Shanahan@MyPlorida.com]
Sent: Friday, July 12, 2002 1:26 PM

To: Ovieda, Nina; Shanahan, Kathleen

Ce: Freedman, Melissa; Governor Bush (E-mail)

Subject: RE:; letter from Rogan

I wanted to be sure of the facts that is what I xead in ltr as well.
You all should send the ltr to Jorge as a follow on to your conversations.
Thanks.

Can you draft a quick thank you from Qov - send to jan and we will
print/send to Jim Rogan.

Kathleen
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----- Original Message----- .
From: Nina Oviedo (mailtc:oviedon@sso.oxrg]

Sent: Friday, July 12, 2002 10:32 AM

To: Kathleen Shanahan (E-mail)

Cc: Melissa Freedman (E-mail); Governor Bush (E-mail)

Subject: letter from Rogan

Kathleen, we rec'd your fax re~-Barcardi response from Rogan. Can we share
it w/ Jorge Redriguez, Barcardi?

The letcer essentially tells us what Melissa and I have said all

along....Jjorge's lawyers are pursuing the wrong strategy. Rogan can't do a -

thing because Barcardi has now sued the P4T office. Rogan now needs to wait
for a court decision.

Nina.
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Muniz, Carlos

From: Shanahan, Kathleen [Kathleen.Shanahan@MyFlorida.com]

Sent: Friday, July 12, 2002 4:53 PM

To: Oviedo, Nina; Shanahan, Kathlean

Cc: Governor Bush (E-mail); Russo, Jan; Freedman, Melissa; Canady, Charles T.
Subject: RE: fetter from Rogan

perfect

let; get gov to esign on monday when back

thanks all

kathleen

----- Original Message-----

From: Nina Ovisda [mailtc:oviedon@sso.orgl

gent: Friday, July 12, 2002 2:30 PM

To: Kathleen Shanahan ({E-mail)

Ce: Governor Bush (E-mail); Jan Russo (E-mail); Melissa Freedman

(E-mail); Charlee Canady (E-mail)
Subject: FW: letter from Rogan

Kathleen, see Melissa's draft note from Gov to Rogan. Jon Dudas is a former
Charleg Canady staffer....has been very helpful to us on this issue. ¥ina.

Jan----ples format. Thanks.
Charleg----fyi----your former staff's good efforcs! Nira

————— Original Message-----

Trom: Melissa Freedman [mailto:freedmm®@sso.org]
Sent: Friday, July 12, 2002 2:20 PM

To: Nina Oviedo

Subject: FW: lettex from Rogan

Jim,

Thank you for the information you passed along regarding the Bacardi caze.
vour candor on the issue is appreciated. Along with the continued
agsistance of Mr. Jon Dudas, your attention to this matcex

has been very helpful.

Please do not hesitate co call upen me, if I can be of service to you in the
future.

Sincerely,
Jeb Bush

(Suggestion: Handwrite a hello from Kathleen and Charles.)

----- orlginal Message-----

From: Shanahan, Xachleen [mailto:Kathleen.ShanahangMyFlorida.com)
Sent: Friday, July 12, 2002 1:26 PM

To: Oviedo, Nina; Shanahan, Kathleen

Cc; Freedman, Melissa; Goveyrnor Bush (E-mail)

Subject: RE: letter from Rogan

I wanted to be sure of the facts that is what I read in ltr as well.
You all should send the ltr to Jorge as a follow on to your conversations.
Thanks. )

Can you draft a gquick thank you from Gov - send to jan and we will
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print/send to Jim Rogan.

Kathleen

----- Original Message-----

From: Nina Oviedo [mailto:oviedon@sso.org]

Sent: Priday, July 12, 2002 10:32 AM

To: Kathleen Shanahan (E-mail)

Cc: Melissa Freedman (E-mail); Governor Bush (E-mail)

Subject: letter from Rogan

Kathleen, we rec'd your fax re--Barcardi response from Regan. Can we gshare
it w/ Jorge Rodriguez, Barcardi?

The letter essentially tells us what Melissa and I have said all
along....Jorge's lawyers are pursuing the wrong strategy. Rogan can't do a
thing because Barcardi has now sued the P&T office. Rogan now needs to wait
for a court decision.

Nina.
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Muniz, Carlos

From: Lauren Burke [burkel@sso.org]
Sent: . Monday, July 15, 2002 1:20 PM
To: Qviedo, Nina

Subject: FW: letter from Rogan

----- Original Message-----

From: Lauren Burke [mailto:burkel@sso.orgl
Sent: Monday, July 15, 2002 1:159 PM

To: Rusea, Jan

Subject: RE: letter from Rogan

The Honorable James E. Rogan

Us patent and Trademark Office
Crystal Park, Building 2, Rocom 306
2121 Crystal Drive

Arlingren, VA 22202

----- Original Message-----

From: Russo, Jan [mailto:Jan.RussoGMyFlorida.com]
Sent: Monday, July 15, 2002 1:04 PM

To: Burke, Lauren

Subject: FW: letter from Rogan

----- Original Message-----

From: Rusao, Jan

Sent: Friday, July 12, 2002 2:46 PM
To: COviedo, Nina

Subject: RE: letter from Rogan

T2ppy to format: may I please get a last name and address for the letter?

----- Original Message-----

Trom: Nina Oviedo [mailto:oviedon@sso.org]

Sent: Friday, July 12, 2002 2:30 PM

To: Kathleen Shanahan (E-mail)

Cc: Governor Bush (E-mail); Jan Russo (E-mail); Melissa Freedman
£-mail); Charles Canady (E-mail)

Subject: FW: letter from Rogan

Xathleen, see Melimssa's draft note from Gov to Rogan. Jon Dudas is a former
Crarles Canady staffer....has been very helpful to us oa this issue. Nina.
Jan----pls format. Thanks.

Charleg----fyl----your former staff's good efforts! Nina

----- Origiral Message-----

From: Melissa Freedman (mailto:freedmm@sso.org]

Bant: Friday, July 12, 2002 2:20 PM

To: Nina oviedo

Subject: FW: letter from Rogan

Jdim,
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Thank you for the information ycu passed along regarding the Bacardi case.
Your candor on the issue is appreciated. Along with the continued
assistance of Mr. Jon Dudas, your attention to this matter

has been very helpful.

Please do pot hesitate to call upon me, if I can be of service to you in the

future.
Sincerely,
Jeb Bush

{Suggestion: Handwrite a hello from Kathleen and Charles.)

----- Original Message-=----~
From: Shanahan, Kathleen ([mailta:Kathleen.Shanahan@MyFlorida.com]

Sent: Friday, July 12, 2002 1:26 PM

To: Oviedo, Nina; Shanahan, Kathleen

Cc: Freedman, Melissa; Governor Sush (E-mail)
Subject: RE: letter from Rogan

I wanted to be sure of the facts that is what I read in ltr as well.
You all should send the ltr to Jorge as a follow on to your conversations.
Thanka.

Can you draft a quick thank you from Gov - send to jan and we will
princ/send to Jim Rogan.

Kathleen

---~-Original Message----- .

Prom: Nina Oviedo [mailto:oviedor@sso.org]

Sent: Friday, July 12, 2002 10:32 AM

To: Kathleen Shanahan (E-mail)

Cc: Melissa Freedman (E-mail); Governor Bush (E-mail)
Subject: letter from Rogan

Xathleen, we rec'd your fax re--Barcardi response from Rogan. Can we share
it w/ Jorge Rodriguez, Barcardi?

The letter essentially tells us what Melissa and I have msaid all
aleng....Jorge's lawyers are pursuing the wrong stracegy. Rogan can't do a
thing because Barcardi has now sued the PiT office. FRogan now needs to walt
for a court decision.

Nina.
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Muniz, Carlos

From: Melissa Freedman [freedmm@sso.org]
Sent: Wednesday. July 17, 2002 1:48 PM
To: Oviedo, Nina; Russo, Jan

Subject: RE: letter from Rogan

Sure--you can send it to:

Undersecretary and Director James Rogan
US Patent and Trademark Office

Crystal Park, Building 2

2121 Crystal Drive

Arlington, VA 22202

Thanks, Melissa

----- Original Message--~----

From: Nina Oviedo ([mailto: ov1edon®aso orgl

Sent: Wednesday, July 17, 2002 1:14 PM

Ta: Melissa Freedman (E-mail); Jan Russo (E-mail}
Subject: FW: letter from Rogan

Jan, as you know...I've been cut of town.
Melissa---can you help her out? Nina

----- Origipal Message-~---~

From: Russo, Jan [mallto:Jan.Russo@MyFlorida.com]
Sent:; Friday, July 12, 2002 2:46 PM

To: Oviedo, Nina

Subject: RE: letter from Rogan

happy to format: may I please get a last name and address for the letter?

----- original Message-----

From: Nina Oviedo [mailto:ovieden@sso.orqg)

Sent: Friday, July 12, 2002 2:30 PM

To: Kathleen Shanahan (E-mail)

Cc: CGovernor Bush (E~mall}; Jan Rusao (E-mail); Melissa Freedman
(E-mail); Charles Canady (E-mail)

Subject: FW: letter from Rogan

Kathleen, see Melissa's draft note from Gov to Rogan. Jon Dudas is a former
Charles Canady staffer....has been very helpful to us on this ispue. Nina.

Jan----pla format. Thanks.
Charles~---fyi----your former staff's good efforts! Nina

---- Original Message-----

From: Melissa Freedman [mailto:freedmm@sso.org)
Sent: Friday, July 12, 2002 2:20 BM

To: Nina Oviedo

Subject: FW: letter from Rogan

Jim,

Thank you for the information you passed along regarding the Bacardi case.
Your candor on the issue is appreciated. Aleng with the continued
assistance of Mr. Jon Dudas, your attention to this matter

has been very helpful.
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Please do not hesitace to call upon me, if I can be of service to you in the
future.

Sincerely,
Jeh Bush

{Suggestion: Handwrite a hello from Kathleen and Charles.)

----- Original Message----~

From: .Shanahan, Kathleen [mailto:Kathleen.Shanahan@MyFlorida.com]
Sent: Friday, July 12, 2002 1:26 PM

To: Oviedo, Nina; Shanahan, Kathleen

Cc: Freedman, Melissa; Governor Bush (E-mail)

Subject: RE: letter from Rogan

I wanted to be sure of the facts that is what I read im ltr as well,
You all should send the ltr to Jorge as a follow on to your cenversations.
Thanks.

Can you draft a quick thank you from Gov - send to jan and we will
print/send to Jim Rogan.

Xathleen

----- Original Message-----

From: Nina Oviedo [mailto:oviedon@sso.org)

Sent: Friday, July 12, 2002 10:32 AM

To: Kathleen Shanahan (E-mail)

Cc: Melissa Freedman (E-mail); Governor Bush (Z-mail)
Subject: letter from Rogan

Xathleen, we rec'd your fax re--Barcardi response from Rogan. Can we share
it w/ Jorge Rodriguez, Barcardi?

The lecter essgentially tells us what Melissa and I have said zll
along....Jorge's lawyers are pursuing the wrong strategy. Rogan can't do a
thing because Barcardi has now sued the PsT cffice. Rogan now needs to wait
for a court decisicn.

Nina.
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Muniz, Carlos

Fram:
Sent:
To:
Subjsect:

i‘?@

bacard|_letter.doc

Nina,

Melissa Freedman [freedmm@sso.org)
Wednesday, May 22, 2002 10:47 AM
Oviedo, Nina

Bacardi Istter finishad

Zere is the edited version of our Bacardi lecter.

Thanks, Melissa

I can bring in your last edits to see where I made changes, if you'd like.
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May 22, 2002

The Honorable James E. Rogan
US Patent and Trademark Office
Crystal Park, Building 2, Room 908
2121 Crystal Drive

Arington, VA 22202

Dear Under Secretary Rogan:

| am writing on behalf of Florida-based Racardi-Martini, Inc. to ask that the Patent and
Trademark Office take quick, decisive action on a pending application ta expunge the
registration of the trademark Havana Club. The out-dated registration belongs to a company
owned by Fidel Castro czlled CubaExport and should be cancelled immediately.

Bacardi-Martini, Inc. generates close to one billion dollars worth of business a year
nationally. The company's demestic headquarters are located in Coral Gables ang
represents more than 300 jobs to Florida and more than 600 psople throughout the US.

As | understand, since 1997 Bacardi-Martini, Inc. has sought, through every legal channel, to
cancel the Fide! Castro regime's registration to the Havana Club trademark. In 1960, Fidel .
Castro confiscated the Havana Club brand from the family that owned the company. Castro
transferred the brand name to CubaExpart, a Cuban gavernment-controlled company in
1976. Years later, the company Havana Club Holdings, jointly owned by CubaExport and
the French company Pernod-Ricard, applied for and was granted, legal registration of the
brand for use in the United States. However, Bacardi-Martini, Inc. purchased the Havana
Club brand and assets in 1897 from the original owners.

Though Bacardi-Martini, Inc. has spent a great deal of time and money to cancel the
delinquent registration owned by the Castro regime, there has been no relief for the
company. Instead, they have been faced with a process mired in lengthy bureaucratic
procedures, with no end in sight.

A swift resolution to this matter is imperative. Should you have further questions, please do
not hesitate to contact my Washington DC Office at 202/624-5885. Thank you for your
consideration of this matter.

Sincerely,

Jeb Bush
Gavemor
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Muniz, Garlos

From: Melissa Freedman [freedmm@sso.org)
Senl: Wednesday. May 22, 2002 1:06 PM
To: Oviedo, Nina

Subject: ' Bacardi Letter

bacard]_letter.dec

Hi Nina,

Finally...we got all of our questions answered by Jorge at Bacardi. Here is
the £inal version of the letter.

Thanks, Melissa
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May 22, 2002

The Honorable James E. Rogan
US Patent and Trademark Office
Crystal Park, Building 2, Reom 906
2121 Crystal Drive

Adington, VA 22202

Dear Under Secretary Rogan:

| am writing on behalf of Florida-based Bacardi-Martini, Inc. to ask that the Patent and
Trademark Office take quick, decisive action on a pending application to expunge {he
registration of the trademark Havana Club. The out-dated registration belongs to a company
owned by Fide! Castro called CubaExport and should be cancelled immediately.

Racardi-Martini, Inc. generates close to cne billion doliars worth of business a year
nationally. The company's domestic headquarters are located In Coral Gables and has a
warkforce of more than 300 Floridians and more than 600 employees throughout the us.

As | understand, since 1997 Bacardi-Martini, inc. has sought, through every legal channel, to
cancel the Fidel Castro regime's registration to the Havana Club trademark. In 1960, Fidel .
Castro confiscated the Havana Club brand from the family that owned the campany. Caslro
teansfarred the brand name to CubaExport, 2 Cuban govemment-cantrolled company in
1976. In 1993, the company Havana Ciub Holdings, jointly owned by CubaExport and the
French company Pernod-Ricard, applied for and was granted, legal registration of the brand
for use in the United States. However, it was not theirs to register. Furthermore, Bacardi-
Martini, Inc. purchased the Havana Club brand and assets in 1997 from the original owners.

Though Bacardi-Martini, Inc. has spent a great deal of time and money to cancel the
delinquent registration owned by the Castro regime, there has been no relief for the
company. Instead, they have been faced with a process mired in lengthy bureaucratic

procedures, with no end in sight.

A swift resolution to this matter is imperative. Should you have further questions, please da
not hesitate to contact my office. You may also feel free to contact my Washington DC
Office at 202/624-5885. Thank you for your consideration of this matter.

Sincerely,

Jeb Bush
Gavernor
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Muniz, Carlos

From: J Rodriguez-Marquez Drodriguez-marquez@bacardi.com]
Sant: Thursday, May 23, 2002 8:36 AM

Tao: Freedman, Melissa

Cc: Qviedo, Nina

Subject: Re: Letter to PTO-URGENT

Importance: High

Jeb-PTO-5-23-02.d letter_PTO_jorge.d
ac oc

Dear Melissa,

I just got your e-mail this morning as I was in DC all day y=sterday.
Here attached is your own draft but showing now in red some minor changes I
have made.

I changed Bacarci's name bto reflect the name which must be shown in PT0's
records because it Wwas cthe name when this problem started.

Also, my office is in Coral Gables but Bacardi USA's office ig in the City
of Miami. I am the president of Bacardi-Martini Inc which is a service
company to Bacardi globally.

CubaExport's name 18 now AGAIN ghowing in the PTC'S regiatration for Havana
Club because when in January 15th of this year PTO acted to follow the
Federal Court's mandate to remove Havana Club Holdings from the
regiatration, PT0 decided then to leave the registracion in the name of
CubaExport who had the registration before HCH.

Bacardi's complaint is that CubaExport HAS NO LONGER ANY RIGHTS AT ALL
because they gave up their "alleged” rights to HCH'S in 1993 who lost them
in Federal Court in 1987.

However, Bacardi holds the ONLY pending application for that registration
at PTO since we filed it in 1895.

Remember, that once Larson from State Department approves the denial of the
Pernod-Cuba pending application at OFAC, the PTC issue could become a lot
easier to be resolved, therefore, do not forget the need to have that OFAC
license denied.

Thank you for your help.

Jorge
{see attached file: Jeb-PTO-5-23-02.d0oc)
“Melisgsa
Freedman" To: wJ Rodrlguez-Marquez" <jrodriguez-
marquez@bacardi.coms
<freadmm@sso. cec: "Nina Oviedo" <oviedon@sso.org>
org> Subject: fLetter to PTO--URGENT
05/22/2002
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02:38 PM
Please
regpond to
freedmm

Hi Jorge,

I hope all is well...tbough I know our issue with Cuba is still pending.

Oon

that matter, I have attached the letter that we would like to send toc the
Governor tcday for his signature. However, I wanted to offer you a chance
to review it to be sure that my facts are correct. The
ownership/registration is such a long story, I want to be sure I have
names,

dates, ete. correct.

Please get back to me as scon as you can, as I am going out of town this
evening, but want to take care of this before-I go.

Thanks 80 much--I look forward to hearing from you.
Melissa

{See attached file: lettex_PTO_jorge.doc)
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Dear :

| am writing on behalf of Flarida-based Racardi-Martini,USA, Inc. to ask that the Patent and
Trademark Office take quick, decisive action ona pending application to expunge the
registration of the trademark Havana Club. The out-dated registration belongs to a company
awned by Fidel Castro called Cubakxport and should be cancelled immediately.

Bacardi-Martini USA, Inc. generatas clase to ons billion dollars worth of businass a year
nationally. The company's domastic headquarters are located in Miami and has a workforce
of mare than 300 Floridians and over 600 employees throughout the US.

As | understand, since 1997 Bacardi-Martini USA, Inc. has sought, through every legal
channal. to cancel the Fidel Castro regime’s registration to the Havana Club trademark. In
1960, Fidel Castro confiscated the Havana Club brand from the family that owned the
company. Castro transferred the brand name to CubaExport, a Cuban government-
controlled company in 1976. In 1993, the company Havana Club Haldings. jointly owned by
Castro's Cuban government and the French company Pernod-Ricard, applied for and was
granted, legal registration of the brand for use in the United States. However, it was not
theirs to register. Furthermore, Bacardi-Martini USA, Inc. purchased the Havana Club brand

and assets in 1995 from the original owners.

Though Bacardi-Martini USA, Inc. has spent a great deal of time and money to cancel the
delinquent registration owned by the Castro ragime, there has been no relief for the
company. lnstead, they have been faced with a process mired in lengthy bureaucratic
procedurss, with no end in sight.

A swift resolution ta this matter is imperative. Should you have further questions, please do
not hesitate to contact my office. You may also feel free to contact my Washingtan DC
Office at 202/624-5885. Thank you for your cansideration of this matter.
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Dear :

1 am writing on behalf of Florida-based Bacardi-Martini, Inc. to ask that the Patent and
Trademark Offics take quick, decisive action on a pending application to expunge the
registration of the trademark Havana Club. The out-dated registration belongs to a company
owned by Fidel Castro called CubaExport and sheuld be cancelled immediately.

Bacardi-Martini, Inc. generates close to one billion doltars worth of business a year
nationally. The company's domestic headquarters are located in Coral Gahles and has a
workforce of more than 300 Floridians and over 600 employees throughout the US.

As | understand, since 1987 Bacardi-Martini, Inc. has sought, through every legal channel, to
cance! the Fidel Castro regime's registration to the Havana Club tradamark. In 1960, Fidel
Castro confiscated the Havana Club brand from the family that owned the company. Castro
transferred the brand name to CubaExport, a Cuban governmant-controlled company in
1976. In 1993, the company Havana Club Holdings, jointly owned by CubaExport and the
French company Pernod-Ricard, applied for and was granted, legal registration of the brand
for use in the United States. However, it was not theirs to register. Furthermore, Bacardi-
Martini. Inc. purchased the Havana Club brand and assets in 1887 from the original owners..

Though Bacardi-Martini, Inc. has spent a great deal of time and money to cancel the
delinquent registration owned by the Castra ragime, there has been no relief for the
company. Instead, they have been faced with a process mired in lengthy bureaucratic -
procedures, with no end in sight.

A swift resolution to this matter is imperative. Should you have further questions, pleasa do

not hesitata to contact my office. You may also feel free to contact my Washington DC
Office at 202/624-5885, Thank you for your consideration of this matter.
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Muniz, Carlos

From: J Rodriguez-Marquez [jrodriguez-marquez@bacardi.com}
Sent: Tuesday, August 27, 2002 4:17 PM

To: Oviedo, Nina; Fraedman, Melissa

Subject: Update cn OFAC and PTO- Bacardi's Case
Importance: High

& &

plc29358.pX plc26962.pcx

Dear Nina and Mellsea,
Below is my message to you of 08-08-02 in case you missed it..
(Note: My grammatical construction is usually bad but the one way below...

sorry, it is very bad 1)

OFAC UPDATE:

Unfortunately, Alan Larson {Under Sactary. grate) decided to miss his best
opportunity to send his letter to OFAC recommending the denial of the
pending 1icenge which castro/Pernod have peen waiting for gince 1997.

Two weeks age, Friday August 9rh would have heen the pest tima for Larson
to act because it was a Friday ( no news on saturday), in August (most
people out of DC) and he was going on vacation for two weeks. Instead he
asked his Chief of staff to call me and tell me that he had not acted on
the letter but that he would call me after his return Monday August 26. I

have not heard from him at all.

I am now proceeding under the assumption that Alan Larson is not a help but

an ohatacle and major problem.

Hia predecessor Stewart Eizenstat created in 1597 this new QFAC license
application as 2 gift to the French { Pernod) and now Larson is centinuing
that same Clinton administration policy. It should not be gurprising to me
that Larson does NOT act as push doctrine follower.

mhig ipsue has been preventing Bacardi from creating new business and
Larson centinuos to ignore the damage he is costing our company .

Anything you can do to have this illegal pending applicatioen denied will be
greatly beneficial for Bacardi's business.

Let me know what you think we can do next.
Regards,
Jorge

----- Forwarded by J Rodriguez-Mazquez/BMUSA/Bacardi on 08/27/2002 12:07 PM

- -

J
Rodriguez-Mar To: freedum@aso.cry
quez cc: oviedon@ese.org
Subject: pTO and Bacardi's Case
08/08/2002
03:02 PM
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(Embedded
image moved (Embedded image moved to file: plc26962.pex)

to file:
pic29358.pex)

Dear Melissa,

I just learned yesterday that the federal law suilt which our lawyers had
filed in March 19th against PTO's move of January 15th when they moved the
registration of Havana Club from Havana Club Holdings (Pernod-Castro)} to
CubaExport (Castro's gavernment only) has now been completed.

The federal court ruled that our complaint was not valid because PTO had
not mads any substantive move regarding who in fact holds the registration,
that was our conceyn that PTO was congidering CubaiZxport as the current

holder.
Thic means that the'cancelation procedure” which our lawyers had initiated

with PTO on March 15ch against CubaExport' registration can now proceed
again after it was placed on-hold because of our litigation.

I hope that TTAB at PTO will now find goed reasons to move FAST ENOUGH in
the cancelation procedure to put a FINAL END to this Havana Club

controversy.

Anything you can do at PTO's end, will be very helpful. The Governor told
ma recently when we were traveling back from London "I hope we can do more"

after I thanked him again for his letter to Rogan.
I hear, over and over again, from sources inside State and the White House,
2s well as from the VP’'s office that the OFAC license will be denied any

day and that the letter to OFAC from Larson is ready on his desk just
waiting for him to sign it and send it.

Let me Xnow what you think about PTO.
Regarcds,

Jorge
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OFFICE OF THE UNITED STATES TRADE REPRESEN
EXECUTIVE OFFICE OF THE PRESIDENT
WasHineTon, D.C.
20308

USTR Paess RELLASES ARE AVAILADLE ON THE USTR WEBSITE AT WWW.LSTR.GSY, -
02-01
FoRr IMMED(ATE RELEASE: CONTACT: RICHARD MiLLS
JANUARY 2,2002 202.395-3230

WTO Issues Report Upholding Key Aspects
of U.S. Law in Trademarlk Dispute

WASHINGTON-The World Trade Organization (WTO) issued a report today upholding key
aspects of & U.S. law conceming the ownership of U.S. tradeimarks associated with businesses
confiscated in Cuba.

Today's WTO report confinns the longsianding ULS. position thal WTO intellectual property
rights rules lcave WTO Members free to protest trademarks by establishing their own trademark
ownership eriteria. The ruling does not call into question the distinction that the U.S. law in
question (sectian 211 of the FY'1999 Omnibus Appropriations Act) draws between original
trademark owners and companies that acquire a trademark as part of a government confiscation.

In another key finding requested by the United States, the WTO report, issued by the Appellate
Bady, also overtumed an earlier WTO panel report finding that section 211 denied parties {air and
cquitable judicial procedures to enforee rademark rights. It found, however, that the law's
teeatment of U.S. and Cuban companies is contrary to the national treatment and most-favored-
nation obligations under WTO rules.

Today's report suggests that in the absence of discrimination a [aw along the lines of section 211
would be consistent with WTO rules, and therefore those trademark owners who currently enjoy
proteation under section 211 could continue to enjoy that protzction,

At issuc is a European Union (EU) challenge to a provision of U.S. lavw, section 211, that limits
the ability of Cuban eatitics or their suceessors to claim ownership of trademarks and trade names
that they have confiscatcd, unless the original owner has consented. The EU’s complaint,
claiming a violation of international trade law, specifically the Agreement on Treadz-Related
Intellectual Property Rights (TRIPs). was prompted in part by a dispute over a trademark for a
Cuban rum.

The Appellate Body's findings cannol be appeated, and will be final when the WTO Dispute
Settlement Body adopts the report. The USTR will consult closely with Congresstonal

committees and interested Members in vonsidering an appropriate respoasc to today”s report.

Background:
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The EU requested consultations on section 211 in July 1999, and 2 WTO panel, composed in
October 2000 to consider the EU’s complaint, cireulated its repoct on August 6, 2001. The panel
found in favor of the United States on most grounds, but said that section 211 breached TRIPs
Agreement obligations to make fair and equitable procedures available to right holders. The EU

- appealed most of the issucs it lost to the WTO Appellate Body, and the United States cross- .
appealed on the one issue it lost. “[his Appellate Body report resolves those appeals.

The Appellatc Body and panel reports arc posted on the WTO website (wwavasta.orsy USTR's
briefs submiitted to the pane!l and the Appellate Body in the dispute are available at

wworustr. gov/en forcemenb/beiefs.
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1C 033. US 047 049. G & S: rums produced exclusively in the Province of La
Havana, Cuba
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December 22, 1997
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(1) TYPED DRAWING
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Filing Date September 12, 1994
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(1) TYPED DRAWING

74673898
May 15,1995

(APPLICANT) Havana Club Holding S.A. JOINT STOCK COMPANY
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Goods and [C 033. US 047 049. G & S: distilled liquor, namely rum. FIRST USE: 19500603.
Scrvices FIRST USE IN COMMERCE: 19930811

‘é‘:ﬁ‘ Drawing 3y pESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

pesien Seareh 451325260117

Scrial Number 74650678

Filing Date March 23, 1995

Owner (APPLICANT) Marquez-Arechabala, Gloria INDIVIDUAL UNITED STATES 3100
Jessie Court Fairfax VIRGINIA 22030

Discluimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "HAVANA CLUB"
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Services
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Desizn Search 440125200310 261121
ode

Scrial Number 73023981

Filing Date June 12,1974

Registration 1031651
Number

e FOIA 0119
g;]al‘htldtlon Janvary 27, 1976

Qwner (REGISTRANT) EMPRESA CUBANA EXPORTADORA DE ALIMENTOS Y
PRODUCTOS VARIOS DBA CUBA EXPORT COMPANY CUBA 55, 23RD ST.
VEDADO HAVANA CUBA

(LAST LISTED OWNER) EMPRESA CUBANA EXPORTADORA DE
ALIMENTOS Y PRODUCTOS VARIOS DBA CUBA EXPORT COMPANY BY
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UNITED STATES PATENT &
TRADEMARK OFFICE

OFFICE OF LEGISLATIVE AND INTERNATIONAL AFFAIRS
2121 Crystal Drive
CPK2, Suite 802
_ Arlington, VA 22202 .
(703) 385-9380 306 - 2960
Fax: {703) 305-8885

To: MELISSA Fecoman/ Date:
C Faxt p,. g2d-5885 Pages: 3

From: =, cavor meerz e,

f‘éaeamy 20, 2002..

(including this cover shaer)
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UNITED STATES PATENT AND TRADEMARK OFFICE

HAVANA CLUB HOLDING, S'A,
HAVANA CLUB, INTERNATIONAL, S.A.

Plaintiffs-Counter-Defendants-Appellants,

NOTICE

¥S.

GALLEON, S.A,,
BACARDI-MARTIN], USA, INC.

Defendants-Appellees.

On October 20, 1997, the Uniteé States Distrct Court for the Southern District of New
York entered a Partiai Judgment which concerns U.S. rademark registration No. 1,031,651, for
the trademark “HAVAN A CLUB & DESIGN"” for use on,rum. The Partial Judgment and
accompanying opinion were certified to the Director of the United States Patent and Trademark
Office pursuant to 15 U.S.C. § 1119. However, the district court ordered that the operation and
enforcerent of the Partial Judgment be stayed peading appeal from the final judgment in the
case. On October 26, 2001, pursuant to a request from one of the parties, the United States
Patent and Trademark Office (USPTO) issued an Order to Show Cause why the Director of the
United States Patent and Trademark Office should not now rectify the records of the USPTO
pursuant to 15 U.S.C. § 1119 to reflect the district court’s ocder invalidatinig the following
recorded assignments of the entire interest and goodwill in U.S. Registration No. 1,031,651
(Serial No. :73/023981):

(1) Reel: 1104  Frame: D046

Assignor: Empeesa Cubana Exportadora De Alimentos y Productos Yarios,
S.A.DBA Cubaexport

Assignee: Havana Rum and Liquors, S.A.
FOIA 0122
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(2) Reck: 1129 Frame: 0428
Assignor:  Hsvana Rum and Liguors, S.A.
Assignee: Havana Club Holdings, S.A. DBA HCH, S.A.

Having considered the initial submissions and replies from each party and the arguments
therein, the Director of the U.nitcd States Patent and Trademark Office hereby gives notice that
pursuaat to 15 U.S.C. § 1119, the records of the USPTO will be rectified to reflect the district
court's order invalidating the recorded assignments set forth above. Accordingly, the USPTO's
registration records will also be rectified to conform with the assignment records.

This Notice shall be served upon:

(1) Plaintiffs, by service upon counsel Charles S. Sims, Esq., Proskaucr Rose, LLP, 1585
Broadway, New York, N.Y. 10036, and by service upon I‘;dichacl Krinsky, Esq., Rabinowitz,
Boudin, Standard, Krinsky & Lieberman, P.C., 740 Broadway, New York, N.Y. 10003; and
2) befendams, by service upon counsel William R. Golden, Ir., Esq. Kelley, Drye & Warten,

LLP, 101 Park Avenue, New York, N.Y. 10178.

Dated:__lj_é_&%-' W

’ANNE H. CHASSER
Commissioner for Trademarks

FOIA 0123
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UNITED STATES COURT OF APPEALS

et somrr
T U3
40 FOLEY EQUARE v qe-e~ 7658
NEW YORK 16307 Tuoge SchEinolin

AL stated Term of the Unltad States Court of Appeals for the Second Clrciit, held
al the Unlted States Courtnouss in the City of New York, Foley Square, on the 4" day of

February, two thousand. - .

BEFORE: Hon. Ralph K Winter
Chief Judge
Hon. Jon O. Newman -
Hon. Senia Sotormayor '
’ Circuit Judges

Docket No. 89-7582

HAVANA cLUH HOLDING, 8.A., HAVANA cl\UB INTERNATIONAL, 8.A,,

plaintiz-Coumsr-Defendants-Appoliants,
-\

GALLEON SA, BACARDI-MARTINI USA, INC,,
Defandants-Countar-Clalmants-Appelicss,
GALLO WINE DISTRIBUTQRS, INC., GW.D. HOLOINGS INC,, PREMIER WINE AND SPlRlTs,f

Delondants-Appallaes.

pppeal fram the United Statas District Court for the Southem District of New York.

This cause came on to bs heard on the transcript of record from the Southem
District of New York and was argued by counsel. :

ON CONSIDERATION WHEREQF, it is now hereby ORDERED, ADJUDGED, and
DECREED that the Judgment of said district count be and It hereby is affirmed in
- accordanca with the oplnien of this court. . -

& FOR THE COURT .
>N ‘ Karen Greve Milton, Adting Clerk
A 6@\ By:
X ‘ B e QTN sl
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"UNITED STATES PATENT &
TRADEMARK OFFICE

OFFICE OF LEGISLATIVE AND INTERNATIONAL AFFAIRS
2121 Crystal Drive
CPK2, Suite 802
Arlington, VA 22202 . o
(703)3858300 206 - 29460

Fax; (703) 305-8885

To: NINA OVIETA Date: FESLUmAY Z &, 2002

Fax: _ Pages: 5—

) HOF ~6AY - 5084 . (including this cover sheer)
rom:

BELEANOR M ELTEER.

Subject:  pz. u. g TRAVEMAR R RESISTRATION N O- {‘03// £S/
( CHRVAN A CL V8 AN PESTGA _'Q
COMMENTS:,.

=27 precory MENOITE

® PHETIRL TOPLMENT
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EXECUT IVE CFC OF GOUERMOR 653 922

FPR-19-2ee2 15:18

4252 pP.BL/3L

Kathleen shanahan

. From: Jeb Bush [eb@ieb.org]
Sant: Thursday, April 18, 2002 §:43 PM
+ Tos Kathlsan Shanahan
Subject: FW: BACARD! NEEDS YOUR HELP fup

this ig ridiculous. lek us discuss.

Jeh Bush

ﬁGitti‘ﬁ*tivvwitaﬁbitbvw*ibi#it&vtitbi*i

ery broad public records law.

to or from state officials
ords available to the

vvobk*i’iiwtt‘{ifﬁi

Please nhote: Flerida has 2 V
Most written communicatians

yho

ragarding state buginass are publlc rec
public and media upon requast, youzr e-mail communicacions '}\}\
may therefore be subject to public disclogure. / A”
Y A
----- Original Message-——=< (4 Z/c_)/
rzom! J Rodriguez-Marqusz (mailtctjrod:iguez-mazqueszacardi.com] {(( s
a?

sent: Thursday, rpril 18, 2002 5:36 BM

Tot Jeb Bush

Subject: BACRRDL NEEDS ¥OUR RELE

* importance: High

OTAR JEB,

UNFORTUNATELY NOTHING HAS CHANGED SINCE THE MEETING WITH PTO FEERAUARY

2574,

SURKREAUCRATS AT pTO CONTINUZ TO WIN THZ BATTILE FOR FIDIL AND PEZRNOD,

THIS CONFLICT IS TAKING A LIFE OF ITS QUM AND BACARROL IS BEING FORCED

TO
DEFEND ITS CASE PUBLICLY

EVEN IN MIAMI, BELIEVE THAT IT IS

IT IS EMBARRASSING TO US THAT PEOPLE,
ac THE REASON EOR

BACARDI, NOT SQME 0S GOVERNMENT BUREAUCRATS, WRO A

CASTRO
10 STILL CLAIM THE HAVANA CLUB BRAND.

AND PERNOD
ONCE PTO ACTS FAIRLY AND PROFESSIONALLY FOLLOWING US LAWS BACARDL'S

PROBLEMS WILL BE OVER.

PLEASE. SOMEONE NEEOS TO TELL PTO 70 STOP INTERFERING
’-‘—‘—"~ -

JOAGE

Lt
FOIA 0129
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Fax Sheet

To: Jim Rogan
Fax: (703) 305-8664

Date: July 16, 2002
From: Carol Petty

Subject: IPO & Trade disputes w/ the EU & Canada.

Pages (INCLUDING COVER): 6

Comments;

FOIA 0130




From: Roe, Jason
Sent: Monday, September 02, 2002 8:32 PM
To: )

Dudas is going to take Bacardi mtg tomorrow. We will meet you @ DoC immediately followinf
EMT

—— - — 0 > Y - - o - .

Sent from my BlackBerry Wireless Handheld (www.BlackBerry.net)

-

FOIA 0131
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From: O
Sent: onday, September 02, 2002 9:47 PM

To: Jason.Roe@USPTO.GOV
Subject: RE:

Is that ok with kassenger and aldonis?

----- Original Message--——--
From: Jason.Roe@USPTO.GOV [mailte:Jason.Roe@USPTO.GOV)

Sentz Monda September 02, 2002 8:32 pPM ’
Subj .

- - - - - — - -

Sent from my BlackBerry Wireless Handheld (www.BlackBerry.nat)

Dudas is going to take Bacardi mtg tomorrow, We will meet you @ DoC irmediately followinf

FOIA 0132



From: Toupin, James

Sent: Wednesday, September 11, 2002 11:58 AM

To: Roe, Jason

Cc: Dudas, Jon; Rogan, James; Beresford, Lynne; Meltzer, Eleanar; Briskin, Michael
Subject: Havana Club

Jason, per our conversation, | hope this is what you're looking for by way of brief summary:

The USPTO's Trademark Trial and Appeal Board has today received a motion by respondents, in Gallecn, Bacardi, et al.
v. Havana Club, et al,, Cancellation No. 24, 108, asking the Board to issue an order for petitioners to show cause why the
proceeding should not be dismissed. The motion alleges that letters by Governor Bush of Florida to Director Rogan on
behalf of petitioners (Bacardi), and communication with Deputy Director Dudas, viclated the provision of the Government
in the.Sunshine Act under which na interested person outside an agency shall make or knowingly cause o be made to an
agency, or an employee who is or may reascnably be expected to be involved in the decisional process in a proceeding,
an ex parte communication on the merits, The provision requires an employee who receives such a communication to
place it on the public record, and allows for a show cause order why a claim should not be dismised as a rasult of such a
communication. The motion asks that all proceedings in the cancellation proceeding be suspended pending decision of
the motion to show cause, The motion further characterizes the temporal proximity of Governor Bush's original letter with a
contribution by Bacardi to the Florida Republican Party as implicating the fairness of the proceeding. Director Rogan is,
by statute, 2 member of the Trademark Trial and Appeal Board, but has not in his tenure participated in a proceeding of
the Board, nor has he done 50 in this case.
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From: Roe, Jason

Sent: Wednesday, September 11, 2002 1:54 PM
To: Prostic, Elizabeth

Cc! Dudas, Jon; Meltzer, Eleanor

Subject: FW: Havana Ciub

E-

They did file a motion w/ the Trademark Trial and Appeal Board. A brief summary below,

Jason

-——Original Message-—-

From: Toupin, James

Sent: Wednesday, September 11, 2002 11:59 AM

To: Roe, Jason

ce Dudas, Jon; Rogan, James; Beresford, Lynne; Melizer, Eleanor; Briskin, Michael
Subject: Havana Club

Jason, per our conversation, | hope this is what you're looking for by way of brief summary.

The USPTQ's Trademark Trial and Appeal Board has today received a motion by respondents, in Gallzcn, Sacardi, et al.
v. Havana Club, et al., Cancellation No. 24, 108, asking the Board to issue an order for petitioners to show cause why the
proceeding should not be dismissed. The motion alleges that letters by Governor Bush of Florida to Diracter Roganon
behalf of petitioners (Bacardi), and communication with Deputy Director Dudas, violated the provision of tha Government
in the Sunshine Act under which no interested person outside an agency shall make or knowingly cause ta te made to an
agency, or an employee who is or may reasonably be expected to be involved in the decisional process in 5 creceeding,
an ex parte communication on the merits. The provision requires an employee who receives such a ccmmunication to
place it on the public record, and allows for a show cause order why a claim should not be dismised as a resutt of such a
communication. The motion asks that all proceedings in the cancellation proceeding be suspended gending decision of
the motion to show cause. The motion further characterizes the temporal proximity of Governor Bush's original fatter with 2
contribution by Bacardi to the Florida Republican Party as implicating the fairness of the proceading. Direcior Rogan is,
by statute, a member of the Trademark Trial and Appeal Board, but has not in his tenure participated in a graceeding of
the Board, nor has he done so in this case.
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Se¢.... Wednesday, September 11, 2002 1:54 PM

To: Toupin, James
Subject: RE: Havana Club
thanks jim

+««=-Qriginal Messagg—--

From:; Toupin, James

Sent: Wednesday, September 11, 2002 11:59 AM

To: Roe, Jason

Cc: Dudas, Jan; Rogan, James; Beresford, Lynne; Mellzer, Eleancr; Briskin, Michael

Subject: Havana Qub

Jason, per our conversation, | hope this is what you're looking for by way of brief summary;

The USPTO's Trademark Trial and Appeal Board has today received a motion by respondents, in Galleon, Bacardi, et
al. v. Havana Club, et al,, Canceliation No. 24, 108, asking the Board to issue an order for petitioners to show cause
why the praceeding should not be dismissed. The motion alleges that letters by Governor Bush of Florida to Director
Rogan on behalf of petitioners (Bacardi), and communication with Deputy Director Dudas, violated the provision of the
Government in the Sunshine Act under which no interested person outside an agency shall make or knowingly cause
to be made to an agency, or an employee who is or may reasonably be expected to be involved in the decisional
process in a2 proceeding, an ex parte communication on the meyits, The provision requires an employee who receives
such a communication to place it on the public record, and allows for a show cause order why a claim should not be
disrnised as a result of such a communication. The motion asks that all proceedings in the cancellation proceeding be
suspended pending decision of the motion to show cause. The motion further characterizes the temporal proximity of
Governor Bush's original letter with 2 contribution by Bacardi to the Florida Republican Party as implicating the faimess
of the proceeding. Director Rogan is, by statute, a member of the Trademark Trial and Appeal Board, but has natin
his tenure participated in a proceeding of the Board, nor has he done so in this case.
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St Wednesday, September 11, 2002 9:47 PM

To: Roe, Jason
Subject: RE:
Jason -

I'll provide you with what we have. If you believe more detail is necessary/desirable, please let me know.

Eleanor
(703) 306-2960
—0Qriginal Message—
From: Roe. Jason
Sent: Wednesday, September 11, 2002 4;56 PM
To: Maltzet, Eleanor
Subject:

Importance: High
do we have any briefs on the bacardi issue or can one be drafted for background for eliz. prostic at DoC?

Jason C. Roe, Chief of Staff

Office of the Under Secretary of Commerce for Intellectual Property
2121 Crystal Drive, Suite 906 | Arlington, VA 22202

Phone (703)305-8600 | Fax (703)305-8664

mailto:iason.roefuspto.gov | www.uspto.gov
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From: ) Roe, Jason
Sent: Sunday, September 01, 2002 3:18 PM ,@p .-
To: Dudas, Jon ‘)?’C
Subject: Bacardi
| s
o
Need to talk wf you today about Bacardi. ol AN
. ‘0 & ,g}@ssm@\k Q’Lﬁ
Call me at the office until 400 P aCS «30‘5” .
5V° <0 .

@ home later - \3%?

Jason C. Roe, Chief of Staff .
Office of the Under Secretary of Commerce for, Intellectual FProperty

2121 Crystal Drive, Suite 906 | Arlington, VA 22202
Phone (703)305-8600 ( Fax (703)305-8664 _
mailto:jason.roe@uspto.gov | Www.uspto.gov
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Dudas, Jon

From: Dudas, Jon

Sent: Tuesday, September 17, 2002 10:52 AM
To: Meltzer, Eleanor

Subject: FW:

Importance:  High
Sensitivity: Confidential
Follow Up Flag: Follow up
Flag Status: Flagged

Should you want it for your records

----- Qrlginal Message-----
From: Christina.Kojac@mail.house.gov [mallto:Christine.Kojac@mail.house.gov]

Sent: Monday, September 16, 2002 4:35 PM
To: jon.dudas@uspto.gov

Subject:

Importance: High

Sensitivity: Confidential

Jon,

1.) The Chairman is very concerned about the proposed RIF's in trademarks. How much will ths propased RIf's
cost? 1s there ANYthing we can do to stop this from happening?

2.}1 need to have a response back from you that the work @ home program is back on track. | know Chris has
talked to me about it, but it is still not back on track. This and the RIF's is a real concern for the Chairman.

3.) On a lighter nots, | have requested an up to date repart from Clarence Crawford on the fee collections to date
and the amount of fees you all have collected Patents and trademarks and the amounts you are unable to spend.
| asked for this as soon as possible. It would bs helpful to have it this evening.

4.) Can you give me PTO's response to the Washington Post article re: Bacardi?

Thank you.

Please give ma a call when you are abletodo s
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Dudas, Jon

From: Dudas, Jon

Sent; Tuesday, September 17, 2002 10:46 AM
To: Meltzer, Eleanor

Subject: RE: Answer to Christine's Bacardi Question

Nicely done. | do not want to e-mail anything. 1did let you and Chris know what | said.
Would you please let Richard/Brigid know? Thanks, Jon

By the way, should we set up the office over here for you--or would that have a
negative repercussion (2 offices)?

«=-=-Qriginal Message—

From: Meltzer, Eleanor
Sent: Monday, September 16, 2002 9:31 PM
To: Dudas, Jon

Subject: Answer to Christine's Bacardi Question

t

1.) The Chairman is very concerned about the proposed RIF's in trademarks. How much will the proposed RiF's
cost? Is there ANYthing we can do to stop this from happening?

Jon - May | ask you a coupls of questions about this?

2.) I need ta have a response back from you that the work @ home program is back on track. | know Chris has talked
to me about it, but it is still not back on track. This and the RIF's is a real cancern for the Chairman.

3.) On a lighter nots, | have requested an up to date report from Clarence Crawford on the fee collections to date and
the amount of fees you all have collected Patents and trademarks and the amounts you are unable to spend. | asked
for this as soon as possible. It would be helpful to havs it this evening.

4.) Can you give me PTO's response to the Washington Post article re: Bacardi?

Proposed Answer -

« The Office routinely receives - and rasponds to - inquiries on pending applications and procesdings.
Inquiries on pending applications and proceedings, particularly from elected officials writing on behalf of
their constituents, are 50 comman that we have at least one employee <Janie Cooksey> who has full-time
responslbility for drafting responses.

« Regarding this specific case, both parties have a history of promoting thalr views through the press. The
USPTO is marely a victim of circumstance - the cancellation proceeding happens to be pending before
our agency - so we are resigned to being mentioned, periodically, as the parties air thelr differences to
the media.

« Trademark files are all open to the public, so anyons with Interest can read the latter from our Office to
Govarnor Bush, which we are faxing to you. Bottom line for us: the Washington Post article was par for
the course with respect to this case,

[Jon - If you send this or say it, you should let Chris/Richard/Brigid know what you've said.]

FOIA 0139




Dudas, Jon

From: Christine Kojac@mail.houss.gov
Sent: Monday, September 16, 2002 4:35 PM
To: jon.dudas@uspto.gov

Importance: High

Sensltivity: Confidential

Jon,

1.) The Chairman is very concerned about the proposed RIF's in trademarks. How much will the proposed RIF's cost? Is
there ANYthing we can da to stop this from happening?

2.) I need to have a response back from you that the work @ home program is back on track. | know Chris has talked to
me about it, but it is still not back on track. This and the RIF's Is a real concern for the Chairman.

3.) On a lighter note, | have requested an up to date report from Clarence Crawford on the fee collections to date and the
amount of fees you all have collected Patents and trademarks and the amounts you are unable to spend. | asked for this
as soon as possible. It would be helpful to have it this evening.

4.) Can you give ma PTO's response to the Washington Post article re: Bacardi?

Thank you.

Please give me a call when you are ableto do s

Dudas, Jon

From: Boland, Lois

Sent: Thursday, August 22, 2002 8:23 AM
To: Dudas, Jon

Cce: Lo, Jennifer; Meltzer, Eleanor
Subject: FW: "HAVANA CLUB" Update
fmportance: High

Per your request ...

«—-Qrlginal Message——

From: Meltzer, Eieanor

Sent: Thursday, August 22, 2002 8:10 AM

Ta: Boland, Lots

Subject: “HAVANA CLUS" Updste

Importance: High FOIA 0140
Lois -

Yesterday afternoon, Jon requested that | pravide him with an update on the "HAVANA CLUB" proceedings in anticipation
of a September 3rd meeting with Grant Aldonas to discuss the possible implications of a recent State Department
decision memo regarding transfer of the "HAVANA CLUB" mark.

Pursuant to the guidance we recently received, rather than send this information directly to Jon,1am providing it to you.

1
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Fawcett, Robert D.

From: Knight, Bernard

Sent: Thursday, October 17, 2002 6:55 PM
To: Briskin, Michasl; Fawcett, Robert D.
Subject: FW: Bacardi issue

Follow Up Flag: Follow up

Flag Status: Flagged

An email that Jon Dudas had.

«-=-QOrlginal Message-—--

From: Dudas, Jon -

Sent: Thursday, October 17, 2002 5:43 PM
To: ° Knight, Bemard

Subject: FW: Bacardi issue

---~Qriginal Message-—-

From: Meltzer, Eleanor
Sent: Monday, June 17, 2002 12:16 PM
To! Dudas, lon; 'fon.dudas@att.net’
Subject: RE: Bacard} issue

ORAFT ~Havana

Clud ~ Gov Budh...

Jon -

I've taken a just-the-facts approach in this draft.

In order to avoid the "@#%$%&*! obstructionist bureaucrat” moniker, perhaps it would be best to provide a response as
soon as possible, even if it is destined to be faminated, framed, and given a prominent position at next week's meeting. =
addition, it might be a good thing to run this up the Main Commerce flagpole before sending it on its way.

Next time you see me in the haliway, let's talk about WINNING LOTTERY NUMBERS!!!

Eleanor
(703) 306-2960

——Qrlginal Message—-

From: Lo, Jennifer
Sent: Friday, June 14, 2002 5:57 PM
To: Dudas, Jon; Meltzer, Bleanar; 'jon.dudas@att.net’

Subject: Bacardi Issue

Here's the text from the lstter...

<< File: | am writing on behalf of Florida.doc >>

Eleanor- | made a copy for you and slipped it under your door. FOIA 0142
Thanks,

Jennifer Lo




Office of the Deputy Under Secretary
and eputy Director of USPTO
(703) 305-8700

FOIA 0143




The Honorable Jeb Bush

Office of the Governor

The Capitol

Tallahassee, Florida 32399-0001

Dear Governor Bush:

This is in response to your correspondence of June 13, 2002, regarding the trademark
“HAVANA CLUB.” You have requested that the United States Patent and Trademark
Office (USPTO) cancel this registration immediately,

U.S. Trademark Registration No. 1,031,651 (“HAVANA CLUB" and design) is the
subject of Cancellation Proceeding No. 92-024108 before the USPTO’s Trademark Trial
and Appeal Board (TTAB).

The cancellation proceeding was initiated in 1995 by Galleon S.A., Bacardi-Martini
U.S.A,, Inc., and Bacardi & Company Ltd. ("Bacardi"), against Havana Club Holding,
S.A and Havana Rum & Liquors, S.A., d/b/a/ HR.L., S.A. (“HCH™). At the request of
the parties, the proceeding was suspended on July 1, 1999, pending the outcome of other
civil litigation. The proceeding was revived, again at the request of the parties, earlier
this year.

On Mareh 15, 2002, Bacardi filed a petition to substitute CubaExport as the defendant in
the cancellation proceeding and to obtain summary judgment (for cancellation). On
March 19, 2002, Bacardi filed with the U.S. Court of Appeals for the Federal Circuit a
petition for review of the Commissioner for Trademark's January 15, 2002 order.
Galleon, S.A. v. Chasser, No. 02-1289 (Fed. Cir.).' On May 13.2002, the TTAB
suspended action on the cancellation proceeding pending the outcome of the relevant
litigation (Galleon, S.A. v. Chasser, No. 02-1289) in the U.S. Court of Appeals for the
Federal Circuit.

To an important degree, the parties themselves are determining the pace of final
resolution with respect to Cancellation Proceeding No. 92-024108. Please be assured that
the Office will act expeditiously when the proceeding reaches the stage where the TTAB
has statutory and regulatory authority to render  final decision.

FOIA 0144

' On January 15, 2002, pursuant to an October 20, 1997 Court order from the United States District

Court for the Southern District of New York, the USPTO's Commissioner for Trademarks ordered
USPTO assignment and registration records rectified to reflect owaership of U.S. rademark
Registration No. 1,031,651 in Cubaexport. The assignment changes were recorded at: Reel: 002398
Frames: 0855-0863.




Fawcett, Robert D.

From: Knight, Bernard
Sent: Thursday, October 17, 2002 6:54 PM
To: Briskin, Michael; Fawcett, Robert D.
Subject: FW. New Important Developments
Follow Up Flag: Follow up
Flag Status: Flagged
&)
PTQ-Summary PTO- Kay Caplions
Judgmant-31502.0... from Semmgey. .. FYI--An email received from Dudas.

-----0riginal Message-----

From: Dudas, Jon

Sent: Thursday, Octcber 17, 2002 5:43 BM
To: Knight, Bernard

Subject: FW: New Important Developments

----- Original Message-----

From: TThomaseédoc.gov (mailto:TThomasédoc.gov]
Sent: Thursday, March 21, 2002 5:49 BM

To: Jon.Dudas®@USETO.GOV

Subject: New Important Developments

check this ocut -- just talked to Jorge

----- Forwarded by Travig Thomas/HCHE/Osnet on 03/21/2002 05:48 PM -v-~w-
“J Rodriguez-Marquez"
<jrodriguez-marquez@b To: tthomas@doc.gov
acardi.coms> cc:

Subject: New Important Developments
03/20/2002 08:14 PM

Since our last conversation on the telephone Tuesday February 26th and as I
mentioned to you we would, last Friday March 15th our lawyers Kelley Drye &
Warren of New York filed with PTO a Motion for Cancellation of the
CubaExport Registration undexr Summary Judgment,

I am attaching here for your information the complete get of documents we
filed last Friday. (See attached file: PTO-Summary
Judgment-3-15-02.00C)

Also, this next attachment gives you a short version of the filing, based
on a selection I made of gome of the most important issues of the filing.
(See attached file: PTO- Key Captions from Summary Judgment-3-15-02,doc) FOIA 0145

In summary, PTO can not show CubaExport as the current holder of the Kavana
Club trademaxk because:




>

First.......... e e .CubaBxport willingly gave up all their
rights in 1993 when they transferred them to HCH.

Second..iiiiiiiiiiiaiiin., CubaExport's 20 year registration ended in 1995
and they choose not to renew it. That is six years ago. '

Third. ..ttt ii i, CubaExport was notified by US Federal Court
in 1997 that HCH had just lost any and all rights to the brand and yet they
still never tried to claim any rights at all.

We have had too many etrange experiences with PTO during the last few years
including PTO's failing to notify Bacardi as required, when the January
15ch, 2002 decision was adopted; also the continued disappearances of very
sensitive files from PTO records which we have been requesting for months.
These complaints are all documented and acknowledged by PTO. Our latest
unfortunate experience was last February 25th when I mat at PTO with Jon
Dudas and attorney Eleanor Meltzer and Ms Meltzer told me that "Bacardi
should not have rights to the Havana Club brand because we can rot make it
in Havana" and before we ended the meeting she told us that "if the OFAC
pending license application is granted it could change the total picturew.
We were all very surpriged to learn that Ms Meltzer was mixing two
allegations into the ?T0's process which are totally independent from PTO's
main concern, and also the fact that she was ready to pass judgement on
two scenarios in which she has no knowledge of or jurisdiction on.

We are confident that our Motion for Summary Judgment will be dealt with
expeditiously and without any undue negative influence from parties who may
not agrea with Bacardi's rights under the law.

Please, let me kncw if you have any questions. You can call me at my office
305-446-9050 or at my cell 305-613-5099.

Thank you for your time and interest in our case.

Jorge(See attached file: PTO-Summary Judgment-31-15-02.D0C) (See attached
file: PTO- Key Captions from Summary Judgment-3-15-02.doc)

FOIA 0146




EXHIBIT B




Persons Referenced:

Lynne Beresford:
Jeb Bush:
Charles Canady:
Jon Dudas:

Melissa Freedman:
Elizabeth Tadarola:
Jennifer Lo:

Kelley McCullough:

Fleanor Meltzer:
Nina Oviedo:
Jason Roe:

Jorge Rodriguez-Marquez

("Rodriguez"):
James Rogan:

Karl Rove:
Kathleen Shanahan
Travis Thomas:

CHRONOLOGY OF EVENTS'

Deputy Commissioner for Trademark Examination Policy, USPTO
Governor of Florida

General Counsel to Governor Bush

U.S. Deputy Under Secretary of Commerce for Intellectual
Property; Deputy Director of the USPTO

Works for Nina Oviedo

Lobbyist, MWW Group (Lobbyists for Bacardi)

Employee of Jon Dudas

Associate Director of Political Affairs (White House aide to Karl
Rove)

Attorney-Advisor, USPTO Office of Legislative and Int’] Affairs
Director, State of Florida’s D.C. Office at Hall of States (SSO)
James Rogan’s Chief of Staff

Vice-Director of Corporate Communications, Bacardi-Martini
U.S.A., Inc. — Bacardi’s chief in-house lobbyist

U.S. Under Secretary of Commerce for Intellectual Property;
Director of the USPTO

Adviser (& chief political strategist) to President George W. Bush
Govemnor Bush’s Chief of Staff

Director, Office of Business Liaison, U.S. Dept. Of Commerce

12/08/01 Jorge Rodriguez-Marquez ("Rodriguez"), Vice-Director of Corporate Communi-
cations of Bacardi-Martini U.S.A. Inc., discusses the TTAB proceeding with
Kelley McCullough, aide to President George W. Bush’s adviser, Karl Rove.

(FOIA 0013.)

01/08/02

Rodriguez e-mails Governor Bush, with the subject line "BACARDI NEEDS

HELP" ("1/8/02 Rodriguez e-mail"). Rodriguez asks Bush, inter alia, to help
Bacardi in connection with its efforts in this proceeding to cancel the HAVANA
CLUB trademark registration. (FOIA 0012-13.)

01/09/02

Governor Bush responds to Rodriguez following the 1/8/02 Rodriguez e-mail:

"Jorge, I will see what I can do." (FOIA 0029.)

02/01/02

The 1/8/02 Rodriguez e-mail is forwarded from Governor Bush’s Florida office to

Nina Oviedo, who works for the Office of Governor Bush in Washington D.C.
(FOIA 0012-14, 0023-24.) Handwritten notes apparently reflect a telephone
conversation between Deputy Director Dudas and someone on the Governor's

Underlining is used below to indicate ex parte communications evidenced in the available documents.




02/06/02

02/07/02

02/20/02

02/20/02

staff concerning Bacardi’s efforts to cancel the HAVANA CLUB trademark
registration and the view of Mr. Dudas that it "should be a slam dunk case."”
(FOIA 0013.)

E-mails indicate that Rodriguez met in Washington, D.C. with Oviedo and
Oviedo’s assistant, Melissa Freedman ("Freedman"), to discuss how Governor
Bush could assist in Bacardi’s efforts to cancel the HAVANA CLUB trademark
registration. (FOIA 0020-23.)

Rodriguez e-mails Oviedo and Freedman and thanks them for their time at the
above-mentioned 02/06/02 meeting. (FOIA 0015.) Revealing ex parte
communications concerning this proceeding made by and between Bacardi and
Lynne Beresford, Deputy Commissioner for Trademark Policies and Procedures
at the United States Patent and Trademark Office, Rodriguez added:

“I hope I was able to make our case clear enough, but if not let me know.

UNFORTUNATELY, yesterday I gave you the wrong name about the
lady from Patent and Trademark Office with whom we have been trying to
work with, but without good results.

Her correct name is:

LYNNE BERESFORD

and she was, at least two months ago, Deputy Commissioner for
Trademark Examination Policy."

Oviedo sends Rodriguez an e-mail (FOIA 0034-35) which reflects additional ex
parte communications concerning this proceeding made by and between her and
Freedman (on behalf of Governor Bush for Bacardi) and Eleanor Meltzer
("Meltzer"), an attorney at the U.S. Patent and Trademark Office:

"Today, Melissa [Freedman] and I spoke with a lawyer in the PTO who
has followed your case (Eleanor Me[ltz]er). . . . I have asked the PTO
office whether they might meet with us/you and provide some guidance.
As you know the PTO office has very serious rules and she will be
checking with her supervisors to see if it is permissible.”

Oviedo sends an e-mail to Governor Bush (FOIA 0037-38), informing the
Governor of her progress with Rodriguez on the Governor’s behalf, and concludes
her e-mail to Governor Bush with the following reminder:

"Reminder — [Rodriguez will] be at the Florida House Luncheon. Last
year Bacardi contributed over $15K to the Florida House . . . great
supporters of our Florida embassy."




02/25/02

02/25/02

02/26/02

Undated

03/15/02

03/18/02

03/18/02

Deputy Director Dudas contacts Charles T. Canady, General Counsel to Governor
Bush, concerning the HAVANA CLUB trademark registration. (FOIA 0041.)

Rodriguez and Freedman meet with Deputy Director Dudas and Meltzer at the
U.S. Patent and Trademark Office to discuss the Havana Club TTAB proceeding.
(FOIA 0042, 0044-45, 0141, 0146.) Bacardi concludes that Meltzer may not be
as helpful to its position as Dudas seemed to be, and concludes that "contact with
Jon would be the most preferred method to Bacardi." (FOIA 0044.)

Rodriguez e-mails Governor Bush (FOIA 0042), revealing additional ex parte

contacts: '
"The meeting yesterday at 4:00 PM at Patent & Trademark Office (PTO)
reconfirmed to us that, at least one, and most likely two female career
lawyers at PTO have personal problems with our Havana Club case. One
of these two lawyers was present at the meeting yesterday and in some of
her answers to my complaints she incriminated herself by revealing
personal negative feelings about our case. With your continued support I
am sure we can have it solved soon."

Handwritten note from Freedman to Meltzer (FOIA 0141):

"Eleanor, I want to thank vou and Jon [Dudas] for taking the time to meet
with Jorge Rodriguez, Elizabeth Iadarola and myself. Your time and
efforts are greatly appreciated. Please let me know if there is anything I
can do for you or your office. — Melissa."

Bacardi files a motion to resume proceedings, to substitute CubaExport as a
party-respondent, and for summary judgment canceling the HAVANA CLUB
trademark registration. (FOIA 0046.)

Rodriguez informs Oviedo and Freedman of Bacardi’s March 15 summary
judgment filing, asks them to seek the aid of Deputy Director Dudas with respect
to it, and seeks insulation from decision-makers not favorable to Bacardi:

"Would you please, help us by making sure that Patent and Trademark
Office’s Mr. Dudas knows that all they need to do now is be very much
aware of this motion for summary judgment, so that it can go through its
normal process without any undue negative ‘influence’ from certain
parties knonw [sic.] tous." (FOIA 0046.)

Oviedo sends an e-mail to Freedman, making reference to a meeting they had
with Deputy Director Dudas and Meltzer, and stating that "all indications" show
that Bacardi will prevail on its motion for summary judgment:

"Jon Dudas, from PTQ, called me about two weeks ago to make
sure that the meeting we had with Eleanor Meltzer and himself, has




03/19/02

03/21/02

03/22/02

been helpful. We talked a little about the case. Now that I know
Bacardi has sent in the request for cancellation of CubaExport’s
registration, I thought I would send Jon [Dudas] a note on our
stationary, thanking him for his time on the case, and letting him
know that Bacardi has made their move. Please let me know if [
should go ahead with that.

(Jorge did not like some of the issues that Eleanor Meltzer brought
up in our meeting, so keeping up contact with Jon [Dudas] would
be the most preferred method to Bacardi, I am sure.)

Otherwise, we should do nothing for the moment. We need to wait
a few weeks until PTO takes action, which from all indications will
be favorable. Then its on to Commerce..." (FOIA 0044-45.)

Freedman contacts Deputy Director Dudas concerning Bacardi’s pending motion

for summary judegment, and makes reference to a series of telephonic ex parte

communications concerning the proceeding:

"Hi Jon, As an FYI — I wanted to let you know that our office heard from
Mr. Jorge Rodriguez Marquez, President of Bacardi, yesterday. He
informed us that Bacardi filed a motion for cancellation of the CubaExport
registration on summary judgment with the Patent and Trademark Office
last Friday, March 15th. If we can help this matter in any way, please let
me know. Thanks so much for your time and follow-up calls. Itis
appreciated."” (FOIA 0069.)

Rodriguez emails Travis Thomas, Director at the U.S. Department of Commerce
("Thomas"):

"QOur latest unfortunate experience was last February 25th when I met at
PTO with Jon Dudas and attorney Eleanor Meltzer and Ms. Meltzer told
me that ‘Bacardi should not have rights to the Havana Club brand because
we can not make it in Havana’ . . ..

"We are confident that our Motion for Summary Judgment will be dealt
with expeditiously and without any undue negative influence from parties
who may not agree with Bacardi’s rights under the law." (FOIA 0146.)

Thomas then forwards this e-mail to Deputy Director Dudas. (FOIA 0145.)

Freedman informs Rodriguez that she contacted Deputy Director Dudas to let him
know of Bacardi ’s summary judgment motion:

"We have made the contact already, and will now await their response to
your filing." (FOIA 0073.)




04/09/02

04/18/02

04/23/02

04/24/02

04/26/02

06/13/02

Freedman sends an e-mail to Oviedo, and Oviedo forwards it to Governor Bush
and others: "Rodriguez is requesting our help to put pressure on these two
bureaucracies [the PTO and OFAC], where possible." (FOIA 0070.)

Rodriguez complains Governor Bush that "NOTHING HAS CHANGED SINCE
THE MEETING WITH PTO FEBRUARY 25TH. ... PLEASE, SOMEONE
NEEDS TO TELL PTO TO STOP INTERFERING." (FOIA 0075.)

Freedman explains to Oviedo that "[a]t a meeting that Bacardi and our office
attended, with representatives from the Patent Office, Bacardi was told that in
order to obtain their license and registration for Havanna [sic.] Club Holdings,
Bacardi would have to request that the Patent Office expunge
CubaExport/Pernod’s registration of the company."” (FOIA 0077.)

Oviedo then forwards the e-mail to Governor Bush and others, noting:

"Former Congressman Jim Rogan (R-CA) was recently confirmed by the
Senate as the Undersecretary for Intellectual Property an Director of the
Patent Office. Melissa [Freedman] and Jorge [Rodriguez] previously met

with the Deputy Undersecretary and Deputy Director. After another
meeting, we might need to come back to you for an additional push."
(FOIA 0076.)

Oviedo sends the following e-mail to Governor Bush and others:

"Melissa [Freedman] is setting up another set of meetings with the Patent
Office and State Dept. After those meetings we may need you to

personally chime in. Melissa spoke with Jorge [Rodriguez] yesterday . . . .

Jorge will make his schedule available to us at any time. After those
meetings we’ll adjust the strategy as necessary. We’ll follow-up afier
meetings. Nina." (FOIA 0076.)

Kathleen Shanahan, Governor Bush’s Chief of Staff, advises Governor Bush and
Oviedo that "we may need to move up the food chain." (FOIA 0078.)

Governor Bush writes to James E. Rogan, Under Secretary of Commerce for
Intellectual Property and Director of the United States Patent and Trademark
Office ("Rogan"):

1 am writing on behalf of Florida-based Bacardi-Martini USA, Inc. to ask
that the Patent and Trademark Office take quick, decisive action on a
pending application to expunge the registration of the trademark Havana
Club. The out-dated registration belongs to a company owned by Fidel
Castro called CubaExport and should be cancelled immediately." (FOIA
0001 (emphasis added).)




06/14/02

06/17/02

07/03/02

07/16/02

07/31/02

08/08/02

09/02/02

09/10/02

Jennifer Lo, an employee at the Office of the Deputy Under Secretary and Deputy
Director of the PTO, forwards to Deputy Director Dudas and Meltzer a copy of
Governor Bush’s June 13, 2002 letter. (FOIA 0142.)

Meltzer provides to Deputy Director Dudas a draft letter to be sent to Governor
Bush in response to Governor Bush’s June 13, 2002 letter to Director Rogan.
Meltzer's draft accurately recites that

"You have requested that the United States Patent and Trademark Office
(USPTO) cancel this registration immediately." (FOIA 0144.)

The reference to the call for cancellation was deleted in the drafting process and
does not appear in the final version from Director Rogan to Governor Bush, dated
July 3, 2002. (FOIA 0002.)

Director Rogan responds to Governor Bush concerning the proceeding,
promising, inter alia, that the PTQO "will act expeditiously when the proceeding
reaches the stage where the TTAB has statutory and regulatory authority to render
a final decision." (FOIA 0002-03.)

Governor Bush sends a letter to Director Rogan, thanking him for his "attention to
this matter" and expressing his appreciation for the "continued assistance of Mr.
Jon Dudas." which he characterizes as "very helpful." (FOIA 0011.)

U.S. Court of Appeals for the Federal Circuit dismisses Bacardi’s appeal from the
decision of the Commissioner of the PTO which implemented the U.S. district
court’s decision vesting ownership of the Havana Club trademark registration in
Cubaexport. See Galleon, S.A. v. Rogan, 44 Fed. Appx. 472 (Fed. Cir. 2002).

Rodriguez informs Freedman that Bacardi’s Federal Circuit action was dismissed
and that the cancellation proceeding will be resumed, and asks for further pressure
on the PTO:

" Anything you can do at PTO’s end, will be very helpful. The Governor
told me recently when we were traveling back from London ‘I hope we

can do more’ after I thanked him again for his letter to Rogan." (FOIA
0111))

Jason Roe, Director Rogan’s Chief of Staff, contacts (the recipient's identity was
redacted by the PTO from the only copy available to respondent) and notes that
Deputy Director Dudas "is going to take Bacardi mtg. tomorrow." (FOIA 0132.)

Respondent files motion pursuant to the Government in the Sunshine Act.
(Respondent’s 9/10 Motion.)



09/17/02 Deputy Director Dudas sends an e-mail to Meltzer concerning Bacardi, in which
he says "I do not want to e-mail anything." (FOIA 0139.)




